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ABOUT THE FASHION LAW ACADEMY AFRICA
(FLAA)

The Fashion Law Academy Africa (FLAA) is an academic institution dedicated to the rigorous
study and advancement of legal issues within the African fashion and creative industries. Founded
to foster scholarly inquiry and critical analysis, FLAA serves as a hub for research, teaching, and
dialogue on the complex intersection of law, culture, and commerce in fashion.

FLAA’s mission is to cultivate a deep understanding of how legal frameworks — ranging from
intellectual property and contract law to labour and trade regulations — shape the growth and
development of Africa’s fashion sector. The Academy engages with both regional specificities and
global legal standards to produce scholarship that informs policy, guides practitioners, and
enriches legal education.

Through its programmes, publications, and symposia, FLAA seeks to nurture a community of
academics, students, and professionals who contribute to a thoughtful, evidence-based approach
to fashion law in Africa. It aspires to position Africa as a vital voice in global conversations on legal
innovation in fashion, supporting sustainable and equitable industry development through
academic excellence.



PUBLISHER’S NOTE

The African Fashion Law Report (AFLR) marks a significant milestone in the documentation of
fashion-related jurisprudence across the continent. This compilation was developed to fill a
long-standing gap in the availability of case law relating to fashion, intellectual property, and
commercial practice in Africa’s fashion industry. As the first known collection of its kind, it brings
together legal decisions from courts across Africa’s five regions, creating an invaluable resource
for legal practitioners, scholars, students, and fashion law enthusiasts.

In line with our mission to bridge the knowledge gap in fashion law in Africa, this law report has
been carefully curated through months of research, case tracking, and regional collaboration.
Cases were sourced from a combination of publicly available judgments, unpublished decisions
accessed through partnerships, and in some instances, first-hand documentation of cases that
have not previously been formally reported. Where applicable, the original jurisdiction and court are
clearly indicated.

Some of the cases contained in this law report are being reported for the first time. Every effort has
been made to preserve the integrity of the judgments while presenting them in an accessible,
digestible format. In reporting these cases, we do not aim to interpret or provide legal commentary
but rather to document, structure, and index them for academic and professional reference.

This publication is intended for informational and educational use only. It is not a substitute for legal
advice, and users are encouraged to consult qualified professionals when engaging with the legal
principles set out in any of the cases.

We hope this law report will serve as a foundational tool for advancing legal education, promoting
deeper engagement with fashion law in Africa, and inspiring future scholarship and reform.

— Fashion Law Academy Africa (FLAA)
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ABBREVIATIONS

This section provides definitions and abbreviations used throughout this report, included to aid

clarity for readers unfamiliar with local or regional legal terms.

CA

FHC

HC

IPO

JSC

LC

LRA

SC

SCA

SACTWU

TMO

WIPO

AU

FLAA

AFLR

NMWA

Court of Appeal

Federal High Court

High Court

Intellectual Property

Intellectual Property Office

Justice of the Supreme Court

Lower Court

Labour Relations Act 66 of 1995
Supreme Court

Supreme Court of Appeal

Southern African Clothing and Textile Workers Union
Trademark Office

World Intellectual Property Organization
African Union

Fashion Law Academy Africa

African Fashion Law Report

National Minimum Wage Adjustment



HOW TO USE THIS LAW REPORT

This report is a first-of-its-kind compilation of legal cases designed as both a scholarly and
practical tool for those seeking to understand the evolving intersection of law and fashion across
the African continent. It fills a critical gap by compiling, analysing, and contextualising legal
decisions that directly or indirectly impact Africa’s fashion industry — a sector that is culturally rich,
economically significant, and legally complex.

Each reported case in this edition follows a standardised editorial structure drawn from the
conventions of established common law reports:

— Catchwords — indexed legal terms enabling rapid identification of relevant themes.

— Headnote — an editor-written statement of the legal principle established, placed at the top so a
practitioner can assess relevance in under thirty seconds.

— Held — a concise, third-person summary of the outcome and reasoning.
— Ruling — the full or substantially reproduced text of the judgment.
— Legal Issues — the precise questions before the court.

— See Also — cross-references to related cases within this report.

FORLEGAL PROFESSIONALS AND SCHOLARS

Use the headnote and catchwords to determine relevance. The held section gives the dispositive
outcome at a glance. The full ruling and legal issues provide depth for academic work or litigation
preparation. Original citations enable further verification and research.

FORFASHION INDUSTRY STAKEHOLDERS

Designers, brand owners, and entrepreneurs can use this report to identify common legal pitfalls
and understand how the law protects — or fails to protect — various aspects of fashion businesses
across Africa. The See Also cross-references help identify patterns of legal risk across
jurisdictions.

FORPOLICYMAKERS AND DEVELOPMENT INSTITUTIONS

The report provides concrete examples of where legal systems are supporting creative industries
and where gaps remain. Use it to inform discussions around legal reform, industrial policy, and
regional collaboration in the fashion and textile sectors.

FOR SCHOOLS AND UNIVERSITIES



Law faculties can incorporate these cases into curricula on intellectual property, commercial law,
labour law, and fashion law. Fashion schools can use the report to introduce students to real-life
legal issues, with cases serving as teaching tools and discussion prompts.

This is a living document, intended to grow as more cases emerge and as legal consciousness
around fashion continues to evolve across the continent. It affirms that Africa is not merely
participating in global fashion — it is actively shaping the legal conversations that will define its
future.

Vi



TABLE OF CONTENTS

About FLAA i

Publisher’s Note ii

Abbreviations iii
How to Use This Report iv
EAST AFRICA
1. Strategic Industries Ltd v Rebecca Fashions (K) Ltd 12
2. Style Industries Limited v Sana Industries Co. Limited 16
3. Kenya Union of Hair & Beauty Salon Workers v Black & Beauty Products Limited 25
4. Sleeklady Cosmetics Ltd v County Executive, Transport, Infrastructure and Public Works 31
(Mombasa)
5. L.A Group (Pty) Ltd v Wardrobe Collections 45
6. Bata Brands SA & Another v Umoja Rubber Products Limited — NEW 64
WEST AFRICA
1. NDK Financial Services Limited v Kwashie Tailors & Dry Cleaners Limited & Others 68
SOUTHERN AFRICA
1. Swatch AG (Swatch SA) v Apple Inc. 81
2. Puma AG Rudolf Dassler Sport v Global Warming (Pty) Ltd 86
3. Bata Ltd v Face Fashions CC and Another 90
4. Adidas AG & Another v Pepkor Retail Limited 96
5. Mavundla v Frame Leisure Trading (Pty) Ltd 12
6. Nutrichem (Pty) Ltd v SA Clothing & Textile Workers Union and Another 130
7. PB Hairdressing Organisation (Pty) Ltd t/a Carlton Hair Intl. v Vinciguerra and Another 144
8. Mediterranean Textile Mills (Pty) Ltd v Marburg Manufacturers (Pty) Ltd 151

9. SA Home Textile Manufacturers Employers’ Organisation (HOMETEX) v SACTWU and Others 176

10. Eagles Pride Hatchery (Pty) Limited v South African Clothing and Textile Workers Union and 183
Others

11. LA Group (Pty) Limited v Stable Brands (Pty) Limited and Another 193

vii



12. Barel v Popular Trading CC (The Enrico Coveri Case) — NEW

13. Dix v Calzanetto Sociedad Limitada — NEW

14. Laugh It Off Promotions CC v South African Breweries International (Finance) BV — NEW

UNREPORTED CASES

1. Keba Clothing v Konfidence Fashion Limited (2013)

2.F.O. Ajibowo & Co. Ltd v Western Textile Mills Ltd (1976)

BB Factual account under editorial review — see note within entry
3. Bell Sons & Co v Godwin Aka & Another (1972)

4.Vlisco B.V. v African Fabrics Depot & Another

5. Patkum Industries Ltd v Niger Shoes Manufacturing Ltd (1988) — NEW

NOTABLE AFRICAN FASHION LAW DISPUTES

1. Desire lyama and Marvey R the Brand (2022)

2. Hanifa and Fashion Nova (2022 & 2024)
3. Veekee James and King Corset (2025)

4. Kai Collective and Fendi (2021)

5. Kai Collective and Boohoo (2021)

6. Kadiju and Akira (2023)

7. The Grass-fields Hostile Takeover Dispute (2023)

Case Index
Glossary

Contributors

24

25

25

25

25

261

26

26

26

27

27

27

277

27

281

283
285
289

viii



]

THE AFRICAN FASHION LAW REPORT - 2026 EDITION - © FASHION LAW ACADEMY AFRICA (FLAA)



EAST AFRICA




STRATEGIC INDUSTRIESLTD V.REBECCA
FASHIONS (K)LTD

Court: High Court at Nairobi (Milimani Commercial Courts)

Date delivered: 1September 2011

Citation: Strategic Industries Ltd v Rebecca Fashions (K) Ltd [1 September 2011] KEHC 1647
(KLR)

Country: Kenya

Region: East Africa

Legal area: Intellectual Property — Trademark Infringement

Trademark - Registered mark - Passing off - Consumer confusion - Hair products - Visual similarity - Kenya

——HEADNOTE ——

A court will not restrain use of a competing mark on grounds of trademark infringement or
passing off unless the plaintiff demonstrates that the marks are confusingly similar in the
overall impression they create on an average consumer. Where the marks are visually and
stylistically distinct, the application must be dismissed notwithstanding any phonetic
resemblance between them.

HELD Application dismissed with costs. The Court found the marks “AFRO KINKY” and “AFRO B”
visually and stylistically distinct and not capable of causing confusion or deception. No
trademark infringement or passing off was established.

—— RULING — M.G.MUGO J — —

The Applicant in the Notice of Motion dated 14th February 2011, seeks orders of this court to restrain the
Respondent either by itself, its directors, employees agents and/or servants from:-

a. Infringing the Applicant's Trade Mark AFRO KINKY Nos. 52832 in class 26 b. Importing,
manufacturing, distributing, supplying, stocking, offering for sale, selling or by way of trade exposing
products bearing the name AFRO B or any other mark, name or designation bearing a close
resemblance thereto. c. Importing, manufacturing, distributing, supplying, stocking, offering for sale,
selling or by way of trade exposing hair products bearing the name AFRO B or any other mark, name or
designation bearing a close resemblance thereto. d. Passing off any of its goods as the goods of the
Plaintiff and particularly but not limited to any hair additions and attachments, hair pieces and braids,
weaves and wigs.

The Applicant prays also that the Applicant be ordered to allow the Applicant access the Respondent’s
business premises to take inventory of the offensive products bearing the name “AFRO B” and to take
and preserve at its premises (until the hearing and determination of the suit) such samples as may be



deemed necessary to be removed from the Respondent’s premises.

The application is premised on the grounds that: 1. The Applicant is the proprietor of the Trade Mark
“AFRO KINKY” 52832 registered in class 26 under the Trade Marks Act (Cap 506 of the Laws of
Kenya). 2. The respondent, is importing, manufacturing in complete disregard of the Applicants rights
under the said Trade Mark, and selling in the same market as the Applicant, products which are
phonetically similar in pronunciation to the Applicant’s goods covered by the Trade Mark "AFRO KINKY”
3. The Respondent is infringing the Applicant’s Trade Mark with a very high likelihood of the Applicant’s
consumers buying the Respondent’s products assuming the same to be those of the Applicant. 4. The
Applicant’s sales have declined severely as a result of the Respondent’s activities. 5. That the
Respondent’s actions are a threat to the very fabric of the Applicant’s business sanctity, creativity,
inventions and innovations and that there is a real likelihood of the Applicant incurring irreparable loss as
a consequence of losing its market niche, reputation and investment on the subject Trade Mark.

To support the application is the Applicant’s Director and General Manager Mahmoud Saffideen’s
affidavit sworn on 14th February 2011. He depones inter alia, that the Respondent is not only passing off
its goods as those of the Applicant but also that, by so doing, the Respondent is compromising and
deceiving the Applicant’s customers as to the origin of the goods. In addition to exhibiting copies of the
Applicant’s certificate of registration of the Trade Mark, samples of the respective packaging material
used by the parties hereto have been annexed to the Supporting Affidavit for comparison purposes. It is
further deponed in the Supporting Affidavit that, from surveys conducted by the Applicant’s sales
personnel, its sales of its — AFRO KINKY weaves have plummetted as a result of the influx of
Respondent’s products in the market. The Applicant has cited the following authorities to support its

case.

1. GLAXO GROUP LTD v SYNER-MED PHARMACEUTICALS LTD [2010] e KLR
2. PREMIER FOOD INDUSTRIES LIMITED v AL- MAHRA LIMITED [2006] e KLR
3.BELLE MAISON LTD v YAYA TOWERS LTD HCCC No. 2225 OF 1992.

The Application is opposed on the strength of a Replying Affidavit sworn by the Respondent’s director,
Hongxia Li on 28th February 2011, to which the Applicant responded through a Supplementary Affidavit
filed on 8th April 2011. The Respondent refutes the Applicant’s claim on the basis that the Applicant does
not have any exclusive right to the use of the words “AFRO” and/or AFRO B’ stating that the latter is a
phrase commonly used in the hair manufacturing industry to describe the afro look hairstyle. Annexed to
the Replying Affidavit are 5 samples of packages from different companies bearing the said phrase.

To support the submissions that the Respondent has neither infringed the Applicant’s Trade Mark nor
passed off its goods as those of the Applicant, the Respondent has cited three authorities as follows:-

1.UNILEVER PLC v BIDCO OIL INDUSTRIES [2004] 1 KLR 57
2.SANITAM SERVICES (E. A.) LTD v RENTOKIL (K) LTD & ANOTHER [2002] e KLR

3.SANITAM SERVICES (E. A) LTD v RENTOKIL (K) LTD & ANOTHER [2006] e KLR.
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The Respondent argues that the suit and the application herein are intended to defeat competition and
prays that the application be dismissed and the orders sought be refused.

There is no dispute that the Applicant holds a valid registered Trade Mark and therefore entitled to legal
protection as provided under Section 6 of the Trade Marks Act. What is in issue however, is whether,
prima facie, the enjoyment of the Applicant’s said rights is threatened by the Respondent’s trade and/or
dealings with the hair products going under the name “AFRO B” in a manner that entitles the Applicant
to obtain injunctive orders as sought in the application before me. In other words, has the Applicant
established a prima facie case against the Respondent as to the infringement of its said Trade Mark and
the passing off of its goods by the Respondent and has she demonstrated irreparable loss (attributable
to the Respondent’s acts) not capable of compensation by an award in damages? If there is doubt as to
the above, does the balance of convenience favour the granting of the restraining orders? Noting that
prayer 3 of the application is in the nature of a mandatory injunction, are there special circumstances as
would entitle the Applicant to such orders?

APPLICANT'S PRODUCT RESPONDENT'S PRODUCT
Name/Style AFRO KINKY BULK AFRO-B
Picture One African face with braided or twisted hair Two faces, one African one Asian
Main colours Pink, yellow, dark blue and white Blue, white and black
Trade mark DARLING @ STYLEICONTM

01. NAME/STYLE AFRO KINKY BULK AFRO-B

02. PICTURE ONE AFRICAN FACE TWO FACES, ONE WITH BRAIDED OR AFRICAN ONE TWISTED
HAIR ASIAN

03. MAIN COLOURS PINK, YELLOW BLUE WHITE AND DARK BLUE AND BLACK WHITE
04. TRADE MARK DARLING ® STYLEICON T.M

In addition to the above, other distinguishing features are that the Applicant’s product is shown to be
manufactured by strategic Industries Ltd (the Applicant) of P.O. BOX 30682, 00100 NBI (GPO) KENYA
with own Email address and Website while the Respondent’s package clearly shows that the product is
made in China and has the Style Icon Trade Mark (other than AFRO-B) printed all over the larger portion
of the packaging. In the opinion of this court the two marks and names are quite distinctive and easily
distinguishable. They are not in my considered opinion capable of causing or likely to cause confusion or
to deceive customers that they are one and the same, from the same source or origin, or indeed that the
product sold under STYLE ICON Trade Mark bearing the style “AFRO-B” is related to the Applicant’s by
Trade Mark or otherwise. | see no evidence of passing off in the circumstances.

The Applicant’'s contention that its sales have dipped as a consequence of the presence of the
Respondent’s hair product is not supported by a consumer questionnaire and | do not find the sales
figures contained in annextures MS 5 useful in this regard. Even if the same were to be taken as
indicators of loss, | am not satisfied that such losses can, prima facie, be attributed to the respondent’s
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as to support a prima facie case or irreparable loss within the requirements of GIELLA v CASSMAN
BROWN [1973] E. A. 359.

In the premises | am not persuaded of the merits of the Application and do hereby dismiss the same with
costs to the Respondents.

M. G. Mugo Judge, High Court

—— LEGAL ISSUES ——

— Whether the marks “AFRO KINKY” and “AFRO B” were confusingly similar under the Trade
Marks Act (Cap 5086).

— Whether the respondent’s conduct constituted trademark infringement.

— Whether passing off was established on the evidence.

SEEALSO

Style Industries Limited v Sana Industries Co. Limited [2018] KEHC 10050 (KLR) - L.A Group (Pty) Ltd v Wardrobe
Collections [2019] KEHC 12303 (KLR)



STYLE INDUSTRIES LIMITED V. SANA INDUSTRIES
CO.LIMITED

Court: High Court at Nairobi (Milimani Commercial Courts)

Date delivered: 16 March 2018

Citation: Style Industries Limited v Sana Industries Co. Limited [16 March 2018] KEHC 10050
(KLR)

Country: Kenya

Region: East Africa

Legal area: Intellectual Property — Trademark Infringement

Trademark - Registered mark - Interlocutory injunction - Balance of convenience - Passing off - Hair products - Kenya

——HEADNOTE ——

Where a registered trademark owner demonstrates that a competitor’s confusingly similar
mark has caused a material decline in sales, the balance of convenience at the interlocutory
stage favours granting an injunction to restrain further use pending final determination — even
where the defendant asserts prior generic use of the offending mark.

HELD Injunction granted. The marks “VIP COLLECTION” and “VIP PREMIUM COLLECTION”
were confusingly similar and the balance of convenience lay with the registered trademark
owner. Sana Industries restrained from using either mark until full determination of the suit.
Costs to Style Industries.

——RULING — O.A.SEWEJ ——

[1] The Plaintiff's Notice of Motion dated 19 December 2017 was filed herein on even date pursuant to
Sections 3A and 63(e) of the Civil Procedure Act, Chapter 21 of the Laws of Kenya and Order 40 Rules
2, 3, and 10 of the Civil Procedure Rules, 2010, for the following Orders: [a] Spent [b] Spent [c] THAT the
Defendant be restrained whether by itself, its directors, employees, agents and/or servants or anybody
or entity whatsoever deriving authority under it from manufacturing, advertising, distributing and/or
selling and/or dealing in any way whatsoever with products bearing the name “VIP COLLECTION” or
“VIP PREMIUM COLLECTION?” or any other mark which is similar to or bearing close resemblance to the
Plaintiff’s registered Trademark Number 65629 until the hearing and determination of this suit. [d] THAT
the Defendant do allow the Plaintiff by itself or agents to access the Defendant’s premises to take
inventory of all such products bearing the name “VIP COLLECTION” and take away such samples as
may be necessary and keep the rest properly preserved at the Defendant’s premises until the hearing
and determination of this suit. [e] THAT costs of the application be provided for.

[2] The application was premised on the grounds that the Defendant, in complete disregard of the
Plaintiff's proprietary rights granted by virtue of registration of its Trademark No. 65629, manufactures,
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advertises and sells in the same market, the same products as those of the Plaintiff inscribed with a
name similar to or resembling the Plaintiff's registered trade mark. It was further contended by the
Plaintiff that its sales of the subject product have severely declined and it is therefore apprehensive that,
unless the Defendant is urgently restrained from infringing the Plaintiff's trademark, it may suffer
irreparable damage in the form of loss of market niche, reputation and all its investment on its
Trademark.

[3] The application is supported by the affidavit annexed thereto, sworn on 19 December 2017 by Ghazi
Kefel, a Director of the Plaintiff. Mr. Kefel averred that the Plaintiff is the Proprietor of the Trademark “VIP
COLLECTION?” registered as Number 65629; and that it acquired the same from its predecessor,
Strategic Industries Limited. He explained that the said Trademark was, among others, the subject of
transfer under an Asset Purchase Agreement dated 6 July 2012, between the Plaintiff and its said
predecessor; and that it is in respect of hair additions, hair pieces , braids, weaves and wigs. It was the
contention of the Plaintiff that the Trademark is well known in the local and international beauty
products’ market and that the product is distinctive in its name, color, configuration and general get-up.

[4] It was further deposed by Mr. Kefel that sometime in October 2017, the Plaintiff realized that its sales
turnover for products with the subject trade name in question had plummeted considerably; and that the
Plaintiff's marketers thereafter found out, in the last week of November 2017, that there were similar
products inscribed with the names “VIP PREMIUM COLLECTION” being manufactured and sold by the
Defendant in the same market. The Plaintiff contends that the Defendant’s products have similar or
deceptively similar features as their products as to amount to infringement of its exclusive right to use its
“VIP COLLECTION” Trademark.

[5] The Plaintiff further averred that at no time did it authorize the Defendant to sell its products under
the Trademark “VIP COLLECTION” or “VIP PREMIUM COLLECTION” and that the Defendant will
continue using the infringing name, marks, labels and get-up unless restrained by the Court. It is thus the
Plaintiff's case that the Defendant had not only infringed on its exclusive right of user granted to it by
virtue of registration of its trade mark, but had also created the wrong impression that it is the
manufacturer and proprietor of the “VIP COLLECTION” products, a situation which has misled the
consuming public and has caused confusion in their shared market. In the light of the above, the Court
was urged to allow the application and grant the orders sought by the Plaintiff to avert irreparable
damage that it risks suffering on account of the Defendant’s abhorrent trade practice.

[6] In opposing the Plaintiff's application, the Defendant relied on the Replying Affidavit sworn on 17
January 2018 by Gerald Gakuru Muchugia, the Sales and Marketing Manager of the Defendant
Company. He averred that the Defendant has never used nor passed off its items under the trademark
“VIP COLLECTION” and has no intention of doing so. He further averred that the Defendant uses the
“VIP PREMIUM COLLECTION” which name it has used from the year 2008. He noted that the name
“VIP PREMIUM COLLECTION” used by the Defendant is not a brand name and is not used for the
identification of any brand of the Defendant’s products but rather the quality of the products. Similarly, it
is the deponent’s belief that the Plaintiff's use of “VIP COLLECTION?” is for purposes of quality and not
for brand identification as alleged in the Plaintiff's application. It was also the Defendant’s position that in
addition to the names “VIP COLLECTION” being of definition as to quality, they are also stock generic



names used in common language and therefore cannot qualify as invented words as specified by law.

[7] The Defendant further contended that the get up, logo and colour scheme of their product were
entirely different from that of the Plaintiff. According to the Defendant, the Plaintiff's trade mark is for use
of “VIP COLLECTION” in that sequence and order while the Defendant’s sequence is “VIP PREMIUM
COLLECTION” a manifest difference to any user. It was therefore their position that in no way had they
infringed on the Plaintiff's trade mark. It was also averred that the Plaintiff and the Defendant were in
constant competition for the market and their various products are known and identified by the names
“Darling” and “Angels” respectively.

[8] In addition to the foregoing, the Defendant contended that the assertion by the Plaintiff that its sales
turnover had dropped as a result of the Defendant’s use of “VIP PREMIUM COLLECTION” was a false
representation of the market, which had stagnated during the periods highlighted by the Plaintiff as a
result of the prolonged general elections experienced in the Country. Thus, it was the contention of the
Defendant that the orders sought for in the instant application are punitive and that the Plaintiff has failed
to demonstrate that they would suffer irreparable harm not easily compensable by damages. The
Defendant thus urged for the dismissal of the application with costs.

[9] In response, the Plaintiff filed a Supplementary Affidavit sworn on 18 January 2018 by Mr. Kefel. He
reiterated that the Defendant’s use of the names “VIP PREMIUM COLLECTION” is an obvious and
flagrant infringement of the Plaintiff’s trade mark “VIP COLLECTION” since the word “PREMIUM” which
the Defendant argues distinguishes the marks only qualifies and is a superlative of the word
“COLLECTION” suggesting that the Defendant’s mark is superior. The Plaintiff denied the assertion that
the Defendant started using the trade mark in the year 2008 because they would have already
commenced action against the Defendant as it has done in many other cases.

[10] While acknowledging that they are competitors, manufacturing and selling the same goods, the
Plaintiff's averment is that all the products so manufactured and sold are identified by their trade names
and not by the brands “Darling” or “Angels” as alleged by the Defendant. The Plaintiff reiterated that its
sales had dropped due to unfair competition by the Defendant, and that it had nothing to do with the
prolonged election period as suggested by the Plaintiff. The Plaintiff added that the Defendant was a
perennial tortfeaser, having infringed on the trademarks of many of its products; a fact which had led to
many cases being filed by the Plaintiff against the Defendant.

[11] The application came up for hearing on 19 January 2018 and the Court heard the oral submissions by
the parties. Learned Counsel for the Plaintiff/Applicant, Mr. Nyawara, reiterated the Plaintiff's averments
both in the Plaint and in the two affidavits filed herein on its behalf. He pointed out that the main issue in
contention herein is the use of the words "VIP COLLECTION", and whether the addition of the word
"PREMUM" in the Defendant's get-up sufficiently distinguishes it from the Plaintiff's registered
Trademark. He added that infringement of a registered trademark is a tort of strict liability and that all the
Plaintiff needed to prove was that the Defendant had imitated the Plaintiff’'s registered trademark. In
support of his proposition, he relied on the cases of Strategic Industries Ltd v Sana Industries Ltd,
HCCC No, 390 of 2008, and Strategic Industries Ltd v Sana Industries Ltd, HCCC No, 681 of 2010,
(both being cases between the same parties herein). Counsel further relied on the case of Group Four
Security Limited v G4S Security Services (K) Limited [2006] eKLR in support of his argument that
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registration of a trademark confers the right to exclusive use of the mark.

[12] In response to Mr. Nyawara's submissions, Learned Counsel for the Defendant, Mr. Chege, was of
the view that the Plaintiff's Trademark was materially different from the Defendant's. He submitted that
the words registered by the Plaintiff were restricted to “VIP COLLECTION” and the same were
registered in May 2009 by which time the Defendant had been using the words “VIP PREMIUM
COLLECTION” from as far back as 2008. Counsel cited Section 7 (2) of the Trade Marks Act to
buttress his argument that a limitation cannot be applied where the name is extended. According to
Counsel, “VIP PREMIUM COLLECTION?” is an extension of the registered name. Thus, according to Mr.
Chege, there is no similarity in the two get-ups as to cause confusion in the minds of consumers or
constitute a passing off. However, Counsel for the Plaintiff maintained the stance that Section 7 of the
Trade Marks Act outlaws any imitation; and that the instant case was not for passing off but for
infringement of trade mark.

[13] | have carefully considered the application, the grounds relied on as set out on the face of the
application and the Supporting Affidavit as well as the written submissions made by Mr. Nyawara on
behalf of the Plaintiff. Similarly, | have taken into account the Replying Affidavit filed by the Defendant
and the submissions made by Mr. Chege on its behalf. Thus, at this interlocutory stage, the Plaintiff need
only to satisfy the Court that: [a] the conditions for the issuance of a temporary injunction as laid down in
the case of Giella vs. Cassman Brown & Co. Ltd [1973] EA 360 have been met. [b] That sufficient cause
has been shown to warrant the issuance of the Anton Piller Order sought.

On Temporary Injunction: [14] The three conditions for the grant of a temporary injunction were well
explained in the case of Giella vs. Cassman Brown & Co. Ltd (supra) It was held thus, in that case:

"The conditions for the grant of an interlocutory injunction are ..well settled in East Africa. First, an
applicant must show a prima facie case with a probability of success. Secondly, an interlocutory
injunction will not normally be granted unless the applicant might otherwise suffer irreparable injury,
which would not adequately be compensated by an award of damages. Thirdly, if the court is in doubt, it
will decide an application on the balance of convenience."

[15] And in Mrao Ltd vs. First American Bank of Kenya Ltd & 2 Others [2003] KLR 125, Bosire, JA
proffered the following prescription of what a prima facie case is:

"..S0 what is a prima facie case? | would say that in civil cases it is a case in which on the material
presented to the court a tribunal properly directing itself will conclude that there exists a right which has
apparently been infringed by the opposite party as to call for an explanation or rebuttal from the latter...a
prima facie case is more than an arguable case. It is not sufficient to raise issues. The evidence must
show an infringement of a right, and the probability of the applicant's case upon trial. That is clearly a
standard which is higher than an arguable case."

[16] In the premises, in determining whether or not a prima facie case has been made herein, it is
instructive to revert to Section 7(1) of the Trade Marks Act, to ascertain whether sufficient cause has
been shown by the Plaintiff to warrant concern. That provision reads as follows:
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“Subject to the provisions of this section, and of sections 10 and 11, the registration (whether before 1st
January, 1957) of a person in Part A of the register as the proprietor of a trade mark if valid gives to that
person the exclusive right to the use of the trade mark in relation to the goods or in connection with the
provision of any services and without prejudice to the generality of the foregoing that right is infringed
by any person who, not being the proprietor of the trade mark or a registered user thereof using by way
of permitted use, uses a mark identical with or so nearly resembling it as to likely deceive or cause
confusion in the course of trade or in connection with the provision of any services in respect of which it
is registered, and in such manner as to render the use of the mark likely to-

[a] be taken either as being used as a trade mark; [b] be taken in a case in which the use is upon the
goods or in physical relation thereto or in an advertising circular or other advertisement issued to the
public, as importing a reference to some person having the right either as proprietor or as licensee to
use the trade mark or goods with which such a person is connected in the course of trade; [c] be taken
in a case where the use is use at or near the place where the services are available for acceptance or
performed or in an advertising circular or other advertisement issued to the public or any part thereof, as
importing a reference to some person having the right either as proprietor or as licensee to use the
trade mark or to services with the provision of which such a person as aforesaid is connected in the
course of business; [d] cause injury or prejudice to the proprietor or licensee of the trade mark”.

[17] There appears to be no dispute that the Plaintiff is the registered owner of the Trade Mark "VIP
COLLECTION" which was registered under the Trade Marks Act, as Trade Mark No. 65629. The
Certificate of Registration, marked Annexure GK 1 to the Supporting Affidavit, confirms that the Trade
Mark was registered on 29 May 2009 and is set to expire on 29 May 2019. It further shows that the
Trade Mark was registered under Class 26 in respect of hair additions, hair pieces and braids, weaves
and wigs. The registered proprietor, according to the Certificate of Registration is Strategic Industries
Limited.

[18] The Plaintiff further demonstrated that, on the 6 July 2012, it entered into an Asset Purchase
Agreement with Strategic Industries Limited by which the latter sold its business assets, intellectual
property and goodwill to the Plaintiff. There appears to be no dispute therefore that the assets in
question include the Trade Mark No. 65629; and that, as of October 2017 when the alleged infringement
is said to have occurred, the Plaintiff was the registered proprietor of the subject Trade Mark. Annexure
GK 4 is a presentation of the Plaintiff's get-up, clearly showing that the words "VIP COLLECTION" are an
integral part thereof.

[19] Similarly, there is no dispute that the Defendant, also manufactures similar products under the brand
name Angels; and that samples of its products marked "Annexure GK 6" indicate that it has been using
get-ups with the words "VIP PREMIUM COLLECTION". The contention of the Defendant is that it has
used the words "VIP PREMIUM COLLECTION from 2008 on various products and that these are
generic words and not a brand name for which a claim for infringement may be hinged. The Defendant
also supplied samples of its various get-ups as Annexure GGM 2 and postulated that the Plaintiff's use
of VIP COLLECTION is for purposes of quality assurance only and not for brand identification.

[20] There can be no doubt that the Plaintiff's get-up is indeed markedly different from the Defendant's.
As adverted to in Paragraph 8 of the Replying Affidavit, the Plaintiff's Trade Mark constitutes a girl's face
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with flowing hair superimposed over the "I" in the word "VIP", while the Defendant's get-up is that of a
crown with the word "VIP" written vertically to the right of the logo. Secondly, the colour scheme of the
"VIP COLLECTION" aspect of Plaintiff's Trade Mark is silver on black, while the Defendant's is in white
and gold with a black backdrop. The other features of the get-ups are completely different. In the
premises, the controversy between the parties is therefore restricted to the use of the words "VIP
COLLECTION". I would accordingly agree with Mr. Nyawara that the issue herein is not one of passing
off, but simply a question of whether or not there is infringement of the Plaintiff's registered Trade Mark
No. 65629.

[21] In the foregoing premises, | would find the cases of Strategic Industries Ltd v Sana Industries Ltd,
HCCC No, 390 of 2008, Strategic Industries Ltd vs. Sana Industries Ltd, HCCC No, 681 of 2010, and
Group Four Security Limited vs. G4S Security Services (K) Limited [2006] eKLR to be distinguishable
from the facts hereof. In Group Four Security Limited vs. G4S Security Services (K) Limited 2006] eKLR
for instance, the marks in contest were "Group 4 Securicor” and "Group 4 Security". The Court in that
case, found that the marks were so similar that the possibility of confusion was real. Similarly, in
Strategic Industries Ltd vs. Sana Industries Company Limited HCCC No. 390 of 2008, the contest was
in connection with the Plaintiff's Trade Mark "ABUJA LINES" and the Defendant's use of the words
"ABUJA SHORT" and "ABUJA LONG" in its products. The Court was satisfied in that case that there was
likelihood of confusion and that the Defendant was using the Trade Mark with a view to deceiving the
consumers of the products marketed by the Plaintiff. Stategic Industries Limited vs. Sana Industries
Company Limited HCCC No. 681 of 2010 concerned the Trade Mark "Pony Tail", and is a final judgment
as opposed to an interlocutory ruling on injunction.

[22] Hence, whereas the Plaintiff has demonstrated that it registered its Trade Mark, there appears to be
no indication from the Defendant that its get-up comprising the words "VIP PREMIUM COLLECTION" is
registered. All that can be gleaned from the Replying Affidavit is that the Defendant has used the "VIP
PREMIUM COLLECTION" mark on various products from the year 2008. Nevertheless, there being no
dispute that the Plaintiff is the registered proprietor, it is manifest that, prima facie, the Plaintiff has valid
grounds for complaint against the Defendant, granted the provisions of Section 7 of the Trade Mark Act;
and the fact that it obtained the rights to the Trade Mark from its predecessor, Strategic Industries
Limited. There is no indication either that the Defendant challenged the registration of the Plaintiff's
Trade Mark in 2009 or that it thereafter sought relief pursuant to Section 35 of the Trade Marks Act.

[23] As to whether the Plaintiff stands to suffer irreparable harm, it was submitted that the case of
Nguruman Limited vs. Jan Bonde Nielsen & 2 Others [2014] eKLR is instructive. The Court of Appeal
stated as follows in that case:

"On the second factor, that the applicant must establish that he "might otherwise" suffer irreparable
injury which cannot be adequately remedied by damages in the absence of an injunction, is a threshold
requirement and the burden is on the applicant to demonstrate, prima facie, the nature and extent of the
injury...there must be more than an unfounded fear or apprehension on the part of the applicant. The
equitable remedy of temporary injunction is issued solely to prevent grave and irreparable injury; that is
injury that is actual, substantial and demonstrable; injury that cannot "adequately” be compensated by
an award of damages. An injury is irreparable where there is no standard by which their amount can be
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measured with reasonable accuracy or the injury or harm is such a nature that monetary compensation,
of whatever amount, will never be adequate remedy."

[24] The Plaintiff has shown that it has a prima facie case; and further argued that this is not just a matter
of passing off; but involves statutory rights of the Plaintiff. Accordingly, although evidence was adduced
to show a dip in the Plaintiff's sales, there would be no standard by which the Plaintiff's apprehended
loss would be measured with reasonable accuracy, for the injury complained of is of such a nature that
monetary compensation, of whatever amount, would never be adequate remedy. Regarding breach of
statutory rights, here is what Warsame, J. (as he then was) had to say in Joseph Siro Mosioma -vs
H.F.C K and 3 others Nairobi [2008] eKLR, which | entirely agree with:

“On my part, let me restate that damages is not automatic remedy when deciding whether to grant an
injunction or not. Damages is not and cannot be a substitute for the loss which is occasioned by a clear
breach of the law. In any case, the financial strength of a party is not always a factor to refuse an
injunction. More so, a party cannot be condemned to take damages in lieu of his crystallized right which
can be protected by an order of injunction.”

[25] On a balance of convenience, suffice it to say that the Courts, in responding to prayers for
injunction, always opt for the lower rather than the higher risk of injustice; and therefore, if granting the
applicant’s prayers will support the process towards full hearing, then the Court should grant those
prayers. This was held to be so in the case of Suleiman —vs- Amboseli Resort Ltd (2004) 2 KLR 589 in
which Ojwang Ag. J (as he then was) quoted Justice Hoffman in the English case of Films
RoverInternational (1986) 3 All ER 772 at page780 — 781 in which the Learned Judge made this point
regarding the grant of injunctive relief:

“.. the court should take whichever course appears to carry the lower risk of injustice if it should turn out

to have been ‘wrong’ ..

Indeed, the balance of convenience is in favour of the Plaintiff, being the registered user of the words VIP
COLLECTION.

On Anton Piller Order: [26] The Plaintiff's Notice of Motion also sought, vide Prayer No. 4 thereof, that it
be granted access the Defendant’s premises to take an inventory of all the products bearing the name
“VIP COLLECTION” or “VIP PREMIUM COLLECTION” and that an order be made for the preservation
of such products at the Defendant’s premises until the hearing and determination of the suit. That is a
prayer for an Anton Piller Order, and although Learned Counsel did not address this aspect in detail, it is
trite that such an order can only be made in the clearest of cases. In Anton Piller Kg V Manufacturing
Processes Ltd And Others (1976) 1 ALL ER it was held that:

“There are three essential pre-conditions for the making of such order in my judgment. First, there must
be an extremely strong prima facie case. Secondly, the damage, mental or actual, must be very serious
for the Plaintiff. Thirdly, there must be clear evidence that the Defendants have in their possession
incriminating documents or things, and that there is real possibility that they may destroy such material
before any application inter parties can be made.”
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[27] Whereas the Plaintiff has shown that it has a prima facie case against the Defendant, | did not hear it
say that there is some evidence in the possession of the Defendant which is at risk of being destroyed.
To the contrary, the Plaintiff was able to access the evidence of the alleged infringement and annexed
the same to its Supporting Affidavit as Annexure GK 6. In the same vein, the Defendant also attached
copies of the logos used by it in connection with their products that bear the names “VIP PREMIUM
COLLECTION". There is therefore no danger that that evidence may be destroyed before the hearing of
this suit. Indeed, at paragraph 6 of the Plaintiff's Supplementary Affidavit, it was averred that "..the
Plaintiff will have no problem at all if the Defendant stopped the use of the words "VIP COLLECTION" on
its products.” This was an acknowledgement that the Plaintiff and the Defendant are in competition with
each other. Thus, an Anton Piller Order at this stage of the proceedings would be pointless.

[28] In the result, the Plaintiff's application succeeds in part; and therefore, the orders that commend
themselves to me are as hereunder: [a] That the Defendant be and is hereby restrained whether by
itself, its directors, employees, agents and/or servants or anybody or entity whatsoever deriving
authority under it from manufacturing, advertising, distributing and/or selling and/or dealing in any way
whatsoever with products bearing the name “VIP COLLECTION” or “VIP PREMIUM COLLECTION” or
any other mark which is similar to or bearing close resemblance to the Plaintiff’s registered Trade Mark
Number 65629 until the hearing and determination of this suit. [b] That costs of the application be borne
by the Defendant.

Olga Sewe Judge, High Court

——LEGALISSUES — —
— Whether “VIP COLLECTION” and “VIP PREMIUM COLLECTION” were confusingly similar
marks.
— Whether the balance of convenience favoured granting an interlocutory injunction.

— Whether prior generic use of a similar name defeats a registered trademark proprietor’s
infringement claim.

SEEALSO

Strategic Industries Ltd v Rebecca Fashions (K) Ltd [2011] KEHC 1647 (KLR) - L.A Group (Pty) Ltd v Wardrobe
Collections [2019] KEHC 12303 (KLR)
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KENYA UNION OF HAIR & BEAUTY SALON
WORKERS V. BLACK & BEAUTY PRODUCTS LIMITED

Court: High Court at Nairobi (Milimani Commercial Courts)

Date delivered: 19 March 2014

Citation: Kenya Union of Hair & Beauty Salon Workers v Black & Beauty Products Limited [19
March 2014] KEHC 6461 (KLR)

Country: Kenya

Region: East Africa

Legal area: Labour Law — Trade Union Access Rights

Trade union - Workplace access - Organising rights - Multiplicity of unions - Industrial relations - Kenya

——HEADNOTE ——

A court will not grant a second trade union access to a workplace where a recognised union
already holds a valid court order granting such access, and where the applicant union has not
demonstrated sufficient membership or engagement with the employer to justify intervention.
Concurrent union access in the same workplace undermines established industrial relations
processes.

HELD Application dismissed. Granting access to a second union while a recognised union held a
valid court order would cause confusion and undermine established industrial relations. The
applicant had not demonstrated sufficient engagement or membership to justify the
intervention sought.

—— RULING — D.K.NJAGIMARETE J — —

This is an application by way of Notice of Motion dated 9th July, 2013 a filed on the same date under a
certificate of urgency. It seeks the following orders of court;

1. THAT the Honourable Court be pleased to certify this application as extremely urgent, services be
dispensed with and it be heard ex parte in the first instance. 2. THAT the Honourable Court be pleased
direct and order the Respondent to enter the Respondent’s premises to talk, organize and recruit
workers as union members. 3. THAT the Honourable Court be pleased direct and order the respondent
to allow workers be organized, engage in union activities and join a trade union of their choice. 4. THAT
the Honourable Court be pleased direct and order the respondent not to intimidate, victimize, harass
and or sack any worker involve union activity during the exercise and thereafter. 5. THAT the
Honourable Court be pleased direct and order the respondent to deduct union dues and sign
Recognition agreement immediately the claimant/applicant attain/meet the requirement in law.

And is grounded on the following;
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a. THAT the Applicant union made several efforts to talk, organize and recruit workers during the
employees time fail because the employees were given half hour time lunch in which fifteen minutes
ends an queue for security check ups and at late hours the employees are tired as a result of high target
of production needed by the respondent. b. THAT the workers fear to be seen talking or engaging in any
union activity in the premises and outside the premises. c. THAT the applicant union made the first
approaches by writing to the respondent on 7th March 2013 and a reminder dated on 26/3/2013 and
when the Applicant officials tried to request the Respondent to allow the officials talk to workers
declined by saying that the workers do not need a trade union.

The application is further grounded on the Supporting Affidavit of Cecily N. Mwangi sworn on the 9th
July, 2013. The applicant in the said Supporting Affidavit avers that the union has made several attempts
at organizing and recruiting workers as union members but this is frustrated by the busy and tedious
working schedules for the respondents workers which leaves them with little time to involve in trade
union activities. Attempts at approaching the respondent in writing and even verbally were met with
hostility and a rider that the workers do not need a trade union and therefore this application seeking to
effect the law and earnstwhile industrial relations practices by the parties.

The matter came to court on 9th July, 2013 whereby the court certified the same as urgent and ordered
service thereof and a hearing on 17th July, 2013. This was not to be and the matter variously came to
court until the 3rd October, 2013 when parties agreed to dispose of the matter by way of written
submissions.

It must be noted and is on record that by a Notice dated 15th July, 2013 the Interested Party made this
notice and application to be joined as an Interested Party on grounds that she had been involved in
recruitment in the respondents industry and had a membership and even potentially interested
membership. She also submitted that rule 4 of the interested parties constitution incorporated this
industry and that the interested party was in the process of signing a recognition agreement having
recruited a majority of the members.

The respondent, vide a replying affidavit sworn on 10th September, 2011 opposes the application on
grounds that it is based on falsity and therefore cannot stand. That the applicant has not attempted to
talk, organize or recruit as alleged and that even the alleged correspondence to the respondent is a lie.
Secondly, the respondent submits and avers that there is the presence of a rival union, the Interested
Party and therefore the need for clarity of who is the actual union for the members. She also prays that
industrial relations be estopped in the industry until this issue is resolved.

The respondent further submits that having moved on to the extent of signing a recognition agreement
with the rival union, he should not be subjected to the same issue and process by another union. She
prays and submits that this court should clarify as to which union is entitled to deal with him on the
subject and that she, in the meantime be allowed to abey all union activities until this is resolved.

The claimant vide a supporting affidavit dated 3rd December, 2013 refers to the late entry of the
Interested Party into these proceedings and avers as follows;

6. THAT the present issue in court is about access to the Respondent’s premises for Recruitment
purposes. “We therefore believe that there is no written law bars an employer from according relevant
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trade union access for recruiting employees for Collective Bargaining unit purposes”. Further the
freedom of an employee joining a trade union is limited to meaning of labour relations Act 2007 Section
33(a). 7. THAT the court should first consider and determine the interested party’s legitimate position in
Hair and Beauty Sector.

“Question” Is the interested party Relevant Trade Union to Hair and Beauty Sector?

(a) (i) the interested party (KSRITIWU) was registered at around 1975 strictly on Scientific Research
Institutions/Centres. Since then the interested party has corruptly changed its constitution secretly to
cross over to another sector without mentioning any of the provisions in law that permit trade unions to
draw memberships from the other sectors. The example to this point is in Cause 639 of 2012 herein
attached on paragraph 1 where the interested party is membership is drawn from the Employees
working in Scientific Research Institutions.

(i) The interested party’s purported constitution which we interpret in the meaning of International
Secretariat organization, i.e. Hair Style Salon and Hair Salon Style manufacturers. On our side the
Respondent is Hair and Beauty Product Processor who process Hair products in Number of styles. The
Hair Style Salon are shops which displays Hair in Style and Hair Salon Style Manufacturers are those
shops displays the Heads of human being, being styled. Therefore the Respondent is a local company
processing Hair and Beauty products. (b) the Interested Party to be enjoined to this case is abuse of the
right of workers because we agree with the your Bro Judge on cause 639/2012 where the interested
party had sought Access to where already the rival trade union had already accorded Access to the
interested party. The interested party could borrow the same idea and ceased to waste time for court as
recruitment is a continue process. On paragraph 8 of the said award states clearly that only the
employees have a right of joining and leaving a trade union freely but not a trade union like the interested
party (KSRITIWU) try to put it. Trade union is roll is to mediate good relations between the Employer and
employees within the sector but not crossing over to another sector. (c) What the law says on
membership? The interested party failed to Recognise the law. “Labour Relations Act 2007 33(a) which
states “No person shall be a voting member of a trade union unless that person is employed in the sector
for which the trade union is Registered”(end of the Quote).

This means all trade unions are Registered according to a sector but NOT Sectors or otherwise such a
person cannot enjoy all the rights of being a member (Section 32 (a) of Labour Relations Act 2007).

Furthermore the Hon. Court shall promote the traditional disputes solutions mechanism as required by
the law Article 159 (e) of Kenya Constitution.

8. THAT the interested party to attach the check of forms showing the Number of Recruited employees
is in a bad faith against Democracy we are enjoying in the country.(sic)

The claimant denies that authority of the Interested Party and particularly their monopoly of unionization
and argue that this is against ILO Convention No. 87 of 1948 which ousts such monopoly. This, she avers
is an encroachment into an area alien to the Interested Parties mandate and frustrates workers right to
join a trade union of their choice. The interested party, in her replying submissions dated 13th November,
2013 avers that it has enrolled three quarters of unionisable employees of the respondent and is having
a trade dispute with the respondent relating to the signing of a recognition agreement. She covers this
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industry in accordance with her rule 4 of the constitution — annexture 111. He submits that the claimant
has not recruited any workers of the respondent and that this is sabotage of industrial relations
facilitated by other external forces.

The respondent objects and opposes this application but supports that of the Interested Party dated
23rd July, 2017. The respondent cites three issues that arise in this application and also seeks to answer
the same;

1. Whether the Claimant has previously approached the Respondent for access to conduct unionisable
activities and whether the Respondent has denied the Claimant the same?? 2. Whether the Respondent
is entitled to grant the Claimant/Applicant access in view of the fact that there exists another union in
the name of the interested party already possessing a similar order from the Honourable Court and is at
present engaged in similar unionisable activity??? 3. Whether he Claimant/Applicant as a consequence
of the aforesaid is therefore entitled to the orders it is seeking in its application. 4. Whether the
Respondent is entitled to grant the Claimant/Applicant access in view of the fact that there exists
another union in the name of the interested party already possessing a similar order from the
Honourable Court and is at present engaged in similar unionisable activity??? 5. Your Honour, from the
Respondent’s reply, it is clear that there exists another union on the ground already conducting
unionisable activity within its premises in the form of the interested party. 6. It is also clear that the
interested property was granted access by an Order of the Honourable Court vide Industrial Court
Cause Number 1363 of 2012 by the Honourable Lady Justice Mbaru. This in itself entails that the
presence of the interested party at the Respondent’s premises is not by design but by a lawful court
order after similar proceedings were undertaken before your sister, the learned Lady Judge. Refer to
annexture RKC annexed to the Respondent’s replying Affidavit sworn on the 10th day of September
2013) 7. To prevent duplicity in filing claims, it is important to note that a Court cannot issue an order in
vain. 8.t therefore follows that since the Respondent is already engaged in union activity and
negotiations with a lawful union, it cannot be gainsaid that another union being involved therein by an
order of a court of concurrent jurisdiction would only suffer confusion and turmoil to an already fluid
situation. 9. From the aforesaid, it becomes abundantly clear that the claimant is seeking to forestall the
negotiations between the Claimant and the interested Party by filing the present claim. 10. The Claimant
is therefore not entitled to an order for access since even the Respondent’'s own employees are
unaware of its existence contrary to what had been alleged in the Claimant’s Application. 11. Whether the
Claimant/Applicant as a consequence of the aforesaid is therefore entitled to the orders it is seeking in
its Application. 12. Your Honour, the principles that guide the allowing of access are clear to our minds.
13. The present scenario does not fit any of those guiding principles more so with the existence of
another union already conducting the same activity at the Respondent’s premises. 14. From the
submissions herein stated and the aforesaid, we hereby submit that as a result of the Claimant’s own
malfeasance and deliberate concealment of facts, the Claimant is not deserving of the protection of the
Honourable Court and as a result the orders as sought in its present applicant ought not be granted as
sought.

The respondent denies being approached by the claimant on the subject and further denies that the
claimant can locate her premises, this suit having been served through registered post. The presence
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and activities of another trade union ousts the jurisdiction of the claimant and that the Interested Party’s
intervention was vide orders of this court granted in Cause No. 1363 of 2012. An order to access is not
therefore feasible in the circumstances. He prays for a dismissal of the application with costs to herself.

The submissions and pleadings of the claimant put in her case whereas the respondent and the
Interested Party deny the same and pray that this application be dismissed with costs. They both deny
the claimant’s participation or activity in the affairs of the respondent. The positions of the respondent
and Interested Party resonate except on the issue of their smooth sailing, particularly on the signing of
the Recognition Agreement. This is suspect.

Article 41 of the Constitution of Kenya, 2010 allows workers to join a trade union of their choice.
Article 41 on Labour relations;

41. (1) Every person has the right to fair labour practices. (2) Every worker has the right — (a) to fair
remuneration (b) to reasonable working conditions (c) to form, join or participate in the activities and
programmes of a trade union; (d) to go on strike (3) Every employer has the right- (e) to form and join an
employers organization; and (f) to participate in the activities and programmes of an employers
organization (4) Every trade union and every employers’ organization has the right- (a) to determine its
own administration, programmes and activities; (b) to organize; and (c) to form and join a federation. (5)
Every trade union, employers’ organisation and employer has the right to engage in collective
bargaining.

This is also buttressed by the law and International Conventions as cited by the claimant. It therefore
behoves that this should be respected and upheld to allow free and prudent industrial relations
exercises by all the parties involved. The active participation and involvement of the Interested Party, if
at all, cannot be seen to oust the legitimacy of the claimant or even the respondent’s workers from their
choice of a trade union.

| am therefore inclined to allow this application as prayed and also order costs the claimant. These costs
shall equally be borne by the Respondent and Interested Party. Dated, delivered and signed the 4th day
of March, 2014.

D.K. Njagi Marete Judge, High Court

—— LEGAL ISSUES ——

— Whether a second trade union may be granted workplace access where a recognised union
already holds a valid court order granting such access.

— What threshold of membership and engagement a union must demonstrate before access may
be ordered.

— Whether concurrent union recognition creates unlawful duplication of industrial representation.

SEEALSO

Nutrichem (Pty) Ltd v SA Clothing & Textile Workers Union [2025] ZALAC 13 - Eagles Pride Hatchery v SACTWU
[2024] ZALCJHB 531
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SLEEKLADY COSMETICS LIMITED V. COUNTY
EXECUTIVE, TRANSPORT, INFRASTRUCTURE AND
PUBLIC WORKS, COUNTY GOVERNMENT OF
MOMBASA AND ANOTHER

Court: High Court at Mombasa

Date delivered: 29 September 2023

Citation: Sleeklady Cosmetics Limited v County Executive, Transport, Infrastructure and
Public Works County Government of Mombasa & another [29 September 2023]
KEHC 24714 (KLR)

Country: Kenya

Region: East Africa

Legal area: Constitutional and Human Rights — Commercial Identity - Property Rights

Constitutional petition - Trademark - Branding - County government directive - Commercial identity - Property rights -
Kenya

——HEADNOTE ——

A county government directive requiring building owners to repaint their premises in a uniform
colour scheme does not automatically violate the constitutional rights of a business whose
trademark branding relies on a distinctive colour. Where the petitioner fails to prove its
constitutional claims to the required standard, the petition must be dismissed.

HELD Petition dismissed. The petitioner failed to prove its case to the required standard. No order
as to costs.

—— RULING — M.N. MWANGIJ — —

1.The petitioner Sleek Lady Cosmetics Limited, filed a petition dated 4th July, 2018, against the County
Executive, Transport, Infrastructure and Public Works, County Government of Mombasa, and the
County Government of Mombasa. The said petition was amended on 21st April, 2021, pursuant to a
ruling delivered by the Court on 10th March, 2022, The petitioner seeks the following orders-

1. Anorder declaring the impugned enforcement notice issued by the 1st respondent on behalf of the 2nd
respondent unconstitutional for want of violations of constitutional provisions (sic); 2. Upon grant of
order 1above, an order quashing the said enforcement notice; 3. A permanent injunction restraining the
respondents jointly and severally, either acting on their own and/or through its (sic) agents, employees,
servants, Kenya Police Force and/or any other person acting and/or purporting to act under their
instructions and/or orders from implementing the impugned enforcement notice subject matter herein;
4. A permanent injunction restraining the respondents jointly and severally, either acting on their own
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and/or through its (sic) agents. employees, servants, National Police Service and/or any other person
acting and/or purporting to act under their instructions and/or orders from implementing the impugned
enforcement notice subject matter herein until the hearing and determination of this petition; 5. In the
alternative, this Honourable Court does issue such orders varying the terms of the impugned notice as it
deems fit and just; 6. A declaration that the 1st and 2nd respondents willfully, deliberately, and
contemptuously disobeyed a clear, unequivocal order of this Honourable Court issued on 12th day of
July, 2018; 7. A declaration that the 1st and 2nd respondents are indebted to the petitioner for the sum
Kenya Shillings Two Hundred and Twenty-Four Thousand Three Hundred and Thirty (Kshs. 224,330/=)
being the cost of repainting and rebranding the shops along Digo road in Mombasa County; 8. General
damages; 9. Costs of this petition; and 10. Any other orders, writs and/or directions this Honourable
Court deems fit and just to grant.

2. The petitioner’s case is that the 1st respondent allegedly issued an enforcement notice pursuant to
Section 38 of the Physical Planning Act, Cap 286 Laws of Kenya requiring all building owners within the
2nd respondent’s jurisdiction to paint their buildings in white paint with olympic/oceanic blue border on
the edge and windows above, without any sign written on the wall or canopy and thereafter, obtain
clearance certificates from the respondents indicating their compliance with the impugned notice. The
petitioner deposed that the respondents have threatened and have started prosecuting owners of
buildings who have not complied with the impugned notice. The petitioner averred that the impugned
notice is overly ambiguous and subject to abuse by enforcement officers of the 2nd respondent as
evident from the endless prosecution of non-compliant building owners already in place. The petitioner
further averred that the implementation of the impugned notice would deny the petitioner and other
building owners the right to use its long time Trademark and/or branding which would inevitably lead to
loss of customers and business earnings.

3. It was stated by the petitioner that it has been in business under the Trademark Bestlady for over 15
years using the pink colour which has since become synonymous with its business as a means of ease
of identification by its customers. That the business has branches in Mombasa, Nakuru, Nairobi,
Bungoma, Eldoret, Kitale, Maua, Nyeri, Karatina, Kitui, Machakos, and Kericho, among others, and that
they are all using the same pink colour. The petitioner contended that the use of different colours other
than the pink colour will lead to loss of substantial clientele and diminished business earnings. The
petitioner argued that most businesses will lose their commercial identities if the implementation of the
impugned notice is not arrested since most business enterprises within the County of Mombasa use
established Trademarks needing unique colors and by arbitrarily subjecting them to comply with the
impugned notice means wanton loss of identity.

4. The petitioner further stated that it is customary for all businesses to have advertisement boards and
signs for ease of identification thus denying business owners an opportunity to use their trading colours
and advertisement signs is fatal to their businesses. The petitioner contended that failure to give
compliance certificates to buildings that might not have complied with the impugned notice
automatically renders several buildings unusable, which leads to deprivation of the right to accessible
and adequate housing. The petitioner deposed that the County Chief Officer does not have authority to
make such an order as there is no law upon which the respondents base their arbitrary notice, as neither
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the Physical Planning Act, Cap 286 Laws of Kenya and the County Government Act, 2012, contemplates
having such notices as the impugned notice herein. The petitioner further deposed that the said order
by the respondents flies in the face of Articles 11, 19(2) and 33 of the Constitution of Kenya.

5. It was stated by the petitioner that the impugned notice grossly violates social economic and cultural
rights which is against the edicts of Article 43 of the Constitution of Kenya and the County Government
Act, 2012, as it deprives the petitioner and other property owners within the 2nd respondent’s
jurisdiction their right to fair administrative action as provided for under Article 47 of the Constitution,
and it limits the petitioner’s proprietary rights as guaranteed under Article 40(5) of the Constitution. The
petitioner contended that the impugned notice also violates the petitioner’s right to privacy as
guaranteed under Article 31 of the Constitution since allowing the respondents to implement the
impugned notice will lead to endless arbitrary searches of private property and homes.

6. The petitioner deposed that on 12th July, 2018, this Court issued an order of temporary injunction
against the respondents restraining them from implementing the impugned enforcement notice subject
matter of the petition herein, which order was served on the respondents who acknowledged receipt
but on 2nd September, 2019, when the injunctive order was still in force, the 1st respondent in blatant
disregard of the said order instructed its agents to storm the petitioner’s premises along Digo Road,
Mombasa County and without notice painted and/or defaced the shops with an intent to implement the
impugned Gazette Notice. It was stated by the petitioner that on several occasions, the respondents
have visited its premises and defaced them, thereby occasioning the petitioner financial loss for the cost
of repainting and rebranding the business premises amounting to Kshs.224,330.00.

7. The respondents opposed the petition herein vide a further affidavit sworn on 25th March, 2022, by
Mangaro Onesmus Safari, learned Counsel for the respondents. The respondents averred that the
prayers sought by the petitioner in the amended petition herein cannot be granted since despite the fact
that the order issued on 12th July, 2018, is still in force, the petitioner deliberately failed to execute it
and/or file contempt proceedings therefore the petitioner cannot come to this Court seeking
declaratory orders on an existing order which is still in force.

8. They further averred that special damages must be pleaded and proved but in this case, the
petitioner’s claim for special damages is not supported by any documentary evidence and in the
absence of such evidence, the petitioner’s claim cannot be evaluated.

9. The respondents argued that the petition herein involves a company therefore there is no suit in law
properly before this Court since the petition was filed without authority from the petitioner’s company
and there is no resolution valid or otherwise from the petitioner’s company approving the institution of
the petition herein. It was contended that the said petition is invalid for want of authority from the
petitioner company.

10. It was stated by the respondents that they issued the enforcement notice in issue and the 2nd
respondent would prosecute the owners of the buildings who shall not comply with the said notice. They
further stated that the petitioner herein is not the owner of the building and the charge preferred against
Joseph Kabera Mungai in Criminal Case No. 4320 of 2018, has nothing to do with the enforcement of
the said notice. It was stated that the relationship between Joseph Kabera Mungai and Peter Njoroge
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Karanja had not been disclosed by the petitioner.

11. The respondents contended that the notice in issue is not ambiguous and the petitioner had no
existing Trademark over any colour that it purports to have. The respondents averred that the
Trademark certificate exhibited by the petitioner in support of its case is for Bestlady cosmetic shop and
has nothing to do with the petitioner. The respondents also contended that the said Trademark existed
up to 22nd March, 2017, but it has never been renewed. It is the respondents’ case that the 2nd
respondent has the requisite power and authority to issue such enforcement notices.

12. The petition herein was canvassed by way of written submissions. The petitioner’s submissions were
filed on 25th April, 2022, by the law firm of Kariuki, Kiplangat & Lesaigor Associates Advocates, whereas
the respondents’ submissions were filed by the Office of the County Attorney, County Government of
Mombasa.

13. Mr. Aluku, learned Counsel for the petitioner relied on the provisions of Article 10 of the Constitution
of Kenya, 2010, and the case of IEBC v Maina Kiai & 5 others [2017] eKLR, where the Court held that
there are directive and obligatory principles that are immediately and presently binding on all State
Organs, State Officers, Public Officers and all persons whenever any of them apply, or interpret the
Constitution; enact, apply or interpret any law; or make or implement public policy decisions. He
submitted that the said principles are broad and all-inclusive in their reach, sweeping in their sway and
peremptory in their command.

14. Counsel cited the case of Kenya Bankers Association & others v Minister of Finance [2002] 1 KLR 61,
where the Court held that in relation to this type of public interest litigation, what gives locus standiis a
minimal personal interest and such an interest gives a person standing, even though it is quite clear that
he would not be more affected than any other member of the population. He further relied on the case of
John Mining Temoi & another v Governor of County of Bungoma & 17 others [2014] eKLR, where the
Court held that in a constitutional petition, Article 22(1) of the Constitution is clear that a Court should not
be unreasonably restricted by procedural technicalities. He submitted that the deponent in the
petitioner’s supporting affidavit has demonstrated the nexus between himself and the petitioner at
paragraph 2 of his supporting affidavit where he deposed that he is the Director of the petitioner
therefore the burden of proving the contrary shifts to the respondents.

15. On whether the respondents had the authority to issue the impugned notice, it was submitted by
Counsel that in as much as the respondents have the power and authority to issue notices, the exercise
of such power and authority must be done within the ambit of the Constitution. Mr. Aluku contended that
the impugned notice was purportedly issued pursuant to Section 38 of the Physical Planning Act but at
paragraph 5 of the respondents’ replying affidavit, they deposed that the notice was issued having
regard to the provisions of regulations/rules 55 and 65 of the City Building by laws, 1968. Counsel
submitted that the respondents misapprehended the laws since the conditions outlined in the said
regulations are too remote a consequence of the impugned notice.

16. Mr. Aluku submitted that Article 183 of the Constitution as well as Section 36 of the County
Government Act outline the functions of the 1st respondent as an agent of the 2nd respondent, and that
the respondents are mandated to promote and not unnecessarily defeat the objects and principles of
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devolution outlined under Articles 174 and 175 as well as the national values and principles of
governance under Article 10 of the Constitution. He stated that the respondents had no authority to
issue the impugned notice and if they had, the same was issued ultra vires the Constitution, obtaining
statutes and/or regulations.

17. In submitting that the impugned notice is ambiguous, learned Counsel for the petitioner relied on the
case of Kenya Bankers Association v Attorney General & another [2018] eKLR, where the Court held
that lack of certainty in any law makes the said law null and void. He also relied on the case of Grayned v
City of Rockford [1972] 408 US 104, where the US Supreme Court held that vagueness offends several
important rules, because a vague law impermissibly delegates basic police matters to policemen, judges
and juries for resolution on an adhoc and subjective basis with the attendant dangers of arbitrary and
discriminatory application.

18. Counsel cited the provisions of Article 46(1)(b) of the Constitution of Kenya which entitles consumers
to the right to information, which information is imparted to the consumers by way of inter alia
advertisement. He cited the case of Okeyo Omwansa George & another v Attorney General & another
[2012] eKLR, where the Court held that advertising enables the consumers to have information
regarding where, when, from whom and how to get legal service of an Advocate, and submitted that
from the impugned notice, it is not clear whether the prohibition of any sign written on the wall or canopy
amounts to a ban on advertising.

19. It was submitted by Counsel that the nature of the petitioner’'s economic engagements is such as it
must communicate through art and literature in order to realize and or maximize its business potential
hence the petitioner must find a unique way of attracting its customers. He explained that the use of
drawing is an artistic and literary expression, and as such, enacting the notice of compliance hence
denying the petitioner its right, is a violation of Article 11 of the Constitution of Kenya. Mr. Aluku
submitted that the petitioner has used the pink colour in its shop for over 15 years, and that the choice of
pink colour is unique to the petitioner’s business and implementation of the impugned notice would deny
the petitioner a corporate brand marketing technique. Counsel contended that colour helps in
establishing brand recognition and conveys trails about a company’s personality or brand image.

20. Counsel relied on the provisions of Article 259(1) of the Constitution and the case of Seventh Day
Adventist Church (East Africa) Limited v Minister of Education & 3 others [2014] eKLR, where the Court
held that in constitutional interpretation, the Court should always take a purposive approach as guided
by the Constitution itself. In addition, Constitutional and human rights provisions must be interpreted
broadly as well as liberally so as to give effect to its spirit. Mr. Aluku asserted that the impugned notice
not only undermines Article 11 but also Article 27 of the Constitution in so far as the petitioner is not
enjoying equal benefit and protection of the law.

21. Mr. Aluku submitted that the impugned notice will lead to grave violations of Article 31 of the
Constitution and submitted that the right to privacy has been found to extend to recognition of dignity
and freedom of a person. In submitting that the impugned notice gives the respondents unfettered
powers to arbitrarily enter into people’s premises to ensure compliance, Mr. Aluku cited the case of
Robert K. Ayisi v Kenya Revenue Authority & another [2018] eKLR.
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22. Counsel also submitted that the impugned notice also violates the petitioner’s intellectual property
as provided for under Article 40(5) of the Constitution. He relied on the provisions of Section 5 of the
Trade Marks Act and submitted that it protects marks where goodwill has been earned whilst Section 15
protects well known marks. Counsel relied on the book on Intellectual Property and Innovation Law in
Kenya [2006] Nairobi, where Prof. Sihanya at p. 32 identifies functions of Trademarks, in that they serve
to limit and/or avoid confusion among consumers, meeting consumer expectations, and that they are
used for advertising.

23. Mr. Aluku submitted that the impugned notice violates the petitioner’s rights guaranteed under
Article 43 of the Constitution. He stated that the obligation to fulfill socio-economic and cultural rights is
imposed on the State and quasi-state agencies as was observed by Lenaola J in Satrose Ayuma & 11
others v The Registered Trustees of the Kenya Railways Retirement Benefits Scheme & 3 others [2013]
eKLR. Counsel asserted that the effect of the impugned notice is that buildings which will not have
complied with the said notice shall not be occupied for want of compliance, consequently interfering
with livelihoods, capabilities and means of subsistence of its citizens.

24. On whether the petitioner has made a claim for special damages, Counsel submitted that the
petitioner has presented to this Court photographic images of the respondents and/or its agents
defacing the petitioner’'s outlet and a newspaper extract of the Daily Nation carrying a story of
customers walking out of the petitioner’s outlet as a result of disturbances caused by the respondents.
In addition, the petitioner provided documentary evidence of the losses it incurred in trying to mitigate
the damage occasioned by the respondents in their contemptuous actions. Counsel stated that the
petitioner prays for an award of special damages as pleaded at Kshs. 224,330.00.

25. On the issue of general damages, Mr. Aluku submitted that having established that the respondents
infringed on the petitioner’s rights, and as a consequence of such infringement, they suffered injury to
which the respondents are solely to blame, and that they incurred extraneous expenses including loss of
business. The petitioner urged this Court to make an award of Kshs.4,000,000/= which will be
appropriate in the circumstances.

26. Mr. Mangaro, learned Counsel for the respondents submitted that the enforcement notice in issue
was directed to specific building owners and/or owners of structures within the respondents’
jurisdiction and not the petitioner herein. He argued that the proceedings herein were initiated by a
company and it is established in law that any party deposing to, appearing and/or signing documents
must prove and show beyond any reasonable doubt the nexus between the shareholder and/or
Directors and the company itself, and that this can be done through a company resolution and/or
minutes. Counsel contended that in the absence of a valid resolution of the company, there is no suit in
law properly before this Court. To this end, Counsel relied on the case of Leo Investment Limited v
Trident Insurance Co. Limited HCCC No. 893 of 2020.

27. In submitting that the petitioner failed to comply with the procedure in instituting these proceedings,
Mr. Mangaro relied on the case of Mengich & Co. Advocates & another v Credit Co-operative Society
Limited & others ELC No. 65 of 2015. He also relied on the case of Kenya Commercial Bank Ltd v Stage
Coach Management Ltd HCCS No. 45 of 2012 and the provisions of Order 4 Rule 1(4) of the Civil
Procedure Rules, 2010 and submitted that the petitioner herein failed to comply with the provisions
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therein, and therefore it has no locus standi in bringing the current petition. He cited the case of Ibacho
Trading Co/ Ltd v Samuel Aencha Ondora HCCC No. 25 of 2016 and submitted that the petitioner
having been confronted with the intention of raising an objection to these proceedings failed to ratify its
case by producing the said authority in line with the law.

28. Mr. Mangaro argued that the petitioner does not own any property within the jurisdiction of the
respondents, and that it is a mere tenant which has a contract with the landlord. Counsel contended that
it was the duty of the landlord to move this Court if it was offended by the notice issued to him by the
respondents. He submitted that the petitioner does not have locus standi to file the petition herein on
behalf of the building owners and/or residents within the jurisdiction of the respondent, since the
property owners had fully complied with the said notice and a certificate of compliance had been issued
by the respondents, as per the compliance certificate dated 16th July, 2018, annexed to Tawfiq Balala’s
affidavit sworn on 19th July, 2018, directed to Bank of Baroda Building, where the petitioner operates its
business.

29. Counsel pointed out that no suit had been filed by property owners within the respondents’
jurisdiction, there are no affidavits of residents, property owners and/or traders within the jurisdiction of
the respondents, that the petitioner purports to be affected by the notice herein, who have been joined
in this petition.

30. Mr. Mangaro submitted that in respect to the Trademark annexed to the petition herein, the same
had elapsed by the time the petition was being filed thus it was not legally in existent, and in any event,
the said Trademark does not belong to the petitioner and it also does not specify the colours alleged to
have been used by the petitioner herein.

31. Counsel submitted that the petitioner is seeking reliefs that could adequately be obtained by way of a
plaint as the issues before this Court are not for public outcry but rather issues related to an individual
entity, and as such, the petitioner is not entitled to any general damages.

32. In regard to the issue of special damages, Counsel submitted that special damages must be pleaded
and proved in accordance with the law. He stated that special damages cannot be proved by an invoice,
quotation or demand but can only be proved by way of receipts to satisfy the Court that such payments
were effected. It was stated by Counsel that the petitioner had produced photographs showing that its
customers were walking out of its business premises. He stated that any customer can get in and out of
a business premises, and that the petitioner was required to show the exact loss it had suffered as a
result of enforcement of the notice herein.

Analysis And Determination 33. | have carefully considered the pleadings, submissions and authorities
cited by the parties herein. The issues that arise for determination are-i.Whether the petitioner has the
requisite locus standi to file the petition herein;ii.Whether this petition raises constitutional issues;
andiii.Whether or not the petitioners have proved their case to the required standard.Whether the
petitioner has the requisite locus standi to file the petition herein.

34. The petition herein was filed together with an application under Certificate of Urgency dated 4th
July, 2018. In opposition to the said application, the respondents filed grounds of opposition dated 19th
July, 2018 and a replying affidavit sworn on 19th July, 2018, by Tawfiq Balala who deposed that the
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petitioner’'s deponent had no capacity to institute the petition for want of authority of the Board of
directors authorizing the filing of the petition herein. Subsequently, the Court in its ruling delivered on
23rd July, 2020, held that it was satisfied that the petitioner had the requisite locus standi to file the
petition herein. Having held so, the issue of whether the petitioner has the requisite locus standi or not
does not arise.

Whether This Petition Raises Constitutional Issues.

35. The crux of the petitioner’s case is that the 1st respondent issued an enforcement notice pursuant to
Section 38 of the Physical Planning Act, Cap 286 Laws of Kenya requiring all building owners within the
2nd respondent’s jurisdiction to paint their buildings in white paint with olympic/oceanic blue border on
the edges and windows above, without any sign written on the wall or canopy and thereafter obtain
clearance certificates from the respondents confirming their compliance with the impugned notice. The
petitioner’s contention is that implementation of the said notice threatens to infringe and/or violates its
rights and that of the residents and building owners within the 2nd respondent’s jurisdiction under
Articles 11,19(2), 31, 33, 40(5), 43 and 47 of the Constitution of Kenya.

36. The petitioner submitted that the notice issued was in gross violation of Article 11 of the Constitution
in so far as it imposes a complete ban on advertisement, whereas the nature of the petitioner’s
economic engagements is such that it must communicate through art and literature in order to realize
and maximize its business potential. On perusal of the said notice, it is evident that it has not commented
or given any directions in regard to advertising within the 2nd respondent’s jurisdiction. In addition, my
understanding of Article 11 of the Constitution of Kenya is that it provides for protection, promotion and
recognition of cultural practices and/or expressions, and intellectual property rights of the people of
Kenya and not the right to advertise on walls of buildings or anywhere else for that matter.

37. The petitioner also deposed that the notice herein flies in the face of Articles 19(2) and 33 of the
Constitution of Kenya, 2010, however, as held hereinabove, the notice in issue has not commented
and/or given any directions in respect to advertising and marketing therefore it cannot be said to be in
violation of Articles 19(2) and 33 of the Constitution of Kenya, 2010. This Court therefore finds that the
notice in issue cannot be said to be a violation of the petitioner’s right to advertise.

38. The petitioner submitted that implementation of the enforcement notice herein will lead to grave
violations of Article 31 of the Constitution of Kenya, 2010 since it gives the respondents unfettered
powers to arbitrarily enter into people’s premises to ensure compliance. On perusal of the said notice, it
is evident that it directs residential and commercial building owners to paint the exterior of their
premises white with olympic/oceanic blue border on the edge and windows above without any sign
written on the wall. In this Court’s view, in order to confirm compliance, officers of the respondents do
not need to enter into business premises arbitrarily or otherwise, therefore, it cannot be said that
implementation of the said notice would lead to a violation of the petitioner’s rights under Article 31 of the
Constitution of Kenya. Even in the event that the respondent’s officers arbitrarily enter into the
petitioner’s premises the same shall give rise to a tort of trespass, which is not a constitutional issue.

39. The petitioner argued that the notice issued by the respondents violates the petitioner’s right to
intellectual property guaranteed under Article 40(5) of the Constitution. In support of the said argument,
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the petitioner annexed a certificate of renewal of a Trademark for a period of 10 years from 22nd March,
2007. It is however evident from the said certificate that the said Trademark is in respect to the name
Best Lady Cosmetic Shop Limited only. It is however worth noting that the petitioner in this petition is
Sleek Lady Cosmetics Limited. Secondly, this petition was instituted in the year 2018, therefore, as
correctly submitted by Counsel for the respondents, the Trademark relied on by the petitioner had
expired by the time this suit was filed. Lastly, the colour pink which the petitioner contends is
synonymous with its business and helps its customers identify it easily was not registered as a
Trademark by either the petitioner or Best Lady Cosmetic Shop Limited. Consequently, | find that the
allegation that the respondents have infringed the petitioner’s Trademark is not a constitutional issue.

40. The petitioner stated that the impugned notice grossly violates its social economic rights which is
against the edicts of Article 43 of the Constitution, this is because the effect of the impugned notice is
that buildings which will not have complied with the said notice shall not be occupied for want of
compliance, consequently interfering with livelihoods, capabilities and means of subsistence of its
citizens. | am of the considered view that this does not constitute a constitutional issue since
interference with livelihoods, capabilities and means of subsistence will not be as a result of
implementation of the notice given by the respondents, but will be as a result of failure to comply with the
said notice. This Court finds that there is no real infringement, denial of rights or threat to violation of
Article 43 of the Constitution of Kenya that calls for interpretation and enforcement of rights under the
said Article. To this end, | hold the same view as the Court in Japheth Ododa Origa v Vice Chancellor
University of Nairobi & 2 others [2018] eKLR where it was held that-“| must also point out that it is not
every disapproval of actions or decisions of public bodies that should lead to filing constitutional
petitions alleging violation of fundamental rights and freedoms. There must be a real infringement, denial
of rights or threat to violation that calls for interpretation of the constitution vis vis the rights infringed or
threatened. It is not every disagreement that must find its way to the constitutional court.In this regard, |
agree with the observation by Lord Diplock in the case of Harrikissoon V Atttorney General of Trinidad
and Tobago [1980]AC 265 where he decried the tendency of people rushing to institute constitutional
petitions alleging violation of fundamental freedoms where there was none, stating;“The notion that
wherever there is a failure by an organ of government or a public officer to comply with the law this
necessarily entails the contravention of some human rights or fundamental freedoms guaranteed for
individuals by...the constitution is fallacious. The right to apply to the High Court.. for redress when any
human right or fundamental freedom is or is likely to be contravened, is an important safeguard of those
rights and freedoms; but its value will be diminished if it is allowed to be misused as a general substitute
for the normal procedures for invoking judicial control of administrative action... the mere allegation that
a human right of the applicant has been or is likely to be contravened is not itself sufficient to entitle the
applicant to invoke the jurisdiction of the Court..if it is apparent that the allegation is frivolous, vexatious
or abuse of the process of Court as being made solely for the purpose of avoiding the necessity of
applying the normal way for appropriate judicial remedy for unlawful administrative action which
involves no contravention of any human right or fundamental freedom.” (emphasis)

41. The issue of whether the respondent had the authority to issue the impugned notice, and whether
the said notice is ambiguous, are not constitutional issues since they are issues that can aptly be
determined by a Civil Court. To this end, | am guided by the holding in Kiambu County Tenants Welfare
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Association v Attorney General & another [2017] eKLR, where the Court held that a constitutional
question is an issue whose resolution requires the interpretation of the Constitution. Additionally, it has
been held that where there exists an alternative remedy, Courts ought to encourage parties to pursue
that remedy first before invoking the constitutional process. This was the position taken by the Court in
Benard Murage v Fine Serve Africa Limited & 3 others [2015] eKLR where the Court stated thus: “Not
each and every violation of the law must be raised before the High Court as a constitutional issue. Where
there exists an alternative remedy through statutory law, then it is desirable that such a statutory
remedy should be pursued first;”

42. In light of the above analysis, this Court finds that the petition herein does not raise constitutional
issues at all.

Whether Or Not The Petitioners Have Proved Their Case To The Required Standard.

43. In constitutional petitions, precision is vital because it enables the Court to decipher the issues
brought before it for adjudication. It shows the link between the aggrieved party, the constitutional
provisions at play and the possible infringement. This was the position taken by the Supreme Court in
the case of Communication Commission of Kenya & 5 others v Royal Media Services Limited & 5 others
[2014] eKLR, where the Court stated as follows -“Although Article 22(1) of the Constitution gives every
person the right to initiate proceedings claiming that a fundamental right or freedom has been denied,
violated or infringed or threatened, a party invoking this Article has to show the rights said to be
infringed, as well as the basis of his or her grievance. This principle emerges clearly from the High Court
decision in Annarita Karimi Njeru v. Republic, (1979) KLR 154: the necessity of a link between the
aggrieved party, the provisions of the Constitution alleged to have been contravened, and the
manifestation of contravention or infringement. Such a principle plays a positive role, as a foundation of
conviction and good faith, in engaging the constitutional process of dispute settlement..”

44. The petitioner herein is alleging violation of its rights and the rights of other commercial and
residential building owners guaranteed under Articles 11, 19(2), 31, 33, 40(5), 43 and 47 of the
Constitution of Kenya. However, as held hereinabove, these issues do not amount to constitutional
issues. Be that as it may, the petitioner contended that implementation of the enforcement notice herein
violates their right to advertisement, right to privacy, right to intellectual property, and the right to social
economic rights. It is however this Court’s finding that the petitioner failed to demonstrate, establish
and/or lead any evidence in support of the said allegations.

45. On perusal of the pleadings herein, it is evident that other than the supporting affidavit by one Peter
Njoroge Karanja, there is no affidavit by any other residential and/or commercial business owner
including the petitioner’s landlord deposing to the effects of the enforcement notice issued. In addition,
the respondents annexed to the affidavit sworn by Tawfig Balala on 19th July, 2018, a Certificate of
compliance dated 16th July, 2018, that had been issued to the Bank of Baroda building, which the
respondent contends is the building where the petitioner operates its business, a fact which was not
disputed by the petitioner.

46. It is noteworthy that the suit herein was filed after the expiry of the Trademark that the petitioner
relies on in support of its intellectual property. On perusal of the said Trademark annexed to the
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petitioner’s supporting affidavit, it can easily be deduced that the Trademark was only in respect to the
name Bestlady Cosmetic Shop Limited and not the colour pink. Section 5 of the TradeMarks Act, Cap
506 Laws of Kenya provides that-“No person shall be entitled to institute any proceeding to prevent, or
to recover damages for, the infringement of an unregistered trade mark, but nothing in this Act shall be
deemed to affect rights of action against any person for passing off or the remedies in respect thereof.”

47. In view of the foregoing this Court finds that the petitioner herein had no right to institute the
proceedings herein since at the time of filing the instant suit, it did not have a registered Trademark in
respect to the colour pink and the fact that the petitioner has used the colour pink in all its branches
across the country, which colour is synonymous with its business is not sufficient for it to seek
protection from this Court.

48. This Court also finds that the petitioner has not demonstrated the effect the implementation of the
notice in issue shall have to its business, as this could be done by way of affidavits sworn by its
customers indicating that the only way they can identify the petitioner’s shop is through the colour pink,
thus if the petitioner’s business premises is painted in any other colour, they would not be able to identify
it and there is a risk that they will walk into any other shop selling similar items as the petitioner herein
thus having a negative impact on the petitioner’s business.

49. Accordingly, it is my finding that the alleged contraventions by the petitioner are unfounded and no
contravention of constitutional rights and/or imminent threat to violation of the petitioner’s, and/or the
residential/commercial building owners within the 2nd respondent’s jurisdiction rights has been proved.
Therefore, | find that the petitioner has failed to discharge its burden of prove to the required standard
hence it is not entitled to any general damages.

50. The petitioner deposed that on 12th July, 2018, this Court issued an order of temporary injunction
against the respondents restraining them from implementing the impugned enforcement notice in issue,
which order was served on the respondents who acknowledged receipt. That on 2th September, 2019,
when the injunctive order was still in force the 1st respondent in blatant disregard of the said order
instructed its agents to storm the petitioner’s premises along Digo Road, Mombasa County and without
notice painted and/or defaced the shops with an intent to implement the impugned notice occasioning
the petitioner financial loss for the cost of repainting and rebranding the business premises amounting
to Kshs.224,330.00.

51. In support of the said allegation, the petitioner annexed photographs showing a vehicle belonging to
Mombasa County Department of Transport, Infrastructure and Public Works, another photo of people
painting pink metallic shutters and a photograph of white metallic shutters. The petitioner is seeking this
Court to make a declaration that the 1st and 2nd respondents willfully, deliberately, and contemptuously
disobeyed a clear, unequivocal order of the Court issued on 12th day of July, 2018.

52. As correctly submitted by the respondents’ Counsel, there are laid down procedures that can and
should be followed by the respondent in execution of the order issued by the Court on 12th July, 2018,
which the petitioner has not followed, and in doing so, the Court dealing with the execution proceedings,
shall be in a position to determine if indeed the respondent disobeyed its orders and thereafter, issue
appropriate orders and/or reliefs. It is this Court’s finding that the petitioner is attempting to prosecute
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contempt proceedings in a constitutional petition.

53. The petitioner herein is also seeking this Court to make a declaration that the 1st and 2nd
respondents are indebted to the petitioner for the sum Kshs.224,330.00 being the cost of repainting
and rebranding its shops along Digo Road in Mombasa County. In my view this is a prayer for special
damages. It is trite that special damages must not only be specifically pleaded but must also be strictly
proved. In an attempt to prove these damages, the petitioner has annexed quotations for the cost of
repainting the doors of the shops, instead of receipts. It is trite that a quotation is not sufficient to prove
special damages as it does not show the actual amount of money spent in repainting the doors. He who
alleges must prove. That is the purport of Section 107(1) of the Evidence Act, Chapter 80 of the Law of
Kenya, which provides as follows-“Whoever desires any court to give judgment as to any legal right or
liability dependent on the existence of facts which he asserts must prove that those facts exist...”

54. The burden of proof in a suit or proceedings lies with the person who would fail if no evidence at all
was given on either side. In addition, the burden of proof as to any particular fact lies on the person who
wishes the Court to believe its existence, unless it is provided by any law that the proof of that fact shall
lie on a particular person. Lord Brandon in Rhesa Shipping Co SA v Edmunds[1955] 1 WLR 948 at 955
stated the following on the burden of proof-“No Judge likes to decide cases on the burden of proof if he
can legitimately avoid having to do so. There are cases, however, in which, owing to the unsatisfactory
state of the evidence or otherwise, deciding on the burden of proof is the only just course to take.”

55. It is therefore my finding that the petition herein does not raise any constitutional issues and the
petitioner has failed to prove its case to the required standard

56. The upshot is that the petition herein has no merits. It is dismissed. There shall be no orders as to
costs.

Njoki Mwangi Judge, High Court

—— LEGAL ISSUES ——

— Whether a county government building colouration directive infringes a business’s constitutional
rights to property and commercial identity.

— Whether a trademark in a distinctive colour scheme grounds a constitutional claim against a
uniform building-paint directive.

— The standard of proof applicable to constitutional petitions challenging administrative action.

SEEALSO

Adidas AG & Another v Pepkor Retail Ltd [2013] ZASCA 3 - Strategic Industries Ltd v Rebecca Fashions (K) Ltd
[2011] KEHC 1647 (KLR)
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Trademark - Opposition proceedings - POLO mark - Descriptive mark - Well-known mark - Confusing similarity -
Kenya

—— HEADNOTE ——

Where a registered trademark proprietor establishes substantial reputation and gooadwill in a
territory through extensive use, evidence of that reputation must be given proper weight in
opposition proceedings. A Registrar who makes findings unsupported by the evidence errs in
principle, and the High Court on appeal will substitute the correct decision. A mark confusingly
similar to an established registered mark will not be permitted to proceed to registration.

HELD Appeal upheld. The Registrar of Trade Marks erred in principle by making findings not
supported by the evidence. The registration of “CLASSIC POLO” was set aside as it would
infringe L.A Group’s established rights in the POLO and POLO PONY marks in Kenya.
Costs awarded to L.A Group.

——RULING — F.TUIYOTTJ ——

1. This is an appeal arising out of the decision of the Assistant Registrar of Trade marks dated 17th March
2017. In that decision the Assistant Registrar of Trade Marks dismissed opposition proceedings by L.A
Group (PYT) Limited (hereinafter L.A Group or the Appellant). In the same decision, the Assistant
Registrar allowed the application by Wardrobe Collection Limited (Wardrobe or the Respondent) to
proceed with registration of Trade Mark NO. KE/T/2014/81686 “CLASSIC POLO” (words and device).

2. L.A Group is a Company duly incorporated according to the company laws of the Republic of South
Africa. It states that it has, from at least early 1970’s, used the word ‘POLO’ mark as well as ‘POLO
PONY'’ device mark. It states that the marks are used for high quality products that are coveted by stylish
and fashion conscious consumers from all sections of the purchasing public. Further that the products
are upmarket brands with a reputation for style, quality and elegance.

3. In the opposition proceedings filed through a Notice of Opposition on 17th January, 2015, L.A Group
asserted that it is a leader in the sourcing and distribution of branded clothes, accessories, foot wear
products and in corporate clothing and brand management. Secondly, that it has a number of subsidiary
companies to which it has granted licences for the use of its marks. And that, in particular, it has licenced
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the use of those marks to its wholly owned subsidiaries namely Polo management, PYT Limited and Polo
distribution PYT Limited which cover Sub-saharan Africa including Kenya.

4. L.A Group is the registered proprietor of two Trade Marks in Kenya. One is Trade Mark POLO under
registration No.55887 filed on 29th April 2004 in respect to classes 14, 18, 25 and 35. Also Trade Mark
No. 55535 POLO PONY device filed on 16th January 2004 in respect to classes 18, 25 and 35.

5. L.A Group asserts that it promotes its marks by way of in-store branding, online advertising, word of
mouth and display by satisfied customers. It states that it has sold products under and bearing its Trade
Marks in Kenya through a number of distributors and retailers. L.A Group boasts of strong online
presence on social media applications such as facebook and twitter.

6. The Appellant or L.A Group avers that it has advertised, marketed and promoted its Trade Mark
through websites at www.polo.co.za and www.polosa.com. That the sites are accessible in Kenya.

7.In terms of promotion, it is also the case of L.A group that the Trade Marks are promoted in Kenya and
the whole of Africa through sponsorships. One such sponsorship is of outfits worn by one Bruce
Whitefield who is a financial market commentator. Of him, it is said, he provides market updates
throughout the day on CNBC Africa which is a paid for satellite television station available on DSTV at
channel 410. This is channeled together with CNN on which the L.A Group also promotes its Trade
Marks. It is contended that the TV channels can be accessed in Kenya. Again on advertisement and
promotions, L.A Group asserts that it does so by means of sponsorship of various events. Once such
events is the Capetown International Jazz festival of 2010, 2011 and 2012 which were attended by a
variety of visitors including Kenyans.

8. Further, the Appellant asserts that it has spent considerable amount of time, money and effort in
advertising, marketing and promoting its goods under POLO trade mark. That the POLO mark is well
known amongst Kenyan consumers and has acquired a reputation and common law Trade Mark Rights.

9. L.A Group was aggrieved by the application by Wardrobe to register mark ‘CLASSIC POLO’ in class
25. Itis said that the mark of Wardrobe exists in the words ‘CLASSIC’ and ‘POLO’. L.A Group argues that
the word ‘classic’ is descriptive of the type of products that the trade mark will be applied in class 25.
That the word merely indicates the clothing to which the trade is likely to be applied to. Further that the
word is not intrinsic to the ‘CLASSIC POLO’ trade mark and is not on its own capable of distinguishing
the trade mark of Wardrobe from those of other proprietors.

10. In addition, it is the case for L.A Group that the device and pictorial element placed between the
words ‘CLASSIC’ and ‘POLO’ is not very visible and is indistinct. The element cannot be pronounced
aloud at all and that given the size of the logo in relation to the words ‘CLASSIC’ and ‘POLO’ the element
is a mere embellishment and incapable of function as badge of origin. It is argued that the inclusion of the
word ‘CLASSIC’ and an indistinct device are not sufficient to distinguish that Trade Mark from that of L.A
Group. It is thus submitted by L.A Group that a consumer will be deceived or confused into believing that
the ‘CLASSIC POLO’ logo Trade Mark is associated or connected to its well-known Trade Mark.
Further, that consumers familiar with its well-known Trade Mark are likely to assume that Wardrobe’s
mark is a sub-brand or related to those of L.A Group.
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11. It is further argued that because its Trade Mark is well-known, the fame of the POLO Trade Mark is an
additional element in the mind of the consumer when it encounters the Trade Mark of Wardrobe. This, it
is said, will most likely result in deception and/or confusion.

12. In respect to goods in class 25, the contention by L.A Group is that the impugned mark is not capable
of distinguishing the Appellant’s goods from those of his opponents. An argument is made that the mark
is not distinctive and cannot be registered in terms of section 14 of the Trade Marks Act. It is emphasized
that the registration is sought in class 25 which is in respect of the very goods for which L.A Goup has
used and registered Trade Marks. That the goods are identical and sold through the same trade
channels, the customers would be the same and the goods are for the same purpose.

13. It is also stated that the impugned mark very closely resembles a mark which belongs to a different
proprietor and is already in the register. It is therefore the argument by L.A Group that the registration of
Wardrobe mark will contravene the provisions of section 15(1) of the Trade Marks Act. Further that the
said application contravenes the provisions of section 15 A(4) of the Act which prohibits registration of a
Trade Mark that takes unfair advantage of the reputation of a well-known Trade Mark.

14. In the proceedings before the Registrar, Wardrobe filed a counterstatement on 19th August, 2015.
Wardrobe points out that L.A Group does not hold a monopoly over the name POLO as alleged despite
the fact that it is the proprietor of the POLO trade mark no. 55887 in Kenya.

15. It is contended that the word POLO in reference to clothing refers to a shirt and is a descriptive word.
Wardrobe quotes the meaning assigned to the word ‘polo shirt’ from Merriam Webster Dictionary :-

“Polo shirt:- a shirt with a collor and a few buttons at the neck that you put on by pulling over your head”.

16. The Registrar was asked to find that the name ‘CLASSIC POLO’ by Wardrobe is a clear and distinct
mark from that of L.A Group. The Registrar was urged to find that the differences between names are
clear and distinguishable from a basic glance.

17. Wardrobe asserted that its name contains a logo between the words ‘CLASSIC’ and ‘POLQO’. This is
distinct from that of L.A Group which depicts a pony or a horse with a rider. In addition, an argument by
Wardrobe is that the mark ‘CLASSIC POLO’ has been registered in various Countries, an example being
India.

18. Elaborating, the Respondent asserts that its Trade Mark ‘CLASSIC POLO’ and that of L.A Group
being ‘BALPH LAUREN POLO’ and ‘US POLO’ marks have coexisted in various jurisdictions in the world
without any confusion whatsoever. It is stated that the owners of ‘RALPH LAUREN POLO’ and ‘US
POLOQO’ have, without success attempted by way of opposition and law suits to prevent registration and
use of the name ‘CLASSIC POLOQ’ in India and other jurisdictions.

19. The defence is that Wardrobe has adopted its mark ‘CLASSIC POLO’ independently and with bona
fides. In addition, Wardrobe argues that L.A Group is a foreign entity registered in South Africa and its
area of operation must be presumed in that Country. Wardrobe takes a view that based on jurisdiction
and area of operation, it is even less likely that the two parties will cause any confusion over the distinct
uses of their trade marks. Further that L.A Group has confirmed that it only promotes and markets the
use of trade marks ‘POLO’ and ‘POLO PONY’ which are distinguishable from the Wardrobe mark of
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‘CLASSIC POLO:'.

20. At the hearing of the opposition proceedings before the Registrar the Registrar framed two issues
for determination as follows:-

1. Is the Applicants’ trade mark ‘CLASSIC POLO’ (words and device) so similar to the Opponents’ Trade
Marks ‘POLO’ (word) and ‘POLO PONY’(device) as to be likely to cause confusion in contravention of
the provisions of section 15 (1) of the Trade Marks Act? 2. Is the Opponents’ trade mark ‘POLO’ a
well-known mark in Kenya and therefore deserving protection under the provisions of section 15A of the
Trade Marks Act?

21. After discussing the various arguments made by the parties the Registrar made the following finding,
first having adopted a common element to distinguish their goods in class 25, L.A Group ran a risk of
failing to uphold the monopoly of the element. The Registrar concluded that the element ‘POLO’ is not a
strong mark. Secondly, that since both parties take the position that their products are purchased by
consumers who value personal items, such consumers are quite discerning and it would be unlikely that
the respective customers would be confused. Although she found that the two marks are conceptually
similar, the Registrar held that the element ‘POLO” when used with respect to goods in class 25 of the
nice classification could be said to be distinctive of the goods.

22. In regard to whether the Trade Mark ‘POLO’ is well known in Kenya, the Registrar found that L.A
Group had not furnished sufficient evidence to prove that assertion. The Registrar then came to a
conclusion that the Trade Mark ‘POLO’ did not deserve a protection as a well known product in
accordance with the provision of Section 15(1) of Trade Mark Act. 23. As | turn to consider the grounds
of Appeal, | feel constrained to make a few observations about the jurisdiction and role of the High Court
at an Appeal of this nature. The Appeal herein arises from the decision of the Registrar in respect to
Opposition proceedings to registration of a Trade Mark. That Appellate jurisdiction is in subsections 6
to 10 of Section 21 of the Trade Marks Act which reads:-

“6) The decision of the Registrar shall be subject to appeal to the court. (7) An appeal under this section
shall be made in the prescribed manner, and on the appeal the court shall, if required, hear the parties
and the Registrar, and shall make an order determining whether, and subject to what conditions or
limitations, if any, registration is to be permitted. (8) On the hearing of an appeal under this section any
party may, either in the manner prescribed or by special leave of the court, bring forward further material
for the consideration of the court. (9) On an appeal under this section no further grounds of objection to
the registration of a trade mark shall be allowed to be taken by the opponent or the Registrar, other than
those so stated by the opponent, except by leave of the court; and, where any further grounds of
objection are taken, the applicant shall be entitled to withdraw his application without payment of the
costs of the opponent on giving notice as prescribed. (10) On an appeal under this section the court
may, after hearing the Registrar, permit the trade mark proposed to be registered to be modified in any
manner not substantially affecting the identity thereof, but in any such case the trade mark as so
modified shall be advertised in the prescribed manner before being registered”.

24. As to the latitude of this Court’s intervention in an Appeal, section 52 provides:-
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“In any appeal from a decision of the Registrar to the court under this Act, the court shall have and
exercise the same discretionary powers as under this Act are conferred upon the Registrar”.

25. As the Registrar is a specialized quasi-judicial Tribunal, the Court should be ready to grant some
deference to its decision unless there is a compelling cause to depart. In this regard the Singapore
decision in Future Enterprises Pte Ltd vs. Mcdonald’s Corp[2007] 2 SLR- 845;2007 SGEA is relevant:-

“The smorgasbord of trade mark cases which has reached the appellate courts demonstrates the
innumerable (and subjectively perceived) similarities and differences that can be conjured up and
persuasively articulated by an imaginative and inventive legal mind. Expert and experienced judges,
such as Laddie J, have described trade mark infringement as “more a matter of feel than science”. (in
Wagamamu Ltd vs. City Centre Restaurants plc [1995] FSR 713 at 732), and Chao Hick Tin JA (as he
then was) similarly alluded to it as a matter of “perception” (in The Polo/Lauren subjective nature of
assessing similarity and the likelihood of confusion. We agree with the approach that an appellate court
should not disturb the findings of fact of a trade mark tribunal unless there is a material error of
principle”.

26. Of the same view was Pumfrey J. in the decision of South Cone Incorporated vs. Jack Bessant &
others [2001] EWHC ch 420, quoted in The matter of Application No.2132617 by Royal County of
Berkshire Polo Club Limited to register a series of Four Trade Marks in class 3 and In the matter of
Opposition thereto under No. 47418 by the Polo/Lauren Company Ltd, in which his Lordship said;-

“My approach will be as follows. Findings of primary fact will not be disturbed unless the hearing officer
made an error of principle or was plainly wrong on the evidence. His inferences from the primary facts
may be reconsidered but, weight will be given to his experience. No question of the exercise of a
discretion arises. In this way, error will be corrected, but a different appreciation will not be substituted
for that of the hearing officer if he has arrived at his conclusion without error”.

27. An appeal under the provisions of Section 21(6) of The Act is by way of Notice of Motion. In the
Motion of 12th May, 2017, L.A Group listed the Registrar’s errors as :- 1.1. affording insufficient weight to
the similarity between the two marks, especially after agreeing that the two marks are confusingly
(conceptually) similar. 1.2. taking into account material that had not been placed before here by the
Respondent, and which is therefore not part of the record. 1.3. failing to consider the uncontroverted
evidence that the Appellant, until very recently when the Respondent entered the market place was, in
trade, the only proprietor trading in goods bearing a POLO trade mark. 1.4. affording insufficient weight
to the fact that the Appellant has a registered POLO trade mark. The effect of this registration is an
entitlement to the exclusive use of the word as a trade mark in respect of the goods covered by the
registration. 1.5. affording no weight to the unquestioned fact that the respective marks would be used in
respect of the same goods. It is thus not possible to discern between the respective parties’ goods on
this basis. 1.6. failing to find that the Appellant’'s POLO trade mark qualified as a well-known trade mark
which is entitled to protection in terms of section 15(4) of the Trade Marks Act. 1.7. failing to take give any
weight to the Appellant’s sales figures and the uncontroverted evidence of a trade in the relevant
business circle. 1.8. failing to consider the undisputed evidence that the Respondent is only a licensed
distributor of a foreign licensor. It thus has no locus standi to file the opposed Mark, as pleaded at
paragraphs 4.2 and 5 of the Appellant’s statutory declaration in reply. 1.9. failing to consider section 14 of
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the Trade Marks Act, despite the Appellant’s contentions at paragraphs 20 and 35 of its Notice of
Opposition that the offending mark is contrary to section 14.

28. One matter that calls for the immediate attention of the Court is whether the issue of locus standi of
Wardrobe to take out the application should be considered at all. At the opposition proceedings and so
too before this Court, L.A Group submits that Wardrobe is not the proprietor of the ‘CLASSIC POLO’
mark and therefore lacks the standing to apply for the mark.

29. It is however common ground that the issue of proprietorship was not taken up in the Notice of
opposition filed by L.A Group which in accordance to the Rules ought to include a statement of the
grounds upon which the opponent objects to the registration. Yet again the issue as to whether
Wardrobe was the proprietor of ‘CLASSIC POLO’ mark arose when, on 17th March 2016, it filed its
statutory declaration pursuant to Rule 51 of the Rules. 30. In that statutory declaration Mr. Rajesh
Jethwa, the Managing Director of Wardrobe makes the following declaration:-

“. | am the Managing Director of the Wardrobe Collection Ltd. Clothing Store, the Applicant. The
Wardrobe Collection Clothing Store is responsible for the sale, marketing and promotion of Classic Polo
branded products in Kenya. 2. As the Managing Director of Wardrobe Collections Ltd. Clothing Store, |
am involved with the oversee marketing and promotion of Classic Polo branded products. 3. | am duly
authorized by the Applicant to depose to this affidavit, and my authority to do so stems from the
annexed Authority to execute statutory declaration. 4. The facts to which | attest in this affidavit are true
and correct and are within my personal knowledge, or are taken from those parts of the properly kept,
continuous and accurate records of the Applicant, to which | have access. Save to the extent that they
are extracted and set out below; these records are irrelevant to this application. Where | comment of
legal issues, | do so from the advice of the Applicant’s advocates on record, Kosgey and Masese
Advocates. 5. | have read the Statutory Declaration filed by the Opponent. Where | do not address any
specific averments, those averments are not admitted and are denied”.

31. In the statutory declaration made in reply thereto, L.A Group filed a statutory declaration in which Mr.
Duncan Kukard depones:- “4.2. It is important to note that the Trade mark Applicant has alleged that it is
responsible for only “the sale, marketing and promotion of Classic Polo branded products in Kenya”. As
will become evident later in Mr. Jetwa’s affidavit, the Trade Mark Applicant is simply a retailer or
distributor and not a bona fide proprietor of the CLASSIC POLO trade mark. 6.1 The allegations in this
paragraph and the letter annexed as RJ3 to Mr. Jethwa’s affidavit confirms that the Trade Mark
Applicant is only a distributor and dealer of apparel bearing the mark CLASSIC POLO. 6.2 Annex RJ3 of
Mr. Jethwa’s affidavit clearly states that the mark CLASSIC POLO is registered by Royal Classic Mills
Pvt Ltd, the Indian company. The Trade Mark Applicant apparently has a licence to use the CLASSIC
POLO trade mark and no authority or consent has been granted to register the mark in Kenya. In fact, it
is stated that the Trade Mark Applicant cannot manufacture, sub-licence or assign”.

32. In the face of the above, L.A Group took, and maintained the position, that the issue of proprietorship
(and therefore locus standi) was an issue that was properly pleaded and should have been addressed
by the Registrar. Wardrobe react by arguing that it was not an issue that could properly arise at the
opposition proceedings. What does this Court make of these conflicting arguments?
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33. It is common ground that the opposition was triggered by the publication of Wardrobe’s application
for registration which appeared in the Industrial Property Journal 2015/14 of 30th April, 2015. L.A Group
argues that it was entitled to presume that the details in the journal were kept substantially in the form
required by law and it could not therefore be put on notice that Wardrobe was not the true owner of the
Trade Mark sought to be registered.

34. This Court accepts this position because the advertisement does not carry with it proof of
proprietorship of the mark. There can be no begrudging L.A Group on the timing of the crucial discovery.
The question that arises is how L.A Group should have taken up what could amount to a new but critical
issue.

35. This requires the Court to set out the procedure for opposition to registration which is found in Rules
46 to 59 but of relevance would be Rules 46 to 52 which are pre hearing motions. The Rules read:- “46.
Any person may, within sixty days from the date of any advertisement in the Journal or Kenya Gazette of
an application for registration of a trade mark, give notice in Form TM 6 to the Registrar of opposition to
the registration.

47. (1) The notice shall include a statement of the grounds upon which the opponent objects to the
registration. (2) If the registration is opposed on the ground that the mark resembles marks already on
the register, the notice shall set out— (a) the numbers of those other marks; and (b) references to the
Journals or Kenya Gazettes in which those other marks were advertised. (3) The notice shall be
accompanied by a duplicate, which the Registrar shall forthwith send to the applicant.

48. (1) Within forty-two days from the receipt of the duplicate the applicant shall send to the Registrar a
counter- statement in Form TM 7 setting out the grounds on which he relies as supporting his
application. (2) The applicant shall also set out what facts, if any, alleged in the notice of opposition he
admits. (3) The counter-statement shall be accompanied by a duplicate. (4) Upon receipt of the
counter-statement and duplicate the Registrar shall forthwith send the duplicate to the opponent.

49. (1) Within forty-two days after the receipt of the duplicate counter-statement, the opponent shall
leave with the Registrar such evidence by way of statutory declaration as he desires to adduce in
support of his opposition. (2) The statutory declaration shall be in duplicate. (3) Upon receipt of the
statutory declaration and duplicate the Registrar shall forthwith send the duplicate to the applicant.

50. (1) Within forty-two days after the receipt of the statutory declaration of the opponent under rule 49,
the applicant shall leave with the Registrar such evidence by way of statutory declaration as he desires
to adduce in support of his application. (2) The statutory declaration shall be in duplicate. (3) Upon
receipt of the statutory declaration and duplicate the Registrar shall forthwith send the duplicate to the
opponent.

51. (1) Within thirty days after the receipt of the statutory declaration of the applicant under rule 50, the
opponent may leave with the Registrar evidence, by way of statutory declaration, confined strictly to
matters in reply. (2) The statutory declaration shall be in duplicate. (3) Upon receipt of the statutory
declaration and duplicate the Registrar shall forthwith send the duplicate to the applicant.
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52. No further evidence shall be left on either side, but, in any proceedings before the Registrar, he may
at any time give leave to either the applicant or the opponent to leave any evidence upon such terms as
to costs or otherwise as he may think fit”. 36. My reading of the Rules is that the grounds of opposition
would ordinarily be in the statement accompanying the Notice of opposition as provided in Rule 47. The
Applicant is then required by Rule 48 to set out the grounds he relies in support of his application.
Ideally, therefore, the Statement accompanying the Notice and the Counterstatement constitutes the
pleadings in opposition proceedings.

37. However, it seems to this Court that new matters may arise after the filing of the Statement and
Counterclaim and which when placed before the Registrar for determination must be taken as properly
pleaded for determination. After the filing of the counterclaim, the Opponent is required by Rule 49 to
leave with the Registrar evidence in support of the Opposition which is then served on the Applicant.
Subsequently, the Applicant is permitted by Rule 50 to file evidence in support of the application.

38. For the purposes of the matter at hand Rule 51 is critical and the Court again, reproduces it:- “51. (1)
Within thirty days after the receipt of the statutory declaration of the applicant under rule 50, the
opponent may leave with the Registrar evidence, by way of statutory declaration, confined strictly to
matters in reply”.

39. The Rule allows the opponent to file a further statutory declaration confined strictly to new matters
raised in evidence in support of the application. In the matter before Court, the first time that the issue of
proprietorship came up was in the evidence in support provided by Wardrobe. L.A Group then took it up
as point of contention when it filed its further statutory declaration of 17th June 2016. The Court holds
that proprietorship was raised as a further ground when the statutory declaration in reply of 17th June
2016 was filed and served upon Wardrobe.

40. It has however been submitted by Wardrobe that the issue of proprietorship was not a direct issue
as it required interrogation as the meaning of the word “proprietor” is not defined in the Trade Marks
Act. Further that this was a substantive question that called for a substantive answer by way of
evidence. The Court understands Wardrobe to be arguing that it did not have adequate opportunity to
respond to the matter as both a factual and legal point.

41. As a matter of evidence, Rule 52 (though worded in the negative) allows either party to adduce
further evidence with leave of the Registrar. If the position of Wardrobe was that it required to confront
the new issue by way of evidence then Rule 52 afforded it an opportunity.

42. In terms of legal argument, L.A Group took up the issue of bona fide proprietorship in paragraphs 17
and 18 of its written submissions before the Registrar. Wardrobe on the other hand chose not to
respond to the issue at all other than making the following statement, “The Applicant herein, Wardrobe
collection Limited, Clothing Store, is responsible for the sale, marketing and promotion of Classic Polo, a
registered Trade Mark of Royal Classic Mills PUT Limited, India, branded products in Kenya”.

43. Significantly, Wardrobe did not protest that L.A Group had taken up arguments in regard to locus
standi. That notwithstanding L.A Group rehashed the arguments in respect to proprietorship in
paragraphs 3 and 4 of its written submissions in reply.
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44. Itis therefore the view of this Court, and also its holding, that the issue as to whether Wardrobe was a
bona fide proprietor of the mark which was the subject of registration was a matter that was properly
before the Registrar for determination. The Registrar therefore fell into error in not making any finding on
it.

45, Turning now to the arguments in regard to the locus standi, the provisions of section 20(1) of the Act
are of singular importance and read;- “(1) A person claiming to be the proprietor of a trade mark used or
proposed to be used by him who is desirous of registering it shall apply in writing to the Registrar in the
prescribed manner for registration either in Part A or in Part B of the register”.

46. L.A Group is of the view that the above provisions requires that the Applicant to the registration of a
Mark be a bona fide proprietor of the application.

47. Wardrobe on the other hand urges the Court to find that it is only registration of the Mark that
confers proprietorship of a Mark to an Applicant. In this regard the definition of Trade mark under
section 2 of the Act is relied on. It reads:- 36. My reading of the Rules is that the grounds of opposition
would ordinarily be in the statement accompanying the Notice of opposition as provided in Rule 47. The
Applicant is then required by Rule 48 to set out the grounds he relies in support of his application.
Ideally, therefore, the Statement accompanying the Notice and the Counterstatement constitutes the
pleadings in opposition proceedings.

37. However, it seems to this Court that new matters may arise after the filing of the Statement and
Counterclaim and which when placed before the Registrar for determination must be taken as properly
pleaded for determination. After the filing of the counterclaim, the Opponent is required by Rule 49 to
leave with the Registrar evidence in support of the Opposition which is then served on the Applicant.
Subsequently, the Applicant is permitted by Rule 50 to file evidence in support of the application.

38. For the purposes of the matter at hand Rule 51 is critical and the Court again, reproduces it:- “51. (1)
Within thirty days after the receipt of the statutory declaration of the applicant under rule 50, the
opponent may leave with the Registrar evidence, by way of statutory declaration, confined strictly to
matters in reply”.

39. The Rule allows the opponent to file a further statutory declaration confined strictly to new matters
raised in evidence in support of the application. In the matter before Court, the first time that the issue of
proprietorship came up was in the evidence in support provided by Wardrobe. L.A Group then took it up
as point of contention when it filed its further statutory declaration of 17th June 2016. The Court holds
that proprietorship was raised as a further ground when the statutory declaration in reply of 17th June
2016 was filed and served upon Wardrobe.

40. It has however been submitted by Wardrobe that the issue of proprietorship was not a direct issue
as it required interrogation as the meaning of the word “proprietor” is not defined in the Trade Marks
Act. Further that this was a substantive question that called for a substantive answer by way of
evidence. The Court understands Wardrobe to be arguing that it did not have adequate opportunity to
respond to the matter as both a factual and legal point.
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41. As a matter of evidence, Rule 52 (though worded in the negative) allows either party to adduce
further evidence with leave of the Registrar. If the position of Wardrobe was that it required to confront
the new issue by way of evidence then Rule 52 afforded it an opportunity.

42. In terms of legal argument, L.A Group took up the issue of bona fide proprietorship in paragraphs 17
and 18 of its written submissions before the Registrar. Wardrobe on the other hand chose not to
respond to the issue at all other than making the following statement, “The Applicant herein, Wardrobe
collection Limited, Clothing Store, is responsible for the sale, marketing and promotion of Classic Polo, a
registered Trade Mark of Royal Classic Mills PUT Limited, India, branded products in Kenya”.

43. Significantly, Wardrobe did not protest that L.A Group had taken up arguments in regard to locus
standi. That notwithstanding L.A Group rehashed the arguments in respect to proprietorship in
paragraphs 3 and 4 of its written submissions in reply.

44. Itis therefore the view of this Court, and also its holding, that the issue as to whether Wardrobe was a
bona fide proprietor of the mark which was the subject of registration was a matter that was properly
before the Registrar for determination. The Registrar therefore fell into error in not making any finding on
it.

45, Turning now to the arguments in regard to the locus standi, the provisions of section 20(1) of the Act
are of singular importance and read;- “(1) A person claiming to be the proprietor of a trade mark used or
proposed to be used by him who is desirous of registering it shall apply in writing to the Registrar in the
prescribed manner for registration either in Part A or in Part B of the register”.

46. L.A Group is of the view that the above provisions requires that the Applicant to the registration of a
Mark be a bona fide proprietor of the application.

47. Wardrobe on the other hand urges the Court to find that it is only registration of the Mark that
confers proprietorship of a Mark to an Applicant. In this regard the definition of Trade mark under
section 2 of the Act is relied on. It reads:- “trade mark” means, (except in relation to a certification trade
mark) a mark used or proposed to be used— (a) in relation to goods for the purpose of indicating a
connection in the course of trade between the goods and some person having the right either as
proprietor or as registered user to use the mark, whether with or without any indication of the identity of
that person or distinguishing goods in relation to which the mark is used or proposed to be used from
the same kind of goods connected in the course of trade with any person; (b) in relation to services for
the purpose of indicating that a particular person is connected, in the course of business, with the
provision of those services, whether with or without any indication of the identity of that person or
distinguishing services in relation to which the mark is used or proposed to be used from the same kind
of services connected in the course of business with any other person”.

48. On the part of this Court, | am unable to see any difficulty in construing the true effect of Section
20(1). But first this Court identifies itself with the holding of Lloyd Jacob J in Vitamins Trade Marks case
[1956]RPCI in which he held;- “A proprietary Right in a Mark sought to be registered can be obtained in a
number of ways. The Mark can be originated by a person or can be acquired, but in all cases it is
necessary that the person putting forward the application should be in a possession of some proprietary
right which, if questioned, can be substantiated”.
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49. For an Applicant to have locus standi to apply for registration of a Mark, that person must have a
claim to proprietorship of the mark. If an Applicant cannot claim to be a proprietor of the mark, then it
cannot have a standing to apply for its registration. So the simple question is whether Wardrobe could
claim to be the proprietor of the Mark whose registration it had sought.

50. This is a matter that must cause some anxiety to Wardrobe. This is because Wardrobe lodged its
application on 28th August, 2014 but it was not until 1st April, 2015 that it was given express authority or
licence to distribute and deal with the ‘CLASSIC POLO’ branded apparel by Royal Classic Mills PYT Itd
which is said to be the registered Trade mark owner in India and Singapore. It is therefore apparent that
not being a licencee as at 20th August 2014, Wardrobe could not claim to be a proprietor of the mark
sought to be registered as at the date of application. The Court makes this conclusion even on the
assumption that a license to a mark hoists on the Applicant a right of a claim of proprietorship of the
mark for purposes of registration of the mark in circumstances where the licensor has granted sanction
to the application.

51. But | proceed to consider the other grounds in the event that the Court’s conclusion on locus standiis
erroneous.

52. The grounds raised in the Appeal can be discussed under the two themes framed by the Registrar:-
(1) Whether the Applicant’s Trade mark is so similiar to the Opponent’s marks as would likely cause
confusion in contravention with the provisions of Section 15(1) of The Act. (2) Whether the Opponent’s
Trade mark “POLO” is a well-known mark and therefore deserving protection under the provisions of
Section 15A of the Trade Marks Act.

53. Section 15 of the Trade Mark Act provides as follows:- “(1) Subject to the provisions of subsection (2),
no trade mark shall be registered in respect of any goods or description of goods that is identical with or
nearly resembles a mark belonging to a different proprietor and already on the register in respect of the
same goods or description of goods, or in respect of services, is identical with or nearly resembles a
mark belonging to a different proprietor and already on the register in respect of the same services or
description of services. (2) In case of honest concurrent use, or of other special circumstances which in
the opinion of the court or the Registrar make it proper so to do, the court or the Registrar may permit
the registration of trade marks that are identical or nearly resemble each other in respect of the same
goods or description of goods by more than one proprietor subject to such conditions and limitations, if
any, as the court or the Registrar may think it right to impose. (3) Where separate applications are made
by different persons to be registered as proprietors respectively of trade marks that are identical or
nearly resemble each other, in respect of the same goods or description of goods or in respect of the
same services or description of services, the Registrar may refuse to register any of them until their
rights have been determined by the court, or have been settled by agreement in a manner approved by
him or on an appeal by the court, as the case may be.”.

54. It is common ground that L.A Group is the proprietor of ‘POLO’ Trade mark under Registration No.
55887 in classes 14,18,25 and 35. The Trade mark having been filed on 29th April, 2004. It is also the
owner of Trade Mark ‘POLO PONY’ (word and device) under Registration No. 55535 filed on 16th
January 2004 in classes 18, 25 and 35. In respect to class 25 it holds both Trade Marks on clothing,
footwear, headgear, parts, accessories and accoutrements related to those products. Accoutrement is
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an uncommon word and means personal clothing or accessories.

55. The application by Wardrobe was for registration of ‘CLASSIC POLO’ logo in class 25 over clothing,
footwear and headgear.

56. As is evident, Wardrobe’s application was in respect to a Trade Mark over the same goods in which
L.A Group was already a registered proprietor. If clarity is needed, it was over clothing, footwear and
headgear in class 25 for which L.A Group was already a registered proprietor of two Trademarks. It
being so, Section 15(1) would prohibit the registration of the Mark of Wardrobe if it was identical with or
nearly resembled the marks belonging to L.A Group, unless Wardrobe could demonstrate concurrent
use or other special circumstances to deserve exemption under Section 15(2).

57. The first task therefore of this Court is to examine whether the Registrar considered the sameness
or resemblance of the competing Marks and if so, the conclusions drawn.

58. On this question the Registrar held:-

“The marks in comparison in these opposition proceedings is the Applicants’ trade mark ‘CLASSIC
POLO” ( WORDS AND DEVICE) and the Opponents’ registered trade marks “POLO” (WORD) and
“POLO POLONY” (DEVICE). The common element in both marks is the word “POLO”. This means the
two marks are conceptually similar”.

59. Having made this finding, the Registrar proceeded to nevertheless observe that the Registrar had
allowed other marks comprising the element “POLO” to co-exist in the Register. The Registrar then
concluded that this demonstrated that co-existence could not be in contravention of the provisions of
Section 15(1). The Registrar was making a finding, as i understand it, that there were deserving special
circumstances under Section 15(2). The Court will return to this but back to the issue of similarity or
otherwise.

60. Was the Registrar’s finding that the Marks were conceptually similar supported by evidence and the

law?

61. The submission by L.A Group is that Wardrobe’s mark consists of the words ‘CLASSIC POLO’ and
an indistinctive pictorial element between the two words. It is further argued that the word ‘CLASSIC’ is
not distinctive not only because it is merely descriptive but also because it is not distinctive of the type of
products applied for.

62. In respect to the pictorial element, L.A Group additionally submits that it is not very visible and cannot
be verbally pronounced. That for those reasons it cannot be viewed other than a mere embellishment
not capable of functioning as a badge of origin.

63. In the end, L.A Group contends that the remaining and memorable element of the Applicant’s mark is
the word “POLO” which is identical with its ‘POLO’ Trademark.

64. For Wardrobe it is argued that ‘POLQO’ in reference to clothing refers to a shirt and sought to rely on
the dictionary meaning of the word (see paragraph 15 of this decision). It then asserts that ‘CLASSIC
POLOQ' is a clear and distinct mark from that of L.A Group which only bears the name ‘POLQO’. That the
two names are clear and distinguishable from a basic glance as its logo has the word ‘CLASSIC’ and
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‘POLO’ .The latter being in reference to the type of apparel.

65. Wardrobe makes the further argument that the name contains an element between the words which
is clear and distinct from that of L.A Group which depicts a pony or horse with a rider.

66. This Court is asked, as was the Registrar, to take cognizance that ‘CLASSIC POLO’ has been
registered in various Countries of the world such as India and that the mark has co-existed with the mark
‘POLO’ of L.A Group, the ‘RALPH LAUREN POLO’ and ‘US POLO’ without confusion. The Court has
been asked to note that the owners of these two Marks have, without success, attempted by way of
opposition and lawsuit to prevent the registration and use of the name ‘CLASSIC POLQO’ in India and
other jurisdictions. 67. This Court has given due regard to the submissions made by the parties herein.
The starting point is to set out the principles that will guide my hand in determining the question whether
the competing marks are similar. In this regard it is common ground that the Trade Marks have a
common element being ‘POLQO’. KIPI Trademark Manual of Examination Procedures (at paragraph 565)
sets out the criteria for examining similarity where marks have a common element to be as follows:-

“The fact that where marks have a common element, that element may sometimes be disregarded, or
have less attention paid to it when making comparison, does not mean that the dissection of marks in
other circumstances is a legitimate practice. In determining whether marks are similar, an overall
impression of the mark must be considered ie. visual, phonetic and conceptual similarity (referred to as
global appreciation test, ECJ in Sabel case).

Further, in Erektico v. Erector Case (1935) 52 P.R.C. 136, Farewell, J, said;

“I do not think it is right to take a part of a word and compare it with a part of the other word; one word
must be considered as a whole | think it is a dangerous method to divide the word up and seek to
distinguish a portion of it from a portion of the other word™”.

68. The Sabel case referred to in the above manual is the decision in Sabel BV and Puma AG, Rudolf
Dassler Sport case C 251/95 where the European Court held as follows:-

“That global appreciation of the visual, aural or conceptual similarity of the marks in question, must be
based on the overall impression given by the marks, bearing in mind, in particular, their distinctive and
dominant components. The wording of Article 4(1)(b) of the Directive-'..there exists a likelihood of
confusion on the part of the public ..” — shows that the perception of marks in the mind of the average
consumer of the type of goods or services in question plays a decisive role in the global appreciation of
the likelihood of confusion. The average consumer normally perceives a mark as a whole and does not
proceed to analyze its various details”.

69. This global appreciation test is the test that this Court will adopt in determining whether the
Registrar’s finding that the two marks are ‘conceptually similar’ is tenable.

70. Admittedly “POLO” is the common element in the marks. The word “CLASSIC” as is relevant to this
discussion means;

“1. judged over a period of time to be of the highest quality (of a garment) of a simple, elegant style not
greatly subject to changes in fashion. 2. Remarkably typical; the classic symptoms of flu. 1. a work of art
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of recognized and established value. Avery good example of its kind”. (Concise Oxford Dictionary, 12th
Edition)

71. To be discerned from this meaning is that the word ‘CLASSIC’ is ordinarily a descriptive word.
Wardrobe who press for the registration of ‘CLASSIC POLO’do not suggest otherwise. This Court is
therefore constrained to agree with L.A Group that the element ‘CLASSIC’ is descriptive or at least not
distinctive of clothing, footwear or headgear which are the subjects of the application by Wardrobe.

72. Can the same be said about ‘POLO’? The argument by Counsel for Wardrobe is that the word
‘POLO’ is a generic name because it connotes a particular category of garments in textiles. In support of
that argument, Counsel cited the decision of the Indian Intellectual Property Appellate Board in The
POLO/LAUREN COMPANY, LP VS. ROYAL CLASSIC MILLS - ORA/118/2007/TM/CH 1[2008]
INIPA31 (19 March 2008).

73. For some reason, Counsel gave this Court the incomplete decision and from my reading of the entire
decision, the portion relied on by Counsel was in fact the arguments of the parties!

74. The finding of the Board on this issue is to be found in paragraph 18 of the decision in which it
rendered itself as follows:-

“The plea that POLO is a dictionary word, not devoid of meaning and is a generic term is unacceptable
to the extent that the meaning of polo as contained in the Concise Oxford English Dictionary does not
designate the kind, quality, quantity, intended purpose or value of the goods covered by the mark POLO.
According to the Chambers Dictionary (New Edition) the word “generic”, adj means general, applicable
to any number of a group or class; of or belonging to a genus; (of a drug, etc) not patented or sold as a
proprietary name; (of the name of a brand) that has come to be used as a general name for that type of
product (eg Biro for the ballpoint pen, hoover for vacuum cleaner).-n a generic drug, etc; a product sold
without a brand- name, in plain packaging, and with no promotion or advertising; a generic brand-name.
While taking this dictionary meaning of the word generic in relation to POLO, one must bear in mind that
we are not considering the word Polo Shirt but the word POLO only. From this, we are unable to
persuade ourselves to agree that the POLO is a generic word. A number of trade mark registrations
obtained by the appellant world over with word POLO or consisting of word in any form support our
view that if the word POLO would have been generic, some where in some country, some authority in
the world would have held it to be so”.

75. What is the meaning assigned to the word Polo and Polo shirt. In Oxford dictionary (supra), Polo

means,

“a game of Eastern origin with rules similar to hockey, played on horseback with a long-handled mallet.
While Polo shirt means, “a casual short-sleeved cotton shirt with a collar and several buttons at the
neck”.

76. Before the Registrar, Wardrobe attempted to demystify the strength of the element “POLO” by
making arguments around the Polo shirt in reference to clothing. Pressing the argument that the
differences in its mark and that of L.A Group is that the “Applicant’s name has ‘CLASSIC’ in it and ‘POLO’
in reference to the type of apparel”. This argument, | am afraid, must suffer the same fate as that made in
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Polo/Lauren Company (supra). Just as in that matter, the Court here is not considering the word ‘POLO
SHIRT’ but the element ‘POLQO’. In that sense therefore the word “POLO” is not a generic word. It is
distinctive.

77.In closing on this aspect, the Court observes that neither the Registrar nor this Court were invited to
consider the element ‘POLO’ from the perspective that the word means “a game of eastern origin with
rules similar to hockey, played on horseback with a long-handed mallet”. For this reason | say no more in
that respect.

78. There is a third element to Wardrobe’s mark. It is a pictorial element between the words ‘CLASSIC’
and ‘POLQ’. This Court has looked at the entire logo and it observes that the element is not striking and
may not be distinctive enough as to catch the attention of an average customer. The element is literally
the size as the letter ‘O’ on the word ‘POLO’ in the logo and does not standout with any sufficiency. This
Court is unable to find it distinctive.

79. The conclusion to be drawn is that neither the word ‘CLASSIC’ nor the pictorial element are
distinctive while on the other hand the element ‘POLO’ in relation to clothing is distinctive. For that
reason this Court comes to the conclusion that in respect to the mark ‘CLASSIC’ (WORDS AND
DEVICE), Trade Mark ‘POLO’ (WORD) and ‘POLO PONY’ (DEVICE), the common element ‘POLO’ is
distinctive and dominant. While the marks may not have a visual and aural similarity they nevertheless
are conceptually similar.

80. In arriving at this conclusion this Court has considered the decision in Royal County of Berkshire
Polo Club Ltd vs. Polo/Lauren Comp Ltd referred to by Wardrobe, in which the following holding of
Hobbs QC in 10 Royal Berkshire Polo Club Trade Mark [2001] RPC 32 was quoted;-

“.. | am satisfied that the use of the word POLO of the applicant’'s mark does not capture the
distinctiveness of the opponent’s earlier trade marks. | do not think that people exposed to the use of the
applicant’s mark would notice that it contained the word POLO without also noticing that it contained
the words ROYAL BERKSHIRE and CLUB. The message of the mark comes from the words in
combination and that is not something that | would expect people to overlook or ignore in the ordinary
way of things”.

81. In that matter the Tribunal was comparing the mark ‘ROYAL COUNTY OF BERKSHIRE POLO CLUB’
and ‘POLO’ and ‘RALPH LAUREN'. The Tribunal found that the words ‘ROYAL COUNTY OF
BERKSHIRE’ and ‘CLUB’ are unlikely to be overlooked by an average consumer and so there was
dissimilarity between that Trade Mark and the Trade Mark ‘POLQO’. Here, however, the word ‘CLASSIC’
which would have provided a dissimilarity in the marks is merely descriptive. It could be understood to
be describing the mark ‘POLO’ as being elegant or of quality. It may not be understood as being a
different brand. Simply, the word ‘CLASSIC’ does not distinguish the two Marks. For that reason the
competing marks nearly resemble.

82. That said, the Court has to consider whether the mark by the Wardrobe can be excused by the
exemptions carved out in Section 15(2). For purposes of focusing on this discussion the Court
reproduces subsection 2 of section 15;-
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“(2) In case of honest concurrent use, or of other special circumstances which in the opinion of the court
or the Registrar make it proper so to do, the court or the Registrar may permit the registration of trade
marks that are identical or nearly resemble each other in respect of the same goods or description of
goods by more than one proprietor subject to such conditions and limitations, if any, as the court or the
Registrar may think it right to impose”. 83. Once an Opponent to registration has demonstrated that an
impugned mark is similar or nearly resembles his registered mark in respect to the same goods or
services then an Applicant who wants to benefit from the provisions of subsection 2 bears the burden of
proving that circumstances exist that brings the application within the ambit of the exemptions. In this
regard Wardrobe set up the following argument;-

“29. My Lord the Registrar was accurate in making her finding based on marks with similar element,
borrowing from the WIPO: Intellectual Property Handbook, she rightly highlights that the Registrar’s
decision to include other trademarks which are used by the different proprietors suggest that, the
consumers would already be accustomed to the use and the common element by different proprietors
and would not likely be deceived”.

84. This is an assertion that the LA Group does not deserve a monopoly over the element ‘POLO’ in
respect to the goods.

85. On the strength of the marks by L.A Group the Registrar held that there were 7 other Trade Marks
that are composed of the element ‘POLO’ registered in respect to goods in class 25 and all being goods
of similar description. The Registrar further cited the provisions of Section 17 of the Act which reads:-

“If a trade mark— (a) contains any part not separately registered by the proprietor as a trade mark; or (b)
contains matter common to the trade or to the provision of services of that description or otherwise of a
non-distinctive character, the Registrar or the court, in deciding whether the trade mark shall be entered
or shall remain on the register, may require, as a condition of its being on the register— (i) that the
proprietor shall disclaim any right to the exclusive use of any part of the trade mark, or to the exclusive
use of all or any portion of any such matter, to the exclusive use of which the tribunal holds him not to be
entitled; or (ii) that the proprietor shall make such other disclaimer as the tribunal may consider
necessary for the purpose of defining his rights under the registration: Provided that no disclaimer on
the register shall affect any rights of the proprietor of a trade mark except such as arise out of the
registration of the trade mark in respect of which the disclaimer is made”. In respect of this the Registrar
held, “A disclaimer actually informs the other traders in similar trade that they are free to use the
disclaimer elements of the mark”.

86. The Registrar then drew the following conclusion,

“ itis clear that the Opponent’s mark is not a strong mark and is therefore incapable of being confused
with the Applicant’s trade mark. Having adopted a common element “POLQO” to distinguish their goods
in class 25 of the NICE classification, the opponents then run risk of failing to uphold a monopoly of the
element”.

87. L.A Group takes issue with the Registrar’s reference to the 7 Trade mark contending that the
existence of those marks were never an issue for adjudication. In this regard the Court observes that
Wardrobe had raised the issue of co-existence of the POLO mark in other jurisdictions and not Kenya.
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Nevertheless Wardrobe took the view that the Registrar was entitled to determine the Opposition not
only on facts and evidence brought before her by the parties but also based on material within her
knowledge and information.

88. No doubt the Registrar being an expert in trade mark matters would have knowledge and
information of facts and law which she can bring to bear in deciding a matter. However, and this would
be particularly true when it comes to questions of fact, the Registrar should not use matters which have
not been raised by the parties and which are of decisive nature in deciding the dispute, before giving the
parties an opportunity of making observations or reacting to them.

89. Some dangers of not granting such opportunity come to mind. First, the parties may feel that they
have not been accorded a fair hearing in respect to the new matter and second they may have
information which successfully challenges the view or facts held by the Registrar. And this then leads me
to the second grievance by L.A Group.

90. L.A Group have in its submission before this Court sought to demonstrate that the factual
assumption of the Registrar was erroneous as it was based on incorrect facts. There lies a real danger
of the approach taken by the Registrar! The supposed facts from which she drew one decisive
conclusion has been challenged as incorrect and since there is no evidence on record in this respect,
this Court is unable to make a finding one way or another. 91. In the circumstances the Court is
constrained to find that the Registrar fell into an error of principle in holding that the mark of L.A Group
was not strong on the basis of evidence not before her and whose veracity cannot be checked by this
Court in these proceedings. This Court reaches a conclusion that Wardrobe did not demonstrate the
existence of circumstances that would warrant the Registrar to permit the registration of its Mark under
the provisions of section 15(2).

92. Being of the persuasion that the Trade Marks of LA Group are protected by registration and that the
registration of the mark of Wardrobe would run afoul the provisions of section 15 of the Act, this Court
allows the Appeal. | do not deem it necessary to consider whether the Trade Marks of L.A Group are
well-known Trade Marks.

93. The result is that the decision of the Assistant Registrar of Trade Marks dated 17th March 2017 in
which it rejected the opposition of the Appellant and allowed the registration of Trade Mark NO. 84273
‘CLASSIC POLO’ (word and device) in the name of the Respondent is hereby set aside. As a
conseguence the Certificate of Registration issued in respect to the said Mark is hereby cancelled and
the mark removed from the Trade Marks register.

94. Costs of this Appeal and in the Opposition proceedings to the Appellant.
Dated, Signed and Delivered in Court at Nairobi this 28th day of June, 2019.

F Tuiyott Judge, High Court

IMAGE CREDIT: WANDA LEPHOTO

—— LEGAL ISSUES ——
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— Whether a registered trademark proprietor can establish well-known mark status in Kenya
through evidence of use, marketing, and sales.

— Whether “POLQO” as an ordinary English word, can function as a protected trademark in the
clothing and apparel context.

— The standard of review applicable to appeals from decisions of the Registrar of Trade Marks in
Kenya.

SEEALSO

LA Group (Pty) Ltd v Stable Brands (Pty) Ltd [2022] ZASCA 20 - Adidas AG & Another v Pepkor Retail Ltd [2013]
ZASCA 3
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— NEW CASE — 2026 EDITION —

BATA BRANDS SA & ANOTHER V. UMOJA RUBBER
PRODUCTSLIMITED

Court: High Court of Kenya at Nairobi, Commercial and Tax Division

Date delivered: Interlocutory: October 2018; Final judgment: 2025

Citation: Civil Case 501 of 2017 | [2018] KEHC 2957 (KLR) (interlocutory); [2025] KEHC 5186
(KLR) (final)

Country: Kenya

Region: East Africa

Legal area: Intellectual Property — Passing Off - Trade Dress - Design Protection - Footwear

Passing off - Trade dress - Design registration - School shoes - Consumer confusion - Delay - Prior registered design -
Kenya

—— HEADNOTE ——

Market dominance and sustained consumer gooadwill, without formal registration of the design
sought to be protected, are insufficient to prevent a competitor from producing a visually
similar product. Where the plaintiff relies exclusively on use to establish design exclusivity and
a third party’s prior registered design substantially resembles the claimed trade dress, the
passing off claim will ordinarily fail. Delay in commencing proceedings is also relevant to the
availability of interlocutory relief.

HELD Claim dismissed. The overall designs of Toughees and Shupavu were insufficiently similar
to cause consumer confusion; a substantially similar design had been registered by a third
party before Bata began manufacturing Toughees; and Umoja’s distinct branding and
separate retail distribution clearly differentiated the two products. Bata ordered to pay

costs.

—— RULING — JOSEPHINE MONG’ARE J (FINAL) - J.A. MAKAU J (INTERLOCUTORY) — —

For generations of Kenyan schoolchildren, Toughees has been more than a shoe — it is a familiar
institutional presence, the standard black school shoe purchased at the start of every term. Bata Brands
SA and its Kenyan subsidiary had manufactured and sold Toughees in Kenya for over fifteen years,
recording annual sales exceeding one million pairs and investing substantially in brand awareness. The
product had built genuine and substantial goodwill in the Kenyan market.

In January 2017, Bata became aware that Umoja Rubber Products Limited had begun producing and
distributing a school shoe called “Shupavu.” Bata alleged that the resemblance was not coincidental: it
claimed Umoja had deliberately reproduced the distinctive shape, configuration, pattern and overall
appearance of Toughees, causing consumers to believe Shupavu was a Bata product. Bata filed suit in
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December 2017, seeking an injunction, delivery up of Shupavu shoes for destruction, and an inquiry into
damages.

At the interlocutory stage in October 2018, Justice J.A. Makau found the visual similarity between the
two shoes “so similar and striking” as to be capable of deceiving an average consumer exercising
reasonable care. However, the court declined to grant an injunction, noting that Bata had been aware of
Shupavu for some time before commencing proceedings — conduct the judge characterised as
indolence. Bata’s appeal to the Court of Appeal in 2021 was dismissed on the basis that any harm
suffered could be adequately compensated in damages.

At final trial, Justice Mong’are reached a materially different conclusion on the evidence. Umoja
demonstrated that C&P; Shoe Industries Limited had registered a substantially similar design in
September 2001, predating Bata’s manufacture of Toughees. Bata’s own consumer research showed
that the public clearly recognised and distinguished Toughees as a premium product. Shupavu was sold
through separate retail outlets and bore visibly different branding. On that evidence, the court held that
no passing off had occurred, dismissed all of Bata’s relief, and ordered costs against Bata.

The ruling carries a lasting lesson for the fashion and footwear industry in Kenya. Market dominance and
sustained consumer goodwill, without formal registration of the design itself, are insufficient to stop a
competitor who produces a similar-looking product. Under Kenyan law, design protection requires
registration. A brand that builds its exclusivity claim entirely on years of use rather than a registered
industrial design right takes a significant legal risk.

—— LEGALISSUES ——
— Whether the overall designs of Toughees and Shupavu were sufficiently similar to cause
consumer confusion in the Kenyan market.

— Whether Bata could claim exclusive rights in a shoe design that had not been formally registered
under Kenyan law.

— The effect of a prior registered design held by a third party on a claimant’s passing off action.

— Whether delay in bringing proceedings affects the availability of interim injunctive relief.

SEEALSO

Strategic Industries Ltd v Rebecca Fashions (K) Ltd [2011] KEHC 1647 (KLR) - Adidas AG & Another v Pepkor Retail
Ltd [2013] ZASCA 3
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NDK Financial Services Limited v. Kwashie Tailors &
Dry Cleaners Limited & Others

Court: The Superior Court of Judicature (High Court: Commercial Division), Ghana
Date delivered: 13 April 2018
Citation: NDK Financial Services Limited v Kwashie Tailors & Dry Cleaners Limited & Others

(13 April 2018)

Country: Ghana
Region: West Africa
Legal area: Commercial Law — Loan Recovery - Manufacturing Contract - Third-Party Liability

Loan agreement - School uniforms - Ministry of Education - Third-party liability - Privity of contract - Indemnity - Ghana

——HEADNOTE ——

A borrower who obtains a commercial loan to finance a government procurement contract
cannot discharge its repayment obligation by attributing liability to the contracting government
ministry, where the ministry has fully paid for the goods supplied and is not a party to the loan
agreement. Liability under a loan agreement is determined by the contractual parties to it;
third-party buyers of the financed goods bear no obligation under that agreement in the
absence of an independent contractual basis.

HELD Judgment for NDK Financial Services. Kwashie Tailors & Dry Cleaners held solely liable for
the outstanding loan of GH}1,967,821.72. The Ministry of Education had fully paid for the
220,000 uniforms supplied and bore no responsibility under the loan arrangement, which
was a transaction solely between the contracting parties. Kwashie Tailors failed to establish
any legal basis for indemnity from the Ministry.

——RULING — SAMUELK.A.ASIEDUJ — —

By a writ of summons and a statement of claim issued on the 11th day of August 2011 the plaintiff claims
against the defendants: a) An order for recovery of the sum of GH¢1,967,821.72 being the balance due
and owing on account of credit facility extended to 1st Defendant by Plaintiff on 19th November, 2009,
repayment of which was secured by 2nd and 3rd Defendants but settlement of which Defendants have
failed to make good several demand notices notwithstanding. b) Interest on the said sum of
GH¢1,967,821.72 at the rate of 6.5% per month calculated at the close of each day and payable at the
end of every month on compound basis until date of final payment. c) Cost including Lawyer’s fees
assessed at 15% of the aggregates sum due and payable under the said facilities.

After the service of the writ by the plaintiff and the entry of appearance by the defendants, a statement
of defence was filed in which the defendants claimed indemnity from the Ministry of Education. The
defendants therefore initiated third party proceedings against the Attorney General who was therefore,
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subsequently, brought into the case as a third party. An appearance was entered on behalf of the
Attorney General who later filed a statement of defence after leave had been granted by the court. In its
statement of defence, the Attorney General counterclaims against the 1st defendant for: a) Delivery of
130,966 school uniforms or payment of the value of the 130,966 of the School Uniforms to the Third
Party. b) Payment of Gh¢653,210.40 being the value of School Uniforms on 155,312 yards of School
Uniforms Fabric taken delivery of by the 1st Defendant and which the 1st Defendant had failed to deliver.
c) Interest on the said sums. d) Cost.

From the pleadings filed by the parties, the court finds that it is not in dispute that on the 28th December
2009, the 1st defendant entered into a contract with the Ministry of Education for the supply of school
uniforms for pupils of Basic schools. The court also finds from the pleadings that the total number of
school uniforms which the 1st defendant undertook to supply, under the contract, to the Ministry of
Education is three hundred and fifty one thousand (351,000) pieces. It is also not in dispute from the
pleadings that the contract sum agreed upon between the 1st defendant and the Ministry of Education
was GH}4, 914, 000.00. The court further finds, from the pleadings, that in accordance with the General
and Special Conditions of the contract, the 1st defendant was to pre-finance the contract and full
payment made for each specified quantity delivered. The parties do not dispute that payment was to be
made within twenty-one days (21) after the date of receipt of Claim Letter supported by Stores Receipt
Voucher and an Acceptance Certificate. Again from the pleadings, the parties do not dispute that the 1st
defendant was to provide a performance security of 10% of the contract price in the sum of
GH[491,000.00. The court also finds from the pleadings that the 1st defendant admits that on the 22nd
and 31st December 2009, the Ministry of Education paid to the 1st defendant the sum of GH1,
965,000.00 and GH[91,000.00 totaling GHf2, 056,600.00 as an advance payment to facilitate the
swift execution of the contract.

The court finds further, from the pleadings, that the defendants do not dispute that on the 3rd of
November 2009 the 1st defendant applied to the plaintiff company for a credit facility for the purpose of
enabling the 1st defendant company purchase sewing machines, fabric and also to enable the 1st
defendant bear the cost of labour for the supply of the 351,000 pieces of school uniforms to the Ministry
of Education. It is not disputed by the defendants that on the 19thday of November 2009, the plaintiff
company granted to the 1st defendant company credit facility in the sum of GH[3,035,000.00 for a
period of sixteen (16) months. The defendants do also not dispute that interest payable on the facility
was 6.5% per month calculated at the close of each day and payable at the end of every month on
compound basis until date of final payment. The defendants also admit that the facility, per the offer
letter, was to expire on the 31st March 2011.

From the pleadings, it is clear that the defendants admit that the 1st defendant company accepted the
terms and conditions of the offer letter as a result of which the sum of GH[3,035,000.00 was disbursed
to the 1st defendant company by the plaintiff. The court also finds from the pleadings that, the 2nd and
the 3rddefendants executed a deed of mortgage over all that parcel of land situate at Bawaleshie, Accra
and registered as AR/4524B/2005 in favour of the plaintiff company and on behalf of the 1st defendant
company as security for the repayment of the facility together with interest up to date of final payment
on the due date upon default of 1st defendant company. Again from the pleadings the defendants admit
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that by a deed of guarantee dated the 19th November 2009, the 2nd and 3rd defendants agreed to
repay the facility together with accrued interest up to the date of final payment on the due date upon
default of the 1stdefendant company. The court further finds from the pleadings that the defendants
admit that as a further security for the repayment of the loan together with interest the 1st defendant
company assigned vehicles Number GT. 3384 Z and GT. 79 Y to the plaintiff company. The defendants
as well as the third party admit, from the pleadings, that by a letter dated the 19th November 2009, the
Ministry of Education agreed to pay the proceeds from the contract between the Ministry and the 1st
defendant, that is, the contract sum of GHJ4, 914, 000.00 in the joint names of the plaintiff and the 1st
defendant.

The court finds from paragraphs 23, 24 and 30 of the statement of defence that the defendants do not
dispute that the amount endorsed on the plaintiff’'s writ of summons is owed to the plaintiff. This finding
is further buttressed by admission made by the defendants’ representative during cross examination in
answer to the following questions put to him Q. | am taking you to para 51 of your witness statement.
Your contention under para 51 is that the plaintiff is entitled to all the reliefs it is claiming A: Yes. Q: But
you further contend that the said reliefs should be against the 3rd party and not you. A: Yes.

In the said paragraph 51 of their witness statement the defendants have testified on oath that:

51.The Defendants contend that the Plaintiff is entitled to its claims and reliefs against the Third party
alone and will repeat the grounds contained in their defence and the Notice issued to the Third party.

Again, from its statement of defence, the third party denies owing the plaintiff whether partly or at all.
From the pleadings, the plaintiff maintains that its suit against the defendants is based entirely on the
contract between the plaintiff and the defendants. The defendants’ contention is that the plaintiff is
entitled to its claims against the Ministry of Education and not the defendants because the Ministry of
Education abrogated the contract between the 1st defendant and the Ministry of Education. The 3rd
party has denied the allegation of abrogation of the contract between the 1st defendant and the Ministry
of Education. Hence, one issue for the determination of the court is whether the Ministry of Education
abrogated its contract with the 1st defendant. Yet, another issue is, even if it is established that the
contract between the 1st defendant and the Ministry was abrogated by the Ministry, whether the fact of
abrogation was what led to the accumulation of debt which the plaintiff seeks to recover by the instant
suit. In other words, whether or not the alleged abrogation of the contract between the 1st defendant
and the Ministry of Education was the proximate cause of the accumulated debt which the plaintiff
seeks to recover from the defendants.

Elsewhere the defendants have pleaded that even if it is found that the defendants are liable on the
plaintiff’'s claims, the defendants should be indemnified by the third party. This is the logical deduction
from paragraphs 23, 24 and 30 of the statement of defence filed by the defendants. The question
therefore for the determination of the court is whether or not the defendants are entitled to be
indemnified by the third party, specifically, the Ministry of Education in respect of the claims endorsed
on the writ by the plaintiff against the defendants.

Abrogation of contract: The defendants’ allegation is that the Ministry stopped paying for work done by
the 1st defendant without any notice to the 1st defendant and that on the 24thMay 2011; the Minister of
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Education unilaterally and orally declared that she had abrogated the contract with the 1st defendant.
According to the defendants, this action of the Minister amounted to a breach of the contract dated 28th
October 2009 and exhibited as exhibit G to the witness statement of the plaintiff. The evidence given by
the defendants is to the effect that the fabric for the sewing of the school uniforms was manufactured by
Printex Limited and paid for by the Ministry of Education and, thereafter, the fabric is released to the 1st
defendant who sews them into school uniforms and then delivers them to the Ministry which, upon
receipt of evidence of delivery, issues cheques for the payment of the cost of the quantity delivered.
According to the defendants, in September 2010, the Ministry stopped payment for uniforms delivered
to it and, as a result, Printex Limited refused to release the fabrics to the 1st defendant due to the
plaintiff's refusal to pre-finance the project.

The defendants also testified that the Minister of Education, in May 2011, unilaterally and orally declared
that she had abrogated the contract between the 1st defendant and the Ministry. The evidence of the
3rd party is to the effect that the Ministry of Education did not abrogate the contract as alleged by the
defendants but, as a result of Government Ministerial reshuffle, the new Minister decided to study the
contract and apprise herself with the content thereof as a result of which there was a hold up in the
performance of the contract and the payment for uniforms already supplied. In view of the delay in the
payments, the Ministry of Education paid an amount of GHf106,643.37 to the 1st defendant as interest
on the delayed payments.

The court finds from the evidence on record that all the parties agree that under the contract between
the 1st defendant and the Ministry of Education, exhibit G herein, the contract could be terminated by
the Ministry of Education by written notice to the 1st defendant. The court finds that the 1st defendant
has not furnished the court with any written notice of termination of the contract by the Ministry of
Education as contemplated in the contract document; the contention therefore, by the defendants, that
the Ministry of Education orally and unilaterally terminated the contract remains unproven. On the
contrary, the evidence given by the 3rd party that the performance of the contract was rather put on
hold for a brief period due to Government Ministerial reshuffle appears to be more probable than the
allegation that the contract was either abrogated or terminated by the Ministry of Education. At
paragraph 25 of their statement of defence the defendants have averred that:

“25. The 1st Defendant avers further that whiles the amount claimed remain unpaid the Ministry of
Education by a letter of 5th August 2011 requested the 1stDefendant to lift fabric from Printex Ltd. to
continue with the school uniform project and requested the 1st Defendant to sew uniforms for the First
Day at School initiative by the Government and this was to be completed by September 2011.”

If it is true that the contract was in fact abrogated or terminated by the Minister as alleged by the
defendants the letter of 5th August 2011 could not have been written by the Ministry to the 1st defendant
to resume the production of the school uniform under the very contract which had ceased to exist. In the
opinion of the court therefore the letter of 5th August 2011, alluded to by the defendants in their
statement of defence, lends support to the position maintained by the 3rdparty that the contract was not
abrogated or terminated but that its performance was put on hold pending study by the Minister. The
court therefore holds that the contract in question was not terminated or abrogated by the Ministry of
Education.
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Accumulation of debt: As stated above, one other issue worthy of consideration is whether the
temporary hold up in the performance of the contract was what led to the accumulation of the debt
claimed against the defendants in this matter. In this regard it is worthy of note that the contract
between the 1st defendant and the Ministry of Education, exhibit G, made both the General Conditions
of Contract and the Special Conditions of Contract part of the agreement as a whole. Under clause 13.1
of the Special Conditions of Contract, the parties agreed that payment for each quantity was to be made
within twenty one (21) days after the date of receipt of Claim Letter supported by the Store Receipt
Voucher and Acceptance Certificate issued by the authorised agent of the Ministry and in any case, it
was agreed by the parties under clause 16 of the General Conditions of Contract that the period of
payment shall not exceed twenty- eight (28) days after the submission of an invoice or claim by the 1st
defendant. It follows from the terms of the contract that it was not part of the agreement that the Ministry
of Education will pre-finance the contract. Nonetheless, there is evidence on record that the Ministry
provided initial funding to the 1st defendant even before the 1st defendant had made any supplies at all to
the Ministry.

The answers below, which were given by the representative of the 1st defendant under cross
examination attest to this finding: Q. Do you remember that you applied for an advance payment from
Ministry of Education in pursuance of the sewing of school uniform? A: Yes. Q: As a witness to the
contract exhibit G you will notice that it was your responsibility to purchase fabric from Printex. A: Yes
that is why when the contract was given to us we requested for a loan from the plaintiff. Q: You will recall
that the Ministry of education had advanced to your company the sum of GHf2, 056,000 before the
take-off of the sewing of the school uniform? Do you remember? A: The advance was given some
months after we had started producing the uniforms. Q: And that amount is part of the cost of the
production of the school uniforms by the company A: That money was advanced to us.

The 1st defendant pleaded at paragraph 7 of its statement of defence and also gave evidence at
paragraph 9 of its witness statement that the Ministry of Education stopped paying for work done in
September 2010. Again the 1stdefendant pleaded at paragraph 11 of its statement of defence that the
Ministry unilaterally and orally abrogated the contract in May 2011. According to the 1stdefendant the
alleged abrogation, which the court had already found never took place, led to the non-payment of the
facility it had taken from the plaintiff as well as the accumulation of interest thereon. Under cross
examination on the 3rd May 2017, the representative of the defendants testified to the effect that at the
time that the Ministry, allegedly, stopped payment the amount owed by the Ministry to the 1st defendant
for school uniforms supplied was GHE600,000.00. This implies that in September 2010 when the
Ministry, allegedly, stopped paying for the work done by the 1st defendant, the indebtedness of the
Ministry to the 1stdefendant amounted to GHJ600,000.00.

On the other hand, the plaintiff's claim is that by the end of July 2011, the 1stdefendant owed it the sum of
GH1, 967,821.72. Nonetheless, the testimony of the defendant’s representative, given on the 3rd May
2017 under cross examination, was that in all the 1st defendant supplied a total of 220,000 pieces of
school uniforms to the Ministry of Education out of a total of 351,000 pieces of school uniforms which
they were contracted to supply to the Ministry. It is the further evidence of the defendant that the
Ministry had made payment to the 1stdefendant for all the 220,000 pieces of school uniforms it had
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supplied to the Ministry. With this revelations therefore, the court finds it difficult to fathom how the 1st
defendant still claims that the Ministry is accountable for the debt which the plaintiff claims is owed to it
by the 1st defendant. The 1st defendant has not given evidence in respect of the date that the Ministry
paid its debt to the 1stdefendant and how the alleged stoppage of payment by the Ministry caused
interest to accumulate on the debt owed the plaintiff by the 1st defendant. This is very crucial because it
has long been the position of the law as was stated in the case of Okudzeto Ablakwa (No. 2) vs. Attorney
General & Another [2012] 2 SCGLR 845 at 867 that:

“If a person goes to court to make an allegation, the onus is on him to lead evidence to prove that
allegation, unless the allegation is admitted. If he fails to do that, the ruling on that allegation will go
against him. Stated more explicitly, a party cannot win a case in court if the case is based on an
allegation which he fails to prove or establish. This rule is further buttressed by section 17 (b) which,
emphasizes on the party on whom lies the duty to start leading evidence...”

In Ackah v Pergah Transport Ltd [2010] SCGLR 728 the court re-stated the point that:

“Itis a basic principle of the law on evidence that a party who bears the burden of proof is to produce the
required evidence of the facts in issue that has the quality of credibility short of which his claim may fail.
The method of producing evidence is varied and it includes the testimonies of the party and material
witnesses, admissible hearsay, documentary and things (often described as real evidence), without
which the party might not succeed to establish the requisite degree of credibility concerning a fact in the
mind of the court or tribunal of fact such as a jury. It is trite law that matters that are capable of proof
must be proved by producing sufficient evidence so that on all the evidence a reasonable mind could
conclude that the existence of the fact is more reasonable than its non-existence. This is a requirement
of the law on evidence under sections 10(1) and (2) and (11(2) and (4) of the Evidence Act, 1975, (NRCD
323).”

Again, in Takoradi Flour Mills vs. Samir Faris [2005-2006] SCGLR 882, the court explained the burden
cast by law on a plaintiff such as in the instant case. The court pointed out that:

“It is sufficient to state that this being a civil suit, the rules of evidence require that the plaintiff produces
sufficient evidence to make out his claim on a preponderance of probabilities, as defined in section 12(2)
of the Evidence Decree, 1975 (NRCD 323). In assessing the balance of probabilities, all the party in
whose favour the balance tilts is the person whose case is the more probable of the rival versions and is
deserving of a favourable verdict”

As already pointed out above, the 1st defendant has failed to lead sufficient evidence to convince the
court that the alleged stoppage of payment by the Ministry was what caused its indebtedness to the
plaintiff to bloat to the colossal amount which the plaintiff claims is owed it by the 1st defendant. Another
issue for consideration by the court is whether the Ministry is liable to indemnify the 1stdefendant.
Nonetheless, closely linked to this issue is whether or not the 1stdefendant is liable on the plaintiff's
claim. On this score it is worthy of note that the plaintiff has pleaded from paragraphs 6 to 16 of its
statement of claim that the 1st defendant applied for a loan facility from the plaintiff to enable it purchase
sewing machines, fabric and pay for labour to enable the 1st defendant supply 351,000 pieces of school
uniforms to the Ministry of Education. Subsequently, the plaintiff approved and disbursed an amount of
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GH[3,035,000 to the 1stdefendant to expire at the end of sixteen months that is on the 31st March 2011.
The interest payable on the facility was agreed at 6.5% per month. The defendants have, in paragraphs
2 of their statement of defence admitted all these averments by the plaintiff.

The court finds that the defendants also admitted, during cross examination, that the 1st defendant took
the loan from the plaintiff and even provided, together with the other defendants, security for the
repayment of the loan to the plaintiff. The defendants have also admitted, under cross examination, that
the 1st defendant has not discharged its obligations under the loan agreement by way of repaying the
loan which it took from the plaintiff. On the strength of the pleadings and the evidence before the court
including the admissions referred to above, the court finds and holds that the 1st defendant is indebted
to the plaintiff herein in the sum of GHf1, 967,821.72 being the amount owing on account of the loan
extended to the 1st defendant by the plaintiff in this matter.

The plaintiff has admitted that the loan transaction was between the plaintiff and the 1st defendant. Both
the plaintiff and the defendants have admitted that the 1st defendant has failed to discharge its
obligations under the loan agreement as a result of which the 1st defendant has not repaid the loan
granted it by the plaintiff.

The 1st defendant has further admitted that the Ministry of Education was not privy to the loan
agreement between the plaintiff and the 1st defendant. The Ministry has also not undertaken to
discharge any obligation owed by the 1stdefendant under the loan agreement. It is true that the Ministry
committed itself, in exhibit H, to effect payment for the supply of the uniforms in the joint names of both
the plaintiff and the 1st defendant. However, that undertaking is binding on the Ministry to the extent that
there is debt to be paid for school uniforms supplied by the 1st defendant. From the evidence before the
court, the 1stdefendant has admitted that, so far, it has supplied a total of 220,000 pieces of school
uniforms to the Ministry and that the Ministry of Education has paid fully for the cost of these unifor- -ms.
It therefore stands to reason that the Ministry cannot be held under the Undertaking in exhibit H to make
good debt owed by the 1st defendant to the plaintiff.

The reasons given by the defendants, in their statement of defence, for seeking indemnity from the
Ministry of Education, in respect of the claim being made by the plaintiff are that the Ministry breached
its contract with the 1st defendant when the Minister terminated or abrogated the agreement entered
between the parties on the 19th November 2009. The court wishes, however, to state, emphatically, that
the remedy for breach of contract is either a claim for recovery of damages or in certain circumstances
a claim for specific performance. See Republic v. Ghana Industrial Holding Corporation; Ex parte
Amartey Kwei and Others [1982-83] GLR 510. Indeed, it has never been the position of the law that
where a party claims that another is in breach of an agreement between them the claimant’s remedy lies
in indemnity except the contract specifically says so or the law imposes it by virtue of the nature of the
contract in question.

In their book, Law of Guarantees (7ed.), by G. Andrews and R. Millett published by Thomson Reuters
(Professional) UK Limited trading as Sweet and Maxwell (2015), the learned authors have stated at page
10 that:
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An indemnity, in its widest sense, comprises an obligation imposed by operation of law or by contract on
one person to make good a loss suffered by another. Thus, most contracts of insurance and all
contracts of guarantee fall within the broad definition. However, the expression “contract of indemnity”
is more often used to denote a contract where the person giving the indemnity does so by way of
security for the performance of an obligation by another.

Cheshire, Fifoot and Furmston on Law of Contract (15th ed.) defines indemnity at page 246 as one
which a party agrees to make good any liability that another person is held to be under. Again, indemnity
may arise in an agency situation. A party can pray another to indemnify him in an agency relationship.
The principal is at law responsible for indemnifying the agent against all losses incurred in the discharge
of the principal’s instructions Thus, in Baah Ltd. v. Saleh Brothers [1971] 1 GLR 119 the court held among
others that:

The relationship between the parties was that of an implied agency and on the general principles of
justice the plaintiffs acquired rights of reimbursement and indemnity in respect of expenses incurred in
conseguence of ordering goods at the request of the defendants.

It follows that one may, successfully, pray for indemnity if he can show that by operation of law he is
entitled to be indemnified or that he has entered into a contract with the other under which he is entitled
to be indemnified under the circumstances. Thus, in Boakye v. Asamoah and Another [1974] 1 GLR 38
the court recognised only the contractual aspect of indemnity when it stated that:

An indemnity was a contract whereby one party agreed to save the other from loss. A right to
contribution however would arise whenever a person who owed, with another, a duty to a third party and
was liable with that other to a common demand, discharged more than his proportionate share of that
duty.

However in the English case of Owen v Tate and Another [1975] 2 All ER 129, the English Court of
Appeal stated in no uncertain terms at page 133 that”

A right of indemnity is a right of restitution. It can arise, as the cases reveal, notwithstanding the absence
of any consensual basis.

Indeed the English court went ahead to hold at page 135 that:

If without an antecedent request a person assumes an obligation or makes a payment for the benefit of
another, the law will, as a general rule, refuse him a right of indemnity. But if he can show that in the
particular circumstances of the case there was some necessity for the obligation to be assumed, then
the law will grant him a right of reimbursement if in all the circumstances it is just and reasonable to do
SO.

In the instant matter, as already stated above, the claim being made by the plaintiff against the
defendants is the enforcement of a loan agreement between the plaintiff and the 1st defendant
company. As noted, the Ministry of Education was not privy to the said loan agreement and neither has
the Ministry any obligation to discharge under the said loan agreement. The obligation to repay the debt
is principally on the 1st defendant and secondarily on the 2nd and the 3rd defendants by virtue of the
guarantee and the security provided by them for the repayment of the loan in question. The court holds
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therefore that the plaintiff has not succeeded in leading or producing cogent evidence to show that the
Ministry of Education has an obligation to discharge under the said loan agreement for which the
non-performance of the Ministry makes it mandatory or equitable that the Ministry should be liable to
indemnify the 1st defendant. It is the further opinion of the court that the only circumstance under which
the Ministry would have been liable is if the 1st defendant had supplied school uniforms under the
contract for which the Ministry had failed to pay for in accordance with its undertaking to do so under
exhibit G and exhibit H. However, the overwhelming evidence on record shows that the Ministry of
Education had paid for all the 220,000 pieces of school uniforms supplied to it by the 1stdefendant. In
the circumstances, the court holds that the 1st defendant is not entitled to its claim of indemnity against
the third party herein. The 1stdefendant’s claim is therefore dismissed. Judgment is therefore entered
for the plaintiff against the defendants in the sum of GH}{1,967,821.72 together with compound interest
at the rate of 6.5% per month from the 1st August 2011 to the date of final payment.

COUNTERCLAIM The third party has counterclaimed against the 1st defendant for:

1. Delivery of 130,966 school uniforms or payment of the value of the 130,966 of the School Uniforms to
the Third Party. 2. Payment of Gh¢653,210.40 being the value of School Uniforms on 155,312 yards of
School Uniforms Fabric taken delivery of by the 1st Defendant and which the 1st Defendant had failed to
deliver. 3. Interest on the said sums. 4. Cost.

In response to the third party’s counterclaim, the defendants have averred in paragraph 21 of their
Amended Reply and Defence to Counterclaim that:

21. The Defendants will contend that the said uniforms fabrics are available for collection by the Ministry
of Education and aver that the said uniform fabrics were not sewn because the Ministry illegally
abrogated the contract for sewing the school uniforms as averred above and this act resulted in the
arrears owed to the Plaintiff to attract interest.

The evidence given by the third party on their counterclaim is that the 1stdefendant has delivered a total
of 220,004 school uniforms to the Ministry of Education out of the total agreed uniforms of 351,000 and
that, as a result, the 1st defendant has failed to supply about 130,966 school uniforms which are
therefore still outstanding. These school uniforms, which are yet to be supplied by the 1st defendant,
were to be sewn out from a quantity of 155, 312 yards of fabric valued at GHf652,310.40 which the 1st
defendant has collected from the fabric manufacturer. The 1st defendant does not deny that it has, in
fact, failed to supply 130,966 school uniforms, under the contract, to the Ministry of Education. The
testimony of the 1st defendant on the counterclaim is, as stated in paragraph 52 of its witness statement
that:

52. The Defendants will contend that the said uniforms fabrics are available for collection by the Ministry
of Education and aver that the said uniform fabrics were not sewn because the Ministry illegally
abrogated the contract for sewing the school uniforms as averred above and this act resulted in the
arrears owed to the Plaintiff to attract interest.

From the evidence on record, in respect of the counterclaim, the court can deduce that the Ministry of
Education has already paid for the cost of the fabric and that that is why the 1st defendant says that the
said “fabrics are available for collection by the Ministry of Education”. The reason given by the
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1stdefendant for failing to sew the 155,312 yards of fabric into school uniforms is, in the opinion of the
court, untenable. This is so because the 1st defendant has agreed under the contract, exhibit G herein,
that the 1st defendant was to be paid, as stated in paragraph 13 of the Special Conditions of Contract for
“each specified quantity delivered 21 days after the date of receipt of Claim Letter supported by the
Store Receipt Voucher and Acceptance certificate issued by the Purchaser's Authorised
Representative.”

This clause in the contract implies therefore that it was not the duty of the third party, the Ministry of
Education, to pre-finance the sewing of the school uniforms including the payment for the production of
the fabrics and, in the opinion of the court, the fact that the Ministry of Education, on occasions, went out
of its way to provide initial funding does not change the terms of the contract as agreed under clause
19.1 of the Contract Agreement.

The court holds therefore that the failure of the 1st defendant to sew the fabric, which it had lifted from
the fabric manufacturer, into school uniforms constitutes a breach of contract. The Ministry of
Education is therefore right to ask the 1stdefendant to pay for the value of the fabric which is given as
GH[652,310.40.

The court will therefore enter judgment for the third party and consequently order the 1st defendant to
pay the sum of GHJ652,310.40 to the Ministry of Education together with interest at the prevailing bank
rate from 4th June 2014, the date the counterclaim was filed, up to the date of final payment.

The court will award costs of GHJ100,000.00 in favour of the plaintiff against the defendants and
GH[50,000.00 in favour of the third party against the 1stdefendant.

Samuel K. A. Asiedu Judge, High Court IMAGE CREDIT: THAO NHU FROM

STUDIO JAPAN

—— LEGALISSUES — —

— Whether a government ministry’s alleged failure to pay for goods it procured could discharge the
supplier’s loan repayment obligation to a third-party financier.

— Whether the Ministry of Education could be held liable as indemnifier for a loan to which it was
not a party.

— The scope of privity of contract in commercial transactions for government procurement in
Ghana.

— Whether Kwashie Tailors established any legal or contractual basis for the indemnity it sought
from the Ministry.
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Trademark - Opposition - Confusing similarity - SWATCH - iWATCH - i-prefix family of marks - Holistic comparison -
South Africa

—— HEADNOTE ——

In assessing whether two marks are confusingly similar for purposes of an opposition under
sections 10(12), 10(14), and 10(17) of the Trade Marks Act 194 of 1993, a court must compare
the marks holistically rather than by dissecting their components. Membership in a family of
i-prefixed marks does not of itself render a competing mark confusingly similar to SWATCH;
the overall impression conveyed by each mark must be evaluated independently on the
evidence.

HELD Appeal dismissed with costs. The Court upheld the Gauteng High Court’s finding that the
marks SWATCH and iWATCH were not confusingly or deceptively similar under sections
10(12), 10(14), and 10(17) of the Trade Marks Act 194 of 1993.

—— RULING — UNTERHALTER AJA (WALLIS, MOCUMIE, MAKGOKA JJA AND GORVEN AJA CONCURRING) ——

AJA (WALLIS, MOCUMIE and MAKGOKA JJA and GORVEN AJA concurring)

[1] The respondent, Apple Inc. (‘Apple’) applied to register its IWATCH trade mark in classes 9 and 14.
The appellant, Swatch AG (Swatch SA) (‘Swatch’), opposed these applications. Swatch is the proprietor
of the trade mark registration no. 1986/04168 in class 14, under the representation SWATCH. Swatch’s
opposition relied upon ss 10(6), 10(12), 10(14) and 10(17) of the Trade Marks Act 194 of 1993 (‘the Act)). In
essence, Swatch contended that the IWATCH and SWATCH marks are confusingly similar and thus the
IWATCH mark, in respect of the classes of goods for which registration was sought, was likely to

deceive or cause confusion.

[2] Swatch’'s opposition was brought before the Registrar of Trade Marks who transferred the
proceedings to the high court in terms of s 59(2) of the Act. Fabricius J heard the matter and dismissed
the opposition with costs. Upon an application of the well-established considerations set out in
Plascon-Evans Paints Ltd v Van Riebeeck Paints (Pty) Ltd 1984 (3) SA 623 (A), he found that the trade
marks IWATCH and SWATCH were not confusingly similar. With his leave, Swatch appeals to this court.
The parties agreed that the appeal may be disposed of without the hearing of oral argument, and, in
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terms of s19(a) of the Superior Courts Act 10 of 2013, we decided to do so.

[3] In the high court, Swatch did not pursue its opposition under s 10(6). Before us, Swatch’s opposition
relied upon ss 10(12), 10(14) and 10(17) of the Act. Although these provisions have certain distinctive
requirements, absent a finding that, upon a proper comparison, the two marks are deceptively or
confusingly similar, Swatch’s grounds of opposition cannot prevail. It is to this central issue that | turn.

[4] The considerations that are relevant in the comparison of two marks, to determine whether they are
deceptively or confusingly similar, are to be found in Plascon-Evans, and the cases that have followed
and elaborated upon that exposition. These considerations were common ground before us. Their full
repetition would be otiose. Among the matters that may be informative to make a proper comparison are
the following. What are the visual, aural and conceptual similarities of the marks? The overall impression
given by the marks is salient, bearing in mind their distinctive and dominant components. How would the
marks be perceived by the average consumer, in the relevant market, who is reasonably well-informed
and observant, taking account of the type of goods and how they are marketed? The consumer may not
encounter the goods bearing the marks at the same time and place, and an allowance should thus be
made for the consumer’s imperfect recollection of the marks. The degree of similarity of the goods
should be considered in relation to the degree of similarity of the marks. The greater the similarity of the
goods the more it may offset some differences in the marks, just as greater distinctiveness of the goods
may require greater similarity of the marks in order to justify an affirmative finding of the likelihood of
confusion. [5] The two marks that require comparison are these:

[6] Swatch contended that there are obvious similarities. Both trade marks consist only of letters, they
employ no logos or other distinguishing matter, although Swatch frequently uses its mark in conjunction
with a reproduction of the Swiss national flag. Both have the common element of WATCH, preceded by
a single-letter prefix. That one mark starts with an S and the other with an | does little to provide visual
differentiation. Furthermore, so it was submitted, the marks sound similar when spoken. Neither
SWATCH nor IWATCH have any meaning, at least when used in relation to watches. These are the very
goods covered by Apple’s class 14 application and they are identical to the goods covered by Swatch’s
class 14 registered mark, that is to say, ‘horological and chromatic instruments; watches; clocks;
timepieces’.

[7]11 proceed to make a visual, aural and conceptual comparison of the marks. In doing so, | discard from
consideration any preconceived notions associated with two such well-known brands in the market:
Swatch and Apple. The ubiquity and durability of the two brands might give rise to an implicit assumption
of their distinctiveness, with the impermissible entailment that the two marks at issue in this case are
distinctive and hence are not confusingly similar. That is not the exercise of comparison enjoined by the
authorities to which | have referred. The court’s obligation is to compare the marks themselves, and not
to permit something external to the marks to intrude upon the process of comparison. Rather, from the
vantage point of the average consumer, in the relevant market, what does a comparison of the marks
yield as to their similarity and differences so as to determine the ultimate issue as to whether the marks
are deceptively or confusingly similar.

[8] As to a visual comparison of the marks, both marks make use of a common element, the word
‘WATCH’, which does make for some visual similarity. However, the use of the same descriptive word, of
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a commonplace item, serves to place greater emphasis on the significance of the prefix in each of the
marks. It is the 1" in IWATCH that is the visual differentiator of the mark. So too, the joining of ‘S’ to
‘WATCH’, to make up the word ‘SWATCH’, provides a visual cue based on the word rather than its
component parts. These features of the marks give rise to a clear visual differentiation.

[9] As to the aural comparison, the ‘I’ joined to ‘WATCH’ makes up a word of two syllables pronounced,
without phonetic exactitude, as ‘eyewatch’ or ‘ayewatch’. That sounds very different from the
monosyllabic word SWATCH, when spoken. Something was made by Apple of the fact that swatch is an
ordinary word in the English language meaning a small sample of fabric intended to demonstrate the
look of a larger piece. The proposition advanced was that consumers seeing or hearing the mark
SWATCH would associate it with the English word, an association entirely remote from IWATCH. |
attach no weight to this consideration. | am doubtful that the average consumer would readily call to
mind an association between a watch and a small sample of fabric. However, even shorn of any such
association, and taking SWATCH as an unmoored word, an aural comparison of IWATCH and SWATCH
indicates a clear difference.

[10] As with the visual comparison, there is some conceptual identity in that both marks reference
WATCH. However, as | have already observed, the use of the word ‘watch’ is a descriptive word. The
SWATCH mark enjoys no distinctiveness by incorporating a descriptive word of obvious relevance to
the goods in respect of which the mark is registered. As this court made plain in Yuppichef Holdings
(Pty) Ltd v Yuppie Gadgets Holdings (Pty) Ltd [2016]; ‘ ... it is not the purpose of trade marks or copyright
to enable people to secure monopolies on the commons of the English language.’ There is good reason
to avoid attaching exclusive rights to common descriptors. And in consequence, little reason to attach
significance to the use of the word WATCH as a point of conceptual identity. [11] There is a further
consideration that supports the same conclusion. Swatch is the proprietor in South Africa of the trade
mark SWATCH. The trade mark registration is endorsed as follows: ‘Applicants admit that registration of
this trade mark shall not debar other persons from the bona fide descriptive use in the ordinary course
of trade of the word WATCH.’

Swatch enjoys no exclusive right to the use of the word WATCH when, as here, Apple has sought to
secure the registration of IWATCH, and to use this mark in the ordinary course of its trade.

[12] Once the use of the word WATCH in both marks is deprived of conceptual significance, there is little
on this dimension of judgment to conclude that there is availing conceptual similarity between the two
marks.

[13] A visual, aural and conceptual comparison of the marks, | find, does not yield similarities of sufficient
significance to make the marks confusingly or deceptively similar. This conclusion is supported by the
following consideration. Swatch has emphasised in its founding affidavit that Swatch watches are
unique in terms of their engineering and marketing. Examples of the advertising of Swatch watches in
South Africa are attached to the founding affidavit. That material is clearly directed at discerning, fashion
conscious consumers. Apple’s descriptions of its product range in the answering affidavit leaves little
doubt that these products are innovative offerings, also made to discerning consumers. These
consumers are likely to be more affluent and more concerned with the precise brand of watch they
require. Consumers of this kind are less likely to be deceived or confused by the limited similarities
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between the marks.

[14] Apple contended that the likelihood of confusion was considerably diminished by the fact that over
the past 15 years Apple has established a family of i-prefix trade marks. The family is made up of the
iPod, iPhone, iPad, iTunes, and iCloud devices and services. Apple claimed that these products and
services have gained great popularity around the world, and in South Africa, and that a consumer who
encounters a new product from Apple with the letter i’ will recognise that the product and trade mark
form part of the Apple i-prefix family of trade marks and products.

[15] There is some controversy attaching to this contention. A family of marks may assist the opponent
in resisting the registration of a later mark that might appear to be a member of the opponent’s family of
marks. It is less clear that the family resemblance of an applicant’s later mark, that is sought to be
registered, may be used to dispel the likelihood of confusion with the opponent’s earlier registered mark.
There is no need to resolve this controversy in this case. The conclusion that there is no likelihood of
confusion or deception is robust, without regard to the evidence that the IWATCH would form part of a
family of i-prefixed trade marks.

[16] Swatch contended that the goods covered by Apple’s class 14 application are identical to the goods
covered by Swatch’s class 14 registered mark, and that Swatch’s class 14 goods are similar to many of
the goods covered by Apple’s class 9 trade mark application. Swatch invoked the proposition that the
greater the similarity of the goods covered by the marks, the lesser will be the degree of resemblance
required as between the marks to show the likelihood of confusion or deception. Swatch complained
that the court below had disregarded this consideration.

[17] Even on Swatch’s best case, that is, the identity of the goods in class 14 referencing watches and
clocks, in my view, on the analysis undertaken above, the SWATCH and IWATCH marks are sufficiently
distinctive, given the likely consumers of the products, that it remains unlikely that the marks will give rise
to deception or confusion.

[18] For these reasons, the appeal cannot succeed. The following order is made: The appeal is
dismissed with costs.

David Unterhalter Acting Judge of Appeal

—— LEGALISSUES ——
— Whether the marks SWATCH and iWATCH are confusingly or deceptively similar under sections
10(12), 10(14), and 10(17) of the Trade Marks Act 194 of 1993.
— Whether Apple’s ownership of a family of i-prefixed marks is relevant to the assessment of
confusing similarity with SWATCH.
— The correct methodology for comparing marks in opposition proceedings under the Trade
Marks Act.

SEEALSO

Puma AG Rudolf Dassler Sport v Global Warming (Pty) Ltd [2009] ZASCA 89 - Adidas AG & Another v Pepkor Retail
Ltd [2013] ZASCA 3
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Puma AG Rudolf Dassler Sport v. Global Warming
(Pty) Ltd

Court: Supreme Court of Appeal of South Africa

Date delivered: 11 September 2009

Citation: Puma AG Rudolf Dassler Sport v Global Warming (Pty) Ltd (408/08) [2009] ZASCA
89; 2010 (2) SA 600 (SCA); [2010] 1 All SA 25 (SCA)

Country: South Africa

Region: Southern Africa

Legal area: Intellectual Property — Trademark Infringement

Trademark - Stripe design - Footwear - Confusing similarity - Section 34(1)(a) - Notional royalty damages - South Africa

——HEADNOTE ——

Trademark infringement under section 34(1)(a) of the Trade Marks Act 194 of 1993 requires an
objective comparison between the registered mark and the allegedly infringing use, assessed
by the overall impression created on an average consumer. Where the stripe design on the
defendant’s footwear is not confusingly similar to the registered mark in that overall
impression, the infringement claim must fail. Notional royalty damages do not require proof of
actual loss, though this question need not be determined where no infringement is found.

HELD Appeal dismissed. Global Warming’s stripe design was not confusingly similar to Puma’s
registered trademarks, and no likelihood of consumer deception under section 34(1)(a) was
established. The High Court’s dismissal of the infringement claim was upheld.

—— RULING — COURT ——

: High Court of South Africa (CPD): NTSEBEZA AJ sitting as court of first instance:
The appeal is dismissed with costs
JUDGEMENT: HARMS DP (HEHER, VAN HEERDEN, MAYA JJA AND WALLIS AJA concurring):

[1] The appellant, Puma AG Rudolf Dassler Sport, instituted a trade mark infringement action against the
respondent, Global Warming (Pty) Ltd. Two trade marks were in issue. Puma sought relief by way of an
interdict and damages calculated on a notional royalty basis. The high court, after hearing evidence,
dismissed the claim with costs. The appeal is with the leave of this court.

[2] Puma relied on s 34(1)(a) of the Trade Marks Act 194 of 1993, which provides that the rights acquired
by registration of a trade mark are infringed by the unauthorized use in the course of trade in relation to
goods or services in respect of which the trade mark is registered, of an identical mark or of a mark so
nearly resembling it as to be likely to deceive or cause confusion.
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[3] The issues on infringement are limited particularly because the two trade mark registrations were
not impinged. Both are registered in class 25 for footwear of all types and descriptions, and for clothing.
Their particulars are these:

(a) The first mark, TM 1980/05551, consists of a device described in the admissions section of the
registration certificate as a ‘tapering stripe on the side of the shoe or boot as depicted'. It runs from the
upper portion of the heel to meet the sole at the middle of the shoe. The stripe contains two dotted lines
that follow its curvature. They appear to consist of or be in the form of stitching. A disclaimer states that
the registration gives no right to the exclusive use of the stylised shoes as depicted by means of dotted
lines. The word PUMA appears above the stripe. PUMA is an associated word mark held under TM
78/05750. A representation of this mark is attached.

(b) The second, TM 1982/04607, consists of a similar device but differs from the first mark in the
following respects: the device is not limited to use on the side of a shoe; it is of one colour and there are
no dotted lines; and there is a blank space in the tapering stripe close to its widest end. The registration
contains an undertaking by Puma that, in use, the blank space appearing in the mark will be occupied
only by matter of descriptive or non-distinctive character, or by a registered trade mark, or it will be left
blank. Another difference between the marks is that the name mark PUMA does not form part of the
registered mark. Because of the poor quality of the photocopies in the record the attached
representation of the mark does not reflect the blank space.

[4] Global is in the business of having shoes made for it on order, and marketing them. A photograph of
the shoe with the alleged infringing mark is attached to this judgment. The words ‘DT NEW YORK’
appear on the tongue and the side of the shoe. A stripe runs from the heel. The stripe tapers slightly and
then splits in two with a distinct intruding section, more or less like an inverted thumb, in a contrasting
colour. One leg has a curve in the direction of the heel. There are, as in the first registration, dotted lines
but whether they are, in the light of the disclaimer, to be discounted for purposes of determining
infringement was not argued and need not be decided.

[5] The first question that springs to mind is this: what is Global’'s trade mark as represented on the
shoe? | would have thought that it is DT NEW YORK. Puma’s counsel argued otherwise because, he
said, these words are meaningless. Trade marks more often than not are objectively meaningless
(because if they have a

[6] The second question that springs to mind is whether the stripe on Global's shoe, which is not
substantially the same as the marks in issue, would have been perceived by the purchasing public as a
source identifier or as an adornment. Since counsel did not address the issue squarely it is not
necessary to consider this question or the effect of the recent judgment of the European Court of
Justice in the Adidas case where the issue was whether the use of two stripes on sportswear could
infringe Adidas’s three-stripe motif trade mark or whether it would have been perceived as a mere
adornment.

[7]11f Global’s stripe has trade mark significance, as Puma contends, regard must be had to the whole of
its mark, which consists of the stripe with the name, to determine whether it so nearly resembles any of
Puma’s marks as to be likely to deceive or cause confusion. Once that is recognized, Puma’s reliance of
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the first registration is doomed because of the prominence on the name PUMA.

[8] That brings me to a consideration of the second registration. The trial court relied on Cowbell for the
proposition that the decision about the likelihood of confusion or deception involves a value judgment;
that a global appreciation is required; that regard must be given to the overall impression given by the
marks; and that registered trade marks do not create monopolies in relation to concepts or ideas. The
court also had regard to the factors set out in Plascon Evans that have to be taken into account in
determining the question whether there is a probability or likelihood of confusion. It held that the average
consumer would have had regard to the fact that DT NEW YORK was part of the trade mark and would
have noted that the two stripes are significantly different and, consequently, that Global’'s mark was not
confusingly or deceptively similar.

[9] As counsel for Puma reminded us, the question of the likelihood of confusion or deception is a matter
of first impression and that one should not peer too closely at the registered mark and the alleged
infringement to find similarities and differences. As a matter of first impression | came to the same
conclusion as did the trial court. Argument did not convince me to the contrary, and in my view the trial
court was correct in its eventual judgment.

[10] The court did, however, have regard to matters that were not permissible to consider. These
included the fact that the mark on Global's packaging differed from that used on the shoe; that Puma
after instituting action in this case applied for registration of a trade mark that approximated Global’s
stripe; and that Puma did not produce in evidence, as it undertook to do, a shoe with either of these trade
marks. These factors might have been relevant in a passing-off situation but they are not in a trade mark
infringement case which requires an objective comparison between the registration and the
defendant’s actual use.

[11] The fact that the test is objective impinges on another aspect of Puma’s case. It sought to rely on the
subjective intention of Global in adopting the stripe to support a finding of infringement. The first
problem with the argument concerns the evidence. Global sought to produce a shoe that approximated
the Puma Sprint shoe without infringing its trade marks. The photograph of the Sprint shoe, as
reproduced in the record, does not appear to bear either of the two registered marks in issue although it
could be considered to be an adaptation of the first mark. In any event, there are other aspects to the
argument. The first is that the intention to compete must not be confused with the intention to mislead.
The second is that the subjective intention of a defendant could hardly assist in deciding the objective
question of the likelihood of deception or confusion. The New Zealand Court of Appeal in Advantage
Group Ltd v ADV E-Commerce Ltd [2002] NZCA 282 quoted in this regard McCarthy on Trademarks
and Unfair Competition (4 ed), para 13.22 with approval:

‘Almost all of the modern decisions have shifted the emphasis away from the defendant's subjective
mental state, and have placed prime importance upon the issue of likelihood of confusion and
consequent consumer deception. That is, the objective facts of probable customer confusion are more
important than trying to determine what was going on in the defendant's mind.’

One could test the proposition by asking whether the intention of a defendant not to confuse or deceive
could assist in a defence of non-infringement. The answer must be in the negative because as an
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Arizona court quoted by McCarthy has said: ‘Both the first user and the public may be as readily
wounded by the ostrich as the fox.’

[12] The court below, unnecessarily, expressed a view about Puma’s claim for a notional royalty, stating
that the claim could not have succeeded in the absence of proof of actual loss. In this regard the court
erred. The object of permitting a claim for damages in the form of notional royalties is to obviate proof of
actual loss, something extremely difficult to establish in intellectual property infringement cases. As
Learned Hand J explained,

‘The whole notion of a reasonable royalty is a device in aid of justice, by which that which is really
incalculable shall be approximated, rather than that the patentee, who has suffered an indubitable
wrong, shall be dismissed with empty hands.’

All a claimant has to prove is the number of infringing articles and the reasonable royalty rate.
[13] It follows that the appeal stands to be dismissed and the appeal is accordingly dismissed with costs.

L T C Harms Deputy President

—— LEGAL ISSUES ——

— Whether the stripe design on Global Warming’s footwear was confusingly similar to Puma’s
registered trademarks under section 34(1)(a) of the Trade Marks Act 194 of 1993.

— The correct methodology for objectively comparing marks in a trademark infringement analysis.

— Whether notional royalty damages require proof of actual loss.

SEEALSO
Swatch AG (Swatch SA) v Apple Inc. [2021] ZASCA 11 - Adidas AG & Another v Pepkor Retail Ltd [2013] ZASCA 3
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Bata Limited v. Face Fashions CC and Another

Court: Supreme Court of Appeal of South Africa

Date delivered: 29 September 2000

Citation: Bata Ltd v Face Fashions CC and Another (206/98) [2000] ZASCA 192; 2001 (1) SA
844 (SCA)

Country: South Africa

Region: Southern Africa

Legal area: Intellectual Property — Trademark Infringement

Trademark - POWER mark - POWER HOUSE - Overall impression - Average consumer - Holistic comparison - Section
34(1)(a) - South Africa

—— HEADNOTE ——

Where two marks share a common element, the likelihood of consumer deception is assessed
by comparing the marks holistically — in the overall impression each creates on the average
consumer — rather than by isolating shared components. Where that holistic comparison
reveals sufficient distinction between the marks, no infringement arises under section 34(1)(a)
of the Trade Marks Act 194 of 1993, notwithstanding the common element.

HELD Appeal dismissed with costs. The marks “POWER” and “POWER HOUSE”, assessed
holistically, were sufficiently different and unlikely to deceive or confuse an average
consumer. “POWER HOUSE” created a distinct overall impression and did not infringe the
appellant’s registered trademarks under section 34(1)(a).

—— RULING — SMALBERGER, VIVIER, NIENABER, HARMS JJA AND MELUNSKY AJA ——

: High Court of South Africa (DCLD): MESKIN J sitting as court of first instance:
The appeal is dismissed with costs.
JUDGEMENT: SMALBERGER, VIVIER, NIENABER, HARMS JJA and MELUNSKY A

MELUNSKY AJA : [1] On 19 November 1997 Meskin J reserved judgment in an opposed application
brought by the appellant against the respondent in the Durban and Coast Local Division. Thereafter he
prepared a draft of a judgment in manuscript. During December 1997, and before judgment was
delivered, the learned judge was regrettably killed in a motor vehicle accident. In January 1998 the
parties to the application agreed to be bound by the draft subject to their rights of appeal. Pursuant to
the agreement Broome DJP handed down the late Meskin J's draft as a judgment of the Court and in
terms thereof ordered that the application be dismissed with costs. Some months later Galgut J granted
the appellant leave to appeal to this Court against the judgment and order. In the circumstances the
appeal is properly before us.
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[2] The appellant is a company incorporated under the laws of Canada. It is the proprietor of a number of
trade marks which were duly registered in class 25 under the Trade Marks Act, 62 of 1963. For the
purposes of the appeal six of the trade marks have relevance, namely: Trade Mark B71/4510, consisting
of the word “Power”, with date of registration 4 October 1971, in respect of “all footwear”; Trade Marks
B76/2864 and B76/2866, each consisting of the word “Power” and device, with dates of registration 9
June 1976, in respect of “all footwear”; Trade Mark 83/4033, consisting of the words “Power Points”,
with date of registration 23 June 1983, in respect of “articles of clothing including footwear of all kinds”;
Trade Mark 84/2701, consisting of the word “Power”, with date of registration 3 April 1984, in respect of
“articles of clothing”; Trade Mark B84/4186, consisting of the word “Power” and device, with date of
registration 9 May 1984, in respect of “clothing, including boots, shoes and slippers”. Futura Footwear
Limited (“Futura”) is a company incorporated under the company laws of South Africa with its principal
place of business in Pinetown, KwaZuluNatal. It is licenced and permitted by the appellant to use
approximately 400 trade marks which the appellant holds, including the six specified above. Futura uses
the Power and Power and device marks on footwear which it both manufactures and imports for re-sale
in South Africa and Southern Africa. It also sells items of clothing on which the said trade marks are
displayed. [3] The second respondent is a member of the first respondent, a close corporation which
carries on business in Kloof, KwaZulu-Natal. He is also a member of another close corporation, Power
House CC, which carries on business at the same address as the first respondent. Power House CC is
authorised by the first respondent to manufacture and sell clothing under the name “Power House” or
“Powerhouse”, usually, but not invariably, accompanied with a distinctive dog device. The first
respondent and Power House CC have consistently used these trade marks on clothing since 1987 and
on 3 July 1997 the first respondent became the registered proprietor of the dog device.

[4] The appellant seeks an order restraining the respondents from, inter alia, making or selling articles of
clothing “bearing the trade marks Power or Power House or Powerhouse”. In addition it sought an order
interdicting the respondents from passing off the said clothing “as having an association or being
connected with the business or goods of the [appellant]”.

[5] The issues relied upon on the appellant’s behalf in this Court are considerably narrower than those
raised in the court a quo and in the heads of argument which, | add, were not prepared by the appellant’s
leading counsel on appeal. In this Court counsel expressly disavowed placing reliance upon passing off
and confined his argument to the submission that the respondents had infringed the appellant’s trade
mark registrations in terms of ss 34(1)(a) and (c) of the Act. A submission that the respondents had
infringed the registrations in terms of s 34(1)(b), which was raised in the court a quo, was not persisted in
on appeal.

[6] Before dealing with the essence of the appellant’s argument relating to the alleged s 34(1)(a)
infringement, one matter, which initially seemed to be a point of contention, may be disposed of. It
concerns a submission raised on the appellant’s behalf in the court a quo and the heads of argument to
the effect that the mere use of the word “Power” by the respondents, although not used alone but in
conjunction with another word, constitutes an infringement simply because it is “use ... of an identical
mark”. This submission, too, was not persisted in on appeal. Indeed, | understood counsel to accept,
quite correctly in my view, that the argument could not prevail in view of the judgment of Schutz J in
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Standard Bank of South Africa Ltd v United Bank Ltd and Another 1991 (4) SA 780 (T) at 786 et seq. It is
only necessary to mention that although Standard Bank was decided under the Trade Marks Act of
1963, which made no express reference to an identical mark, this Court held in Berman Brothers (Pty)
Ltd v Sodastream Ltd and Another 1986 (3) SA 209 (A) at 232H-233A, that the reference to the use of a
mark “so nearly resembling” a registered mark in the 1963 Act, impliedly included the use of an identical
mark (see Standard Bank at 786 E-G and 795I).

[7]In the result it was not contended on the appellant’s behalf that the infringement in terms of s 34(1)(a)
consisted in the respondents’ use of an identical mark. The contention was that the respondents make
use of a mark so nearly resembling trade marks 83/4033, 84/2701 and B84/4186 (in so far as the latter
mark relates to clothing) as to be likely to deceive or cause confusion. The respondents do not dispute
that the appellant and Futura make extensive use of the word “Power”, with or without a device, on
footwear and particularly on boots and shoes worn for sporting activities. They contend, however, that
very little use is made of the mark on clothing and, moreover, that its use on clothing is confined to
sportswear such as tracksuits, shorts, shirts and sweat tops, whereas the first respondent and Power
House CC use the “Power House” name on a different type of clothing, namely leisure wear worn by the
“trendy youth”. The short answer to the respondents’ contention is that in infringement proceedings a
Court has regard to the notional use to which the plaintiff may put its mark, that is to “all possible fair and
normal applications of the mark within the ambit of the monopoly created by the terms of the registration
..." (Plascon-Evans Paints Ltd v Van Riebeeck Paints (Pty) Ltd 1984 (3) SA 623 (A) at 641H-I). The trade
marks relied upon by the appellant in respect of the alleged infringement under s 34(1)(a) relate to
clothing generally. Consequently the nature of the clothing on which the mark appears, the market
aimed at by the appellant and the volume of its clothing sales are irrelevant considerations. It is therefore
clear that the respondents’ use of the word “Power House” is in relation to goods in respect of which
three of the appellant’s trade marks are registered.

[8] The only question that has to be decided in respect of the alleged infringements under s 34(1)(a) is
whether the appellant has established that a substantial number of persons will probably be deceived
into believing or confused as to whether there is a material connection in the course of trade between
the respondents’ clothing and the appellant’s trade mark (see Plascon-Evans at 640Gl). [9] In
considering this issue it is appropriate to apply the principles summarized by Corbett JA in
Plascon-Evans at 641A-E to the facts of the case. These principles are well known and need not be
repeated in detail. It suffices to say that not only should the marks be compared side by side but
consideration must be given to whether the average customer in the market place would probably be
deceived or confused by their similarity. Corbett JA made it clear that the main or dominant features of
the marks in question as well as the general impression and any striking features were all factors to be
considered in deciding whether there was a likelihood of confusion or deception. A similar approach
was adopted by the European Court of Justice in Sabel BV v Puma AG, Rudolf Dassler Sport [1998] RPC
199. At 224 it was said that the likelihood of confusion must “be appreciated globally” and that the “global
appreciation of the visual, aural or conceptual similarity of the marks in question, must be based on the
overall impression given by the marks, bearing in mind, in particular, their distinctive and dominant
components.” (See also The European Limited v The Economist Newspaper Limited [1998] FSR
283(CA) at290.)
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[10] Counsel for the appellant submitted that the common element in both marks, the word “Power”, was
likely to lead to confusion despite the fact that it is used in combination with the word “House” on the
first respondent’s clothing. If full effect is given to this argument it would result in the appellant having a
virtual monopoly to use the word “Power” on clothing. According to the evidence, however, there are
numerous trade mark registrations in South Africa in respect of clothing which incorporate or include
the word “Power”. It is an ordinary word in everyday use, as distinct from an invented or made-up word,
and it cannot follow that confusion would probably arise if it is used in combination with another word.

[11] What has to be considered, therefore, is whether the notional customer of average intelligence,
viewing the marks as a whole or looking at the dominant features of each mark, is likely to be confused
or deceived into believing that clothing bearing the words “Power House” have a connection in the
course of trade with the “Power” trade mark. In deciding this issue | have regard only to the respondents’
Power House mark without the distinctive dog device. In my view the common element of the appellant’s
and the first respondent’s marks is of minor significance when the marks are looked at as a whole. It is
not possible to ignore the word “House” in the first respondent’s mark. | have considerable difficulty in
imagining that the notional purchaser of the first respondent’s clothing would focus attention only on the
word “Power”. The word “House” is as significant as the word “Power” and the two words used together
sufficiently distinguish the first respondent’s clothing from that of the appellant.

[12] The result is the same whether the two marks are viewed side by side or in the market place where
clothing is sold. The overall impression which is created is that the marks do not resemble each other
closely and the average customer would not be confused or deceived into believing that clothing
bearing the “Power House” mark is clothing made or sold by the appellant. Accordingly it has not been
established that the marks resemble each other so closely that deception or confusion is likely to arise.
The appellant’s contentions based on s 34(1)(a) must therefore fail.

[13] The remaining argument relates to the respondents’ alleged infringement of the appellant’s trade
marks registered in respect of footwear on the respondents’ clothing in terms of s 34(1)(c) of the Act.
The section was introduced for the first time in 1993 to provide protection against the dilution of a
registered trade mark by the unauthorised use of an identical or similar mark in relation to any goods or
services, notwithstanding the absence of confusion or deception. A plaintiff who relies upon an
infringement in terms of s 34(1)(c) needs to establish:

(a) the defendant’s use of a mark identical or similar to the plaintiff's registered mark;

(b) that the use - (1) is unauthorised; and (2) is in the course of trade; and (3) would be likely to take unfair
advantage of, or be detrimental to, the distinctive character or the repute of the plaintiff's registered
mark; and

(c) that the plaintiff’s registered mark is well known in the Republic. (The proviso to s 34(1)(c) has no
application to this matter.) For the purposes of the appeal requirements (b)(i) and (ii) are not in issue.
Furthermore, and despite a submission to the contrary by the respondents’ counsel, it seems
reasonable to hold that the appellant’s “Power” mark on footwear is well known in South Africa. The
essential matters in dispute relate to requirements (a) and (b)(3).
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[14] The appellant’s counsel did not contend that the first respondent’s mark on clothing and the
appellant’s mark on footwear were identical. He submitted, however, that they were similar and that the
similarity consisted in the use of the word “Power” which is common to both marks. This submission
must be considered without reference to the likelihood of confusion or deception. The word “similar” is
“almost always a difficult word to construe” (see Union Government (Minister of Finance) v Gowar 1915
AD 425 at 443). As Schreiner ACJ mentioned in R v Revelas 1959 (1) SA 75 (A) at 80 B-C, there are

“degrees of similarity or likeness, some approaching, and exceptionally perhaps even reaching,
sameness, others amounting to no more than a slight resemblance. The similarity may be basic or
superficial, general or specific”.

“Similar” must obviously be construed in the context in which it appears and in my view it should not be
given too wide or extensive an interpretation for the purposes of s 34(1)(c). The section, while seeking to
preserve the reputation of a registered mark, introduces a new concept into South African law. If the
word “similar” is given too extensive an interpretation the section might have the effect of creating an
unacceptable monopoly to the proprietor of a trade mark and thus unduly stultify freedom of trade. |
doubt whether the legislature could have intended such a result. | am inclined to hold, therefore, that the
section does not apply if the two marks are similar merely because they contain features of the same
kind or because there is a slight resemblance between them. In OED (vol XV, p 490) one of the
meanings given to “similar” is “having a marked resemblance or likeness”. This seems to be an
appropriate meaning to be given to the word for the purposes of the section. The first respondent’s
mark might possibly be regarded as having a slight or superficial resemblance to those of the appellant
but the likeness between the two is not sufficiently close or marked to enable this Court to hold that they
are similar for the purposes of s 34(1) (c).

[15] Although that effectively disposes of the appellant’'s argument, | should briefly deal with the
submission, put forward on its behalf, that requirement (b)(iii) above was satisfied. The deponent to the
founding affidavit stated that the appellant’s trade mark registrations had been infringed because, inter

alia—

“By using the word POWER, the word POWERHOUSE or words POWER HOUSE, the Respondents are
making unauthorised use in the course of trade, in relation to clothing, of marks which are either identical
or similar to the Appellant’s registered marks which are well known within the Republic; and the use of
such marks is likely to take unfair advantage of and be detrimental to both the distinctive character and
the repute of the Appellant’s registered trade marks.”

The aforesaid statement is merely a repetition of the section. It amounts to nothing more than a
conclusion of law. No particulars were furnished of the respects in which the use of the mark would be
likely to take unfair advantage of or be detrimental to the distinctive character or repute of the
appellant’s trade marks. In the absence of evidence to support the contention put forward in the affidavit
it is in this case not possible to hold that requirement (b)(iii) was established. On this point, too, the
appellant cannot succeed.

[16] The result is that the appeal is dismissed with costs.

L S Melunsky Acting Judge of Appeal
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—— LEGAL ISSUES ——

— Whether a mark sharing a common element with a registered trademark infringes that trademark
under section 34(1)(a) of the Trade Marks Act 194 of 1993,

— The correct methodology for assessing the overall impression created by a mark for the
purposes of the consumer deception test.

— The standard of care attributed to the notional average consumer in trademark infringement

disputes.
SEE ALSO
Puma AG Rudolf Dassler Sport v Global Warming (Pty) Ltd [2009] ZASCA 89 - Adidas AG & Another v Pepkor Retail
Ltd [2013] ZASCA 3
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Adidas AG and Another v. Pepkor Retail Limited

Court: Supreme Court of Appeal of South Africa

Date delivered: 28 February 2013

Citation: Adidas AG & another v Pepkor Retail Limited (187/12) [2013] ZASCA 3 (28 February
2013)

Country: South Africa

Region: Southern Africa

Legal area: Intellectual Property — Trademark Infringement - Passing Off

Trademark - Three-stripe mark - Two-stripe and four-stripe - Well-known mark - Passing off - Trade dress - Sporting
footwear - South Africa

—— HEADNOTE ——

The renown of a registered trademark does not diminish the likelihood of consumer deception
— it increases it. Where a respondent uses a stripe configuration on sporting footwear that
constitutes trademark use rather than mere decoration, and where the overall get-up
incorporating those stripes creates a risk of confusion with a registered mark, both trademark
infringement under section 34(1)(a) and passing off are established. An appellate court will
reverse a first instance finding that failed to apply these principles correctly.

HELD Appeal upheld. Pepkor’s use of two-stripe and four-stripe configurations on its footwear
constituted trademark use, not mere decoration. The four-stripe marks infringed Adidas’s
registered three-stripe trademarks. Pepkor's get-up incorporating four stripes also
constituted passing off. The Western Cape High Court’s contrary finding was reversed.

—— RULING — COURT ——

: Western Cape High Court, Cape Town (Allie J sitting as court of first instance):

1. The appeal is upheld with costs, such costs to include the costs of two counsel. 2. The order of the
court a quo dismissing the application with costs is set aside and replaced by the following order:

‘(a) The respondent is interdicted and restrained from infringing the first applicant’s rights acquired by
the registration of trademarks numbers 1957/01959, 1995/12283, 1980/6446 and 2000/18582 (‘the
registered trademarks’) by using in the course of trade in relation to goods for which the registered
trademarks are registered, a mark consisting of four parallel stripes of a colour or material different from
the colour or material of the footwear, and on the outside of the uppers of the footwear, to which they
are applied, as represented in annexures TB8 and TB9 to the founding affidavit of Timothy George
James Behean (‘the infringing marks’) or any other mark so nearly resembling the registered trademarks
as to be likely to deceive or cause confusion as contemplated in s 34(1)(a) of the Trade Marks Act 194 of
1993 (‘the Act);
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(b) The respondent is directed to remove the infringing marks from its footwear and, where the
infringing marks are inseparable or incapable of being removed from the respondent’s footwear, it is
ordered that all such footwear be delivered to the first applicant as provided for in s 34(3)(b) of the Act;

(c) An enquiry is directed to be held for the purposes of determining the amount of any damages (as
contemplated in s 34(3)(c) of the Act) or reasonable royalty (as contemplated in s 34(3)(d) of the Act) to
be awarded to the first applicant as a result of the infringement of the first applicant’s rights acquired by
the registration of the registered trademarks, in accordance with such procedures as this Court may
deem fit (as contemplated in s 34 (4) of the Act), and that the respondent pay the amount found to be
due to the first applicant;

(d) The respondent is interdicted and restrained from passing off its footwear as being that of the
applicants or as being connected in the course of trade with the applicants by using in relation thereto a
get-up as depicted in annexures TB9, TB10 and TB11 to the founding affidavit of Timothy George James
Behean (including such trademarks as depicted in those annexures) or any other get-up (including any
trademarks) so closely resembling the get-ups (including any trademarks) of the applicants’ footwear as
depicted in paragraph 24 of the founding affidavit of Timothy George James Behean as to be likely to

deceive or cause confusion;

(e) An enquiry is directed to be held for the purposes of determining the amount of any damages to be
awarded to the applicants as a result of the respondent’s passing off as aforesaid and that the
respondent pay the amount found to be due to the applicants and it is directed that, in the event of the
parties being unable to reach agreement as to the further pleadings to be filed, discovery, inspection, or
other matters of procedure relating to the enquiry, either party may make application to the court for
directions in regard thereto;

(f) The respondent is ordered to pay the costs of the application, including the costs of two counsel.’

JUDGMENT SOUTHWOOD AJA (BRAND, HEHER AND PETSE JJA AND ERASMUS AJA
CONCURRING):

[1] The first appellant, a German corporation, the parent company of the Adidas group of companies,
and the second appellant, a Netherlands corporation, and a wholly-owned subsidiary of the first
appellant, brought an application against the respondent in the Western Cape High Court, Cape Town,
in which they alleged that the respondent was infringing the first appellant’s rights in respect of four
well-known three stripe trademarks and that the respondent was passing off its sporting footwear as
that of the appellants. The respondent brought a counter- application for the entry of disclaimers in
terms of s 15 of the Trade Marks Act 194 of 1993 (the Act). The court a quo (Allie J) found that the
respondent was not infringing the trademarks or passing off its goods as those of the appellants and
dismissed the application. The court a quo also dismissed the respondent’s counter-application. The
appellants appeal to this Court with the leave of the court a quo. The respondent has not sought to
cross-appeal.

[2] The nature and renown of the Adidas business, its products and trademarks was not in dispute and
may be briefly summarised. Mr Adi Dassler (Adidas is a combination of his names), who was both an
athlete and a shoemaker, founded the Adidas business in 1920. His aim was to create, for athletes,
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footwear of the highest quality and he developed shoes specially designed for almost every Olympic
sport. In doing so, he pioneered the use of technology in the development of athletic shoes and he
worked closely with leading athletes and trainers as well as experts in medicine and materials and
various other fields. The high quality of his adidas products was soon recognised and since 1928 an
increasing proportion of the athletes competing at the Olympic Games have worn his shoes. Adi Dassler
also designed soccer boots, which have also been particularly successful and these boots, including the
Predator soccer boot, have become the most widely worn soccer boots at the FIFA World Cup and the
European Soccer Championships. In 1967 Adi Dassler extended his range of products to include sports
clothing: tracksuits and jackets and then shorts and jerseys. In 1974 he began to manufacture and sell
sporting equipment such as bags, balls and tennis rackets. All these products have become very
successful and have been adopted by sportsmen and women all over the world. Over time the business
was taken over by the first appellant and, as it diversified, by other companies in the Adidas group of
companies.

[3] For many years the Adidas products have been extensively advertised, marketed and promoted
throughout the world, including South Africa, and the strategy of associating the products with top class
athletes has proved to be very successful. Adi Dassler devised the three stripe trademark and started
using it on the first appellant’s footwear in 1949. From the outset the focus was on the distinguishing
function of the three stripes and the slogan ‘die MARKE mit den 3 RIEMEN’ (‘the mark with the 3 stripes’)
was adopted. The first appellant’s advertising and promotional literature has always emphasised that
the first appellant’s products can be identified by the three stripe mark. In 1967 the business started
using the three stripe mark on clothing such as tracksuits, jackets and trousers. The three stripe mark
has become an exceptionally valuable and distinctive mark because of its high degree of visibility. This
enables Adidas products to be recognised and distinguished from a distance, something which is very
important in the field of sporting products because it enables Adidas products to be easily recognised
when worn by Adidas sponsored athletes and teams.

[4] As a result of its marketing and promotion and extensive and prominent use, the three stripe mark
has become highly distinctive and it is readily identified by consumers as a badge of origin of adidas
products. [5] The respondent is a South African company. It conducts retail businesses by means of
divisions such as Ackermans and Pep Stores, which, independently, carry on their businesses
throughout South Africa. Both sell clothing and footwear. Ackermans caters for the mass middle market.
It is a value retailer which sells, at low prices, everyday contemporary casual wear, as well as fashion
clothing and footwear and it also stocks an assortment of more styled products including national and
international brands. It sells the international ‘Hang Ten’ brand at its ‘Hang Ten” outlets. Pep Stores
carries on its business at more than 1 300 outlets. It is a cash business, has a low cost culture and it
keeps its margins as low as possible. It sources its merchandise both locally and internationally to
provide its customers with a wide range of good quality and fashionable merchandise. Pep Stores
caters for consumers in the lower to middle markets.

[6] For many years well-known manufacturers of sporting footwear, who market and sell their products
in South Africa, have applied stripes of all shapes and sizes to their products — sometimes one,
sometimes two and sometimes four or five and even more. The modern South African consumer is
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therefore exposed to such products and their getups and has to be able to distinguish between these
products and the appellant’s products.

[7] The first appellant is the proprietor of four trademarks, each consisting of three parallel stripes of a
specific configuration. The second appellant holds the rights in respect of the get-ups in respect of two
of the sports shoes involved in this case: the 2006 Predator soccer boot and the adi Racer/Tuscany
shoes. The appellants market and sell in South Africa, through adidas (South Africa) (Pty) Ltd, a
wholly-owned subsidiary of the first appellant, sporting footwear, particularly trainers, which bear the
appellants’ registered and unregistered three stripe trademarks. The South African company does this
through its own retail outlets as well as a variety of independent retail outlets such as Foschini, Edgars,
Sportsman’s Warehouse, The Cross Trainer and Studio 88. The appellants have been doing this for
many years and, as a result, the trademarks and the get-ups of their clothing and footwear are very well
known in this country. In about October 2007 the appellants discovered that Ackermans and Pep Stores
were selling trainers and soccer boots which prominently featured two and four parallel stripes which
the appellants considered to be an infringement of the first appellant’s four trademarks and also a
passing off by the respondent of its goods as being those of the appellants. The appellants’ attorney
addressed letters to Ackermans and Pep Stores demanding that they cease their wrongful conduct and,
after they refused to comply with the demands, the appellants launched their application for interdicts
and ancillary relief. It was clear from the respondent’s attorney’s letters that the respondent denied that
it was infringing the trademarks or passing off its trainers and soccer boots as those of the appellants by
using the two and four stripe marks and that it would continue to do so unless restrained by an interdict.
[8] In its answering affidavit the respondent said that it was no longer selling these goods when the
application was launched and contended that the court should not grant interdictory relief. However,
after the appellants demonstrated that the respondent’s contention was factually unfounded the
respondent did not persist with it. In any event the respondent’s attitude that it saw nothing wrong in
marketing its sporting shoes bearing the contentious marks was good reason for the appellants to
apprehend that the wrongful conduct complained of would continue. Against that background | shall first
consider the question of infringement.

[9] The first appellant relied on s 34(1)(a) of the Act for its case based on trademark infringement. The
section provides that the rights in respect of a trademark are infringed by the unauthorised use in the
course of trade in relation to goods in respect of which the trademark is registered, of an identical mark
or of a mark so nearly resembling the registered trademark as to be likely to deceive or cause confusion.
The section provides the same protection as s 44(1)(a) of the old Trade Marks Act3 and the principles
applicable to that section, laid down in the decided cases, are equally applicable to s 34(1)(a) of the Act.

[10] The first appellant’s trademarks are reproduced in the schedule at the end of this judgment. The
following features of these trademarks are of importance:

(1) Trademark No 1957/01959 is registered in Class 25 in respect of ‘sporting footwear of all kinds’ and
consists of ‘. .. three stripes of a colour different to the colour of the shoe to which they are applied. The
three stripes run parallel from the fastening downwards to the sole of the shoe and appear on both sides
as illustrated in the representation filed. The three stripes will run parallel to each other, be of equal width
and be equidistant from each other in the manner depicted in the representation affixed to the
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application’; (2) Trademark No 1995/12283 is registered in Class 25 in respect of ‘Clothing, footwear,
headgear’ and consists of ‘.. three equally spaced parallel stripes of the same colour, such stripes being
applied to the exterior of the goods covered by the specification. The colour of the stripes contrasts with
the colour of that part of the goods to which the stripes are applied. The length of the three stripes varies
according to the location of the stripes on the goods’;

(8) Trademark No 1980/06446 is registered in Class 25 in respect of ‘sporting footwear of all kinds’ and
consists of ‘... three stripes appearing on footwear in the position depicted in the representation affixed
to the application. The three stripes will run parallel to each other, be of equal width and be equidistant
from each other in the manner depicted in the representation affixed to the application’;

(4) Trademark No 2000/18582 is registered in Class 25 in respect of ‘articles of clothing including
footwear’ and consists of ‘.. . three equally spaced stripes, in one or more colours, on the outside of the
uppers of the footwear. The stripes are contrasting in colour or material with that part of the upper on
which they appear’.

[11] The first appellant alleged that the respondent was infringing its rights in terms of s 34(1)(a) of the Act
by using two and four parallel stripes of a particular configuration on six different items of sporting
footwear, which included five trainers and one soccer boot5 and are depicted in the schedule at the end
of this judgment. These are -

(1) The LDS Sports shoe bearing four stripes (annexures TB8 and AA16); (2) The Mens’ ATH Leisure
shoe bearing four stripes (annexures TB9 and AA17); (3) The soccer boot bearing four stripes
(annexures TB10, AA18 and AA19); (4) The Boys’ ATH Leisure shoe bearing four stripes (annexures
TB11, AA20 and AA21); (5) The ‘Hang Ten’ shoe bearing two stripes (annexures TB12, AA22 and AA23);
(6) The ‘Girls Must Have’ shoe bearing two stripes (annexures TB13, AA24 and AA25).

[12] Apart from denying any deceptive similarity between the two and four stripes applied to its footwear
and the first appellant’s trademarks, the respondent raised a number of other defences or contentions,
which it will be convenient to consider first.

[13] These are listed in the respondent’s counsels’ heads of argument as follows:

(1) The stripes on the respondent’s shoes are not used as trademarks, but as embellishments or
decoration. The respondent’s own or licensed trademarks, as depicted on the goods, serve to indicate
the source of the goods;

(2) The protection afforded by the first appellant’s registered trademarks is limited to three parallel
stripes (and not to any other number of parallel stripes) configured in terms of its trademark
registrations;

(3) The first appellant has impermissibly sought to expand the scope of the protection afforded by its
registered trademarks by claiming generic features of shoes as constituent elements of its trademarks.
Apart from the particular three-stripe configuration of its registered trademarks, the further ‘dominant
and striking’ features relied upon by the appellants for the impermissible extension of its monopoly are in
fact non-distinctive, ubiquitous, in the public domain and common to standard trainers featuring
fashionable, but commonplace, decorative striping;
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(4) The Adidas three stripe trademark is so notorious, recognisable and distinctive that there is no
likelihood that a consumer of the goods concerned would, when confronted with trainers featuring two
or four parallel stripes in a decorative fashion, be confused into believing that they are the goods of, or
are associated with, the appellants;

(5) The appellant’s reliance on previous South African judgments and foreign judgments is misplaced
and of extremely limited assistance, since those cases cannot assist the factual inquiry and comparative
analysis this Court is enjoined to make on the facts of this case. In my view there is no merit in any of
these contentions and they serve only to divert attention from the key issue of whether the two and four
stripes applied to the respondent’s footwear so nearly resemble any of the first appellant’s trademarks
as to be likely to deceive or cause confusion.

[14] The first defence raises the question of whether the respondent was using the two and four stripes
as trade- -marks or not: whether they were ‘marks’ (they were clearly ‘ornamentation’ and were covered
by the definition of ‘mark’) used in relation to goods for the purpose of distinguishing these goods from
the same kind of goods connected in the course of trade from any other person (and would therefore be
‘trademarks’ as defined in the Act). This is a factual issue, which must be determined, objectively, by how
the marks would be perceived by the consumer. It seems to me that it will be very difficult to persuade a
court that any mark applied to goods for ‘embellishment’ or ‘decoration’ (which are both covered by the
ordinary meaning of ‘ornamentation’) is not applied for the purpose of distinguishing the goods. In Puma
AG Rudolf Dassler Sport v Rampar Trading (Pty) Ltd this Court said (in the context of counterfeiting in
terms of the Counterfeit Goods Act, which the court said by its very nature amounts a fortiori to
trademark infringement) that one cannot use a trademark and then argue that it was used as
ornamentation and that where the registered mark consists of three stripes it would be a question of
fact whether the use of two or four stripes would be perceived as decorative or as trademark use. As far
as the factual enquiry is concerned, this Court said in Verimark (Pty) Ltd v BMW AG; BMW AG v
Verimark (Pty) Ltd, that for infringement it must be established that consumers are likely to interpret the
mark, as it is used by the third party, as designating or tending to designate the undertaking from which
the third party’s goods originate. If the use creates an impression of a material link between the product
and the owner of the mark there is infringement, otherwise not.

[15] It is obvious that if the respondent used marks identical to the first appellant's marks the
respondent’s marks would be perceived to be trademarks. The consumer is used to manufacturers of
sporting footwear applying a variety of stripes to their products to identify them (the adidas stripes are
merely one example) and there is no reason why the consumer would perceive marks similar to the first
appellant’s registered trademarks to be merely embellishment or decoration. The respondent had not
advanced any reason other than the fact that many manufacturers apply stripes to their products but
that begs the question. If they apply these stripes to identify the product that is trademark use. The fact
that the respondent uses other trademarks on its footwear would not alter this perception or the legal
position. In dealing with an argument that the offending mark was not used as a trade mark because
another mark was also applied to the goods, the court said in Luster Products Inc v Magic Styles Sale
CC:
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‘As | understood him this submission rested on the statement that in all cases the containers also bore
the words “Magic Style”. This, he said, was a trade mark and it followed that S-curl was not being used
as a trade mark. | find this difficult to follow. | know of no principle that says that the use of one mark on a
product excludes the possibility that any other mark thereon can be a trade mark. The simple fact is that
the respondent’s S-curl mark is being used on the goods and in relation to the goods in respect of which
the trade mark is registered. That would seem to me to bring the respondent’s use wholly within the
terms of s 44(1)(a), it also being common cause that it was unauthorised use’.

[16] As far as the second and third contentions are concerned, the respondent appears to be attempting
to limit the ambit of the first appellant’s trademarks without formally seeking an amendment of the
registrations in terms of the Act. It will be remembered that the respondent was unsuccessful in its
application for a disclaimer to be entered in respect of each registered trademark and has not sought to
appeal against that order. Each of the first appellant’s trademarks consists of three stripes, in a specific
configuration, the colour of which contrasts with the colour of the material to which they are applied.
Each registration incorporates a description of the mark and three of the registrations have a graphic
representation of the mark showing the configuration of the stripes. Subject to the other relevant
provisions of the Act, the limits of the protection conferred by the registration of the trademarks are
determined by the provisions of s 34. Section 34(1)(a) extends the protection to preclude use of marks
which so nearly resemble the registered mark as to be likely to deceive or cause confusion and s
34(1)(b) and (c) extend the protection to preclude the use of marks which are ‘similar’ to the registered
trademarks. The first appellant is simply seeking to enforce its rights in terms of s 34(1)(a) to prevent the
use of marks which, it contends, so nearly resembile its registered trademarks as to be likely to deceive
or cause confusion. The first appellant cannot informally extend the ambit of the registered trademarks.
Each allegedly infringing mark must be compared with each registered mark (as recorded in the
register) to determine whether deception or confusion is likely. It is the mark as it appears on the register
that the first appellant is entitled to protect.

[17] As far as the fourth contention is concerned, the question of whether the first appellant’s trademarks
are so famous (‘notorious, recognisable and distinctive’) that there is no likelihood that a purchaser of
the trainers and soccer boots would be confused by the respondent’s two and four stripes is not a
separate defence but simply a relevant circumstance which must be considered when the marks are
compared for purposes of determining the issue of whether there is a likelihood of deception or
confusion.

[18] As far as the fifth contention is concerned, the first appellant is obviously entitled to rely on South
African (and other) judgments, as persuasive, if not decisive precedents, if they were decided by
applying the same principles (as are now involved) to the same or similar facts. The case of Adidas
Sportschuhfabriken Adi Dassler KG v Harry Walt & Co (Pty) Ltd 1976 (1) SA 530 (T) is a case in point. It
involved the infringement of trade mark no 1959/57 (the three stripe mark in the specific configuration
on both sides of sporting footwear) in terms of s 44(1)(a) of the old Act by the use of a mark (on sporting
footwear) identical in every respect to the trade mark save that the mark consisted of four stripes. The
court found that infringement had been established, notwithstanding the fact that four stripes are clearly
different from three stripes. The respondent does not contend that this case was wrongly decided, only
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that the relevant circumstances have changed. It argues that the fundamental difference is that the court
did not have to decide whether the use of the four stripes on the defendant’s soccer boots was
trademark use or mere embellishment (this has already been decided against the respondent) and that
the likelihood of deception or confusion must be considered in the light of present-day circumstances
pertaining to the consumer: the pervasive use of stripes in the market and the huge reputation enjoyed
by the first appellant’s three stripe trademarks. As | understand the argument, because of the appellants’
advertising, marketing and promotion of its products under the three stripe trademarks, these three
stripe trademarks have become so distinctive, or have acquired such a reputation, that present day
consumers will immediately see that the respondent’s two and four stripe marks are not the first
appellant’s three stripe marks (it will be remembered that these are simply factors to be taken into
account). I now turn to the real issue of infringement.

[19] The respondent’s use of its two and four stripe marks on the trainers and soccer boot was
unauthorised, was in the course of trade and was in respect of goods in respect of which the first
appellant’s trademarks are registered. The two and four stripe marks are obviously not identical to the
registered trademarks and the issue to be decided, as far as trademark infringement is concerned, is
whether the two and four stripe marks so nearly resemble any of the first appellant’s trademarks as to be
likely to deceive or cause confusion. This requires a comparison to be made between the four
registered trademarks and the two and four stripe marks.

[20] The parties agree that the essential principles relating to the comparison to be made are set out in
Plascon- Evans Paints Ltd v Van Riebeeck Paints (Pty) Ltd: ‘In an infringement action the onus is on the
plaintiff to show the probability or likelihood of deception or confusion. It is not incumbent upon the
plaintiff to show that every person interested or concerned (usually as customer) in the class of goods
for which his trademark has been registered would probably be deceived or confused. It is sufficient if
the probabilities establish that a substantial number of such persons will be deceived or confused. The
concept of deception or confusion is not limited to inducing in the minds of interested persons the
erroneous belief or impression that the goods in relation to which the defendant’s mark is used are the
goods of the proprietor of the registered mark, ie the plaintiff, or that there is a material connection
between the defendant’s goods and the proprietor of the registered mark; it is enough for the plaintiff to
show that a substantial number of persons will probably be confused as to the origin of the goods or the
existence or non- existence of such a connection. The determination of these questions involves
essentially a comparison between the mark used by the defendant and the registered mark and, having
regard to the similarities and differences in the two marks, an assessment of the impact which the
defendant’s mark would make upon the average type of customer who would be likely to purchase the
kind of goods to which the marks are applied. This notional customer must be conceived of as a person
of average intelligence, having proper eyesight and buying with ordinary caution. The comparison must
be made with reference to the sense, sound and appearance of the marks. The marks must be viewed
as they would be encountered in the marketplace and against the background of relevant surrounding
circumstances. The marks must not only be considered side by side, but also separately. It must be
borne in mind that the ordinary purchaser may encounter goods, bearing the defendant’s mark, with an
imperfect recollection of the registered mark and due allowance must be made for this. If each of the
marks contains a main or dominant feature or idea the likely impact made by this on the mind of the
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customer must be taken into account. As it has been put, marks are remembered rather by general
impressions or by some significant or striking feature than by a photographic recollection of the whole.
And finally consideration must be given to the manner in which the marks are likely to be employed as,
for example, the use of name marks in conjunction with a generic description of the goods.

The court proceeded to say that where the contending marks have been used by both parties, ‘the issue
of decepti- -ve or confusing resemblance can be decided on the basis of actual user by both parties’ and
emphasized that -

‘.. the comparison must not be confined to a viewing of the marks side by side. | must notionally transport
myself to the market place .. and consider whether the average customer is likely to be deceived or
confused. And here | must take into account relevant surrounding circumstances, such as the way in
which the goods to which the marks are applied are marketed, the types of customer who would be
likely to purchase the goods, matters of common knowledge in the trade and the knowledge which such
purchasers would have of the goods in question and the marks applied to them.’

[21] It must be emphasized that the likelihood of confusion must be appreciated globally and that the —
‘global appreciation of the visual, aural or conceptual similarity of the marks in question, must be based
on the overall impression given by the marks, bearing in mind, in particular, their distinctive and dominant
components’.

[22] It must be borne in mind that the question of the likelihood of confusion or deception is a matter of
first impression and that ‘one should not peer too closely at the registered mark and the alleged
infringement to find similarities or differences’. The court must not consider the question of deception or
confusion as if the purchaser of the goods will have had the opportunity of carefully considering the
marks and even comparing them side by side. They must look at the marks as they will be seen in the
marketplace and take into account a notional purchaser: ‘a person of average intelligence, and proper
eyesight, buying with ordinary caution’

[23] The question of deception or confusion for the purposes of infringement proceedings in terms of s
34(1)(a) requires a comparison of the allegedly offending mark with the registered mark: in this case, the
two and four stripe marks with the first appellant’s three stripe trademarks. Unlike passing off, the get-up
or trade dress of the goods is irrelevant.

[24] In my view, the fact that the first appellant’s three stripe trademarks are famous, does not justify a
finding that there is no likelihood of deception or confusion because purchasers of the goods will see
immediately that the respondent’s marks are not the first appellant’s trademarks. In my view the contrary
is true. The more distinctive the trademark is, or the greater its reputation, the greater the likelihood that
there will be deception or confusion where a similar mark is used on competing products. Purchasers
who are used to seeing the first appellant’s trademarks will still experience imperfect perception or
imperfect recollection and will be far more likely to conclude that the similar mark is the first appellant’s
trademark or is associated with the first appellant’s trademark and consequently that the competing
products come from the same source. That is clearly the position in other jurisdictions where the law is
comparable with ours.
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[25] When making the comparison it is permissible to refer to the trademarks as they are applied to the
appellants’ sporting footwear. When this is done, it is immediately apparent, on first impression, that the
four stripe marks on the respondents soccer boot (TB10) and the respondent’s Boys ATH Leisure Shoe
(TB11) and the two stripe marks on the respondent’s ‘Hang Ten’ sports shoe (TB12) and the
respondent’s ‘Girls Must Have’ shoe (TB13) are not similar to the first appellant’s trademarks and
consequently that there is no likelihood of deception or confusion. That leaves the four mark stripe on
the LDS Sportshoe (TB8) and on the Men’s ATH Leisure Shoe (TB9).

[26] In making the comparison in the founding affidavit the appellants’ deponent used, what the
respondent’s deponent dismissively referred to as the ‘adidas technique’: the individual elements of the
competing marks were enumerated and compared and, by this means, it was demonstrated that the
only difference between them was the number of stripes. It was then contended that this difference is
not sufficient to exclude the likelihood of deception or confusion. This is, of course, not how consumers
will perceive the marks. However, it does illustrate that it is the configuration of the marks that will
impress itself upon the mind. The three stripes are grouped together, run parallel from the fastening of
the shoe or boot to the sole, slant towards the heel, are the same width, are equidistant from each other
and are in a colour which contrasts with the colour of the material to which they are applied. The
configuration of the four stripes is the same and the first appellant’s trademarks and the respondent’s
four stripe marks make the same general impression. In my view the reasoning of the court in the Harry
Walt case still applies, particularly if allowance is made for imperfect recollection and imperfect
perception. As already pointed out the likelihood of deception or confusion is increased by the
distinctiveness or reputation which the registered trademarks have. [27] The respondent made much of
the absence of evidence of deception or confusion but deception or confusion is a matter for the court
to decide and, taking into account the difficulties associated with the admissibility and the weight to be
given to such evidence, no significance can be attached to the absence of this evidence. The
respondent also contended that there is no likelihood of deception or confusion because the
respondent’s footwear was sold in a market completely different from that in which the appellants’
footwear was sold and the respondent’s shoes and soccer boot were sold for prices ranging from
R59,99 to R115,95 whereas the appellants were sold for prices ranging from R695 for the Adi-Racer
shoe to R3128 for the most expensive Predator Absolute soccer boot. However, the evidence does not
show that the markets are divided into watertight compartments, or that purchasers of Ackermans’ and
Pep Stores’ goods do not shop in stores where the appellants’ shoes and soccer boot were sold. The
likelihood of at least momentary deception or confusion where the purchaser must select the goods
from those on display was therefore shown. Accordingly, the first appellant established that the
respondent’s use of four stripes on its LDS Sport shoe (TB8) and on its Mens ATH Leisure shoe (TB9)
was an infringement of the first appellant’s trademark rights in terms of s 34(1)(a) of the Act and the first
appellant is entitled to an interdict and the ancillary relief sought in the notice of motion. | now turn to
consider the question of passing off.

[28] The principles governing passing off are well-established. Passing off occurs, in relation to goods or
merchandise, when one trader represents to the public that his goods or merchandise are the goods or
merchandise of another trader. Where the representation is implied it will usually be made by the one
trader adopting a name, mark or get-up for his goods or merchandise which so resembles that of the
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other trader that there is a reasonable likelihood that ordinary members of the public, or a substantial
section thereof, may be confused or deceived into believing that the goods or merchandise of the
former are the goods or merchandise of the latter or are connected therewith. Whether there is such a
reasonable likelihood of confusion or deception is a question of fact to be determined in the light of the
particular circumstances of the case. In order to succeed in passing off proceedings based upon an
implied representation the aggrieved trader must establish, first, that the name, mark or get-up used by
that trader has become distinctive of the trader’s goods or merchandise in that the public associates the
name, mark or get-up with the goods or merchandise marketed by that trader and, secondly, that the
name, mark or get-up used by the other trader is so used as to cause the public to be confused or
deceived in the manner described.

[29] The degree of distinctiveness (or the extent of the reputation) is of great importance in passing off
proceedings as it affects the issue of whether the general public will be confused or deceived into
thinking, because of the similarity of the name, mark or get-up, that the goods or merchandise of the
second trader are those of the first trader or are connected therewith. It follows therefore that (just as in
the case of trademark infringement) the more distinctive the get-up is (or the greater the extent of its
reputation) the greater the likelihood will be that the public will be confused or deceived. An aggrieved
trader can establish such distinctiveness (or reputation) in respect of the goods or merchandise by
adducing evidence as to the manner and the scale of the use of the name, mark or get-up which justifies
the inference that the name, mark or get-up has become recognised by a substantial section of the
relevant public as distinctive of the aggrieved trader’s ‘goods or merchandise’. In this case the
distinctiveness (or reputation) of the appellants’ trademarks is not in dispute and the distinctiveness (or
reputation) of the rest of the get- ups can be safely inferred from the scale and manner of the use of the
trademarks and other features of the get-ups on the shoes and football boots concerned, which has not
been disputed by the respondent.

[30] When considering whether the public will be confused or deceived by an implied representation the
court must postulate neither the very careful nor the very careless buyer, but an average purchaser, who
has a good idea in his mind’s eye of what he means to get but not an exact and accurate representation
of it. The court must also take into account that the purchaser will not necessarily have the advantage of
seeing the products side by side and will not be alerted to fine points of distinction or definition. The
court must further take into account that the purchaser may not be able to read simple words as there
are many people in South Africa that are illiterate.

[31] Finally, it must be borne in mind that the law of passing off does not confer monopolies on
successful get-ups. A trader may, to an extent, copy the successful get-up of a rival. However, the
moment he copies he will be at risk. The trader will only avoid liability for passing off if ‘he makes it
perfectly clear to the public that the articles which he is selling are not the other manufacturer’s, but his
own, so that there is no probability of the ordinary purchaser being deceived'. [32] Passing off (unlike
trademark infringement) requires that a comparison be made between the get-ups of the competing
goods and not just the trade marks applied to those goods. What had to be proved was that, by adopting
the particular get-ups, which included the two and four stripe marks, the respondent was representing
its goods to be those of the appellants or to be connected therewith. This is a matter of first impression.
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In opposing the grant of relief on the grounds of passing off, the respondent again referred to what it
considered to be the appellants’ improper use of the ‘adidas technique’ and the fact that the appellants’
trademarks are famous.

[33] The appellants contended that, by selling the footwear depicted in the schedule at the end of this
judgment, the respondent was passing off its Mens ATH Leisure shoe (TB9 and AA17) as the appellants’
Tuscany shoe (TB54) and Adi/Racer shoe (TB56); that the respondent was passing off its Soccer boot
(TB10, AA18 and AA19) and its Boys ATH Leisure Shoe (TB11, AA20 and AA21) as the appellants’
Predator Absolute (TB57) and Absolion soccer boots (TB58); and that the respondent was passing off
its ‘Hang Ten’ shoe (TB12, AA22 and AA23) and its ‘Girls Must Have’ shoe (TB13, AA24 and AA25) as the
appellants’ Superstar shoe (TB62).

[34] It will be convenient to deal first with the alleged passing off of the ‘Hang Ten’ and ‘Girls Must Have’
shoes as the Superstar shoe. The most prominent feature of the Superstar shoe is obviously the three
stripe trade mark. In my view the two stripe marks on the respondent’s shoes, which are widely spaced,
are clearly different from the stripes on the Superstar shoes and are not confusingly similar to the
appellants’ trade mark. In addition the Superstar shoe prominently features the adidas name and trefoil
device on the back of the heel , the tongue of the shoe and the insole, while the respondent’s shoes
prominently feature the ‘Hang Ten’ and ‘actif’ trademarks on the back of the heel, the tongue of the shoe
and on the insole. The marks on the respondent’s shoes therefore clearly identify the products in such a
way that the notional purchaser of the shoes would not be misled. The appellants have therefore not
made out a case of passing off in respect of the Superstar shoe.

[35] The remaining shoes fall into two categories: the shoes to which the marks (in the specific
configuration) have been applied and the soccer boots and shoes to which bent stripes have been
applied. The first category presents no difficulty. The appellants’ famous trademark, consisting of three
bold black stripes with serrated edges against a white background, is the most prominent feature of the
Adi-Racer shoe (TB56). This is highlighted by the black and white colouring of the shoe and the
distinctive black heel. The respondent’s Mens’ ATH Leisure shoe (TB9) has four bold black stripes with
serrated edges against a white background, the shoe is also black and white and it has the same
distinctive black heel. It is also striking that the pattern of the stitching on both shoes is identical. The
respondent’s shoe has no distinctive marks on the outside of the shoe. In my view the notional
purchaser would be confused, at least momentarily, as to whether the respondent’s shoe is the
appellants’ shoe or is connected therewith.

[36] The Predator soccer boots do not feature the famous stripes in the configuration of the first
appellant’s trademarks. On the instep the three stripes run from the sole up and over the top of the boot
to meet the fastening or end at the line of the fastening, which is off-centre. These three stripes are more
or less parallel and more or less the same width but taper slightly before they terminate. On the outside
of the boots the three stripes run from the sole to the fastening. The stripes taper as they run away from
the sole. They are more or less parallel. The Predator Absolute boot (TB57) features black stripes on a
white background with decorative areas in gold on the heel, around the ankle and along the sole. It also
features gold stripes along the top of the boot next to the fastening. The adidas trade mark and device
appear on the tongue of the boots and another device on the heel. The stripes and the colouring are
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prominent features of the boots. The Predator Absolion boot (TB58) has all the features of the Absolute
boot save that the stripes are blue against a white background and the heel and additional decorative
stripes are blue. The respondent’s competing products have similar features, but the colours of the
respondent’s football boot (TB10) are not the same as the colours of the Absolion boot. The stripes are
white against a blue background and the additional markings are white. The colours of the Boys ATH
Leisure Shoe (TB11) are white and gold. Neither product bears any other identifying mark which is
clearly visible. The only other trade mark used on the boot and the shoe is ‘Xtreme Sports’, which is on
the insole. In my view, taking into account the distinctiveness of the appellants’ footwear and soccer
boots, the market and the purchasers of the competing goods, these get-ups are misleading and would
be likely to cause the notional purchaser to think that the respondent’s products are or are connected
with the appellants’ goods. The appellants have therefore established a passing off in respect of the
respondent’s football boot and Boys Leisure shoe and they are entitled to an interdict and the ancillary
relief claimed.

[37] It remains to record that the respondent contended without any factual basis that the appellants
had acquiesced in the use by other manufacturers of two and four stripes on their sporting footwear.
Although this was raised in the respondent’s heads of argument it was not referred to in argument at the
hearing and it requires no further consideration. [38] There was no dispute as to the relief to be granted
in the event of this Court finding infringement and passing off. Both parties employed two counsel and,
in my view, that was justified.

[39] The following order is made:

1. The appeal is upheld with costs, such costs to include the costs of two counsel. 2. The order of the
court a quo dismissing the application with costs is set aside and replaced by the following order:

‘(a) The respondent is interdicted and restrained from infringing the first applicant’s rights acquired by
the registration of trade-marks numbers 1957/01959, 1995/12283, 1980/6446 and 2000/18582 (‘the
registered trademarks’) by using in the course of trade in relation to goods for which the registered
trademarks are registered, a mark consisting of four parallel stripes of a colour or material different from
the colour or material of the footwear, and on the outside of the uppers of the footwear, to which they
are applied, as represented in annexures TB8 and TB9 to the founding affidavit of Timothy George
James Behean (‘the infringing marks’) or any other mark so nearly resembling the registered trademarks
as to be likely to deceive or cause confusion as contemplated in s 34(1)(a) of the Trade Marks Act 194 of
1993 (‘the Act);

(b) The respondent is directed to remove the infringing marks from its footwear and, where the
infringing marks are inseparable or incapable of being removed from the respondent’s footwear, it is
ordered that all such footwear be delivered to the first applicant as provided for in s 34(3)(b) of the Act;

(c) An enquiry is directed to be held for the purposes of determining the amount of any damages (as
contemplated in s 34(3)(c) of the Act) or reasonable royalty (as contemplated in s 34(3)(d) of the Act) to
be awarded to the first applicant as a result of the infringement of the first applicant’s rights acquired by
the registration of the registered trademarks, in accordance with such procedures as this Court may
deem fit (as contemplated in s 34(4) of the Act), and that the respondent pay the amount found to be due
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to the first applicant;

(d) The respondent is interdicted and restrained from passing off its footwear as being that of the
applicants or as being connected in the course of trade with the applicants by using in relation thereto a
get-up as depicted in annexures TB9, TB10 and TB11 to the founding affidavit of Timothy George James
Behean (including such trademarks as are depicted in those annexures) or any other get-up (including
any trademarks) so closely resembling the get-ups (including any trademarks) of the applicants’
footwear as depicted in paragraph 24 of the founding affidavit of Timothy George James Behean as to
be likely to deceive or cause confusion;

(e) An enquiry is directed to be held for the purposes of determining the amount of any damages to be
awarded to the applicants as a result of the respondent’s passing-off as aforesaid and that the
respondent pay the amount found to be due to the applicants and it is directed that, in the event of the
parties being unable to reach agreement as to the further pleadings to be filed, discovery, inspection, or
other matters of procedure relating to the enquiry, either party may make application to the court for
directions in regard thereto;

(f) The respondent is ordered to pay the costs of the application, including the costs of two counsel.’

BR Southwood Acting Judge of Appeal IMAGE CREDIT: SHELLEXX FROM

GETTY IMAGES

—— LEGALISSUES ——

— Whether use of two-stripe or four-stripe configurations on footwear constitutes trademark use
or merely decorative embellishment.

— Whether the fame of a registered mark reduces or increases the likelihood of consumer
deception for infringement purposes.

— Whether passing off is established where the defendant’s get-up incorporates a stripe
configuration confusingly similar to the registered mark.

— The conditions under which an appellate court will reverse a first instance finding on trademark
infringement and passing off.
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Puma AG Rudolf Dassler Sport v Global Warming (Pty) Ltd [2009] ZASCA 89 - Bata Ltd v Face Fashions CC and
Another [2000] ZASCA 192
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South Africa

—— HEADNOTE ——

A dismissal is automatically unfair under section 187(1)(f) of the Labour Relations Act 66 of
1995 where the employer’s racial motivation is established by inference from circumstantial
evidence, including racially charged internal communications, selective accommodation of
shortcomings, and the appointment of a person of a different race to the vacated role. The
but-for test is satisfied where the employee would not have been dismissed absent the racial

motive, even if other reasons were advanced.

HELD Dismissal declared automatically unfair. The applicant would not have been dismissed but
for her race. The manager’s express preference against hiring another Black person, use of
aracial slur, and the subsequent appointment of a white woman to the role established race
as the operative reason for the dismissal.

—— RULING — DANIELS J — —

[1] The applicant, until her dismissal on 30 December 2016, was employed by the respondent. She
alleges that the true reason for her dismissal was her race, and her dismissal is therefore automatically
unfair in terms of section 187(1)(f) of the Labour Relations Act No. 66 of 1995 as amended (hereafter “the
LRA”). On the other hand, the respondent alleges that the sole reason for her dismissal was misconduct.

[2] Initially the applicant challenged the fairness of her dismissal at the Commission for Conciliation,
Mediation, and Arbitration (hereafter “CCMA”). On 29 May 2017, the CCMA issued an arbitration award
in which the commissioner found that the dismissal of the applicant was procedurally and substantively
unfair. The commissioner reinstated the applicant with retrospective effect to the date of her dismissal.
Following a review application, brought by the respondent, this Court reviewed and set aside the
arbitration award on the basis that the CCMA had no jurisdiction to hear and determine such dispute,
given the applicant’s allegation that she was dismissed on the basis of her race.
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[3] At the trial, the applicant testified on her own behalf. The respondent called only two witnesses, Ms
Sharon Pillay and Mr Gilbert Ndlovu.

[4] The material facts set out below were largely common cause, and form the backbone of this
judgment. Where certain material facts were disputed, and merits separate discussion, they will be dealt
with separately.

[5] The respondent (“Frame”) conducts a retail business focussing on sports apparel, footwear, and
accessories. Frame has a large workforce, and many different retail branches. At all material times
relevant to this matter, its workforce exceeded one thousand employees based at about 140 stores
nationwide. It was not uncommon for sales staff to be engaged on a fixed term contract basis. From time
to time, employees may be transferred from one store to another. [6] The applicant, Ms Silungile
Mavundla (hereafter “the applicant” or “Mavundla”) was engaged by the respondent as its payroll
administrator on 4 July 2016. Mavundla was engaged, initially, on a three-month probation period. She
was confirmed as a permanent employee on 10 October 2016.

[71 Mavundla reported to Mr Tinus Pretorius (“Pretorius”) with whom, initially, she had a good
relationship. She also reported to Ms Sharon Pillay (“Pillay”) who had trained her for the position.

[8] Both Pretorius and Pillay were both managers in relation to human resources, industrial relations, and
the payroll. Pretorius was the more senior of the two.

The applicant’s duties and responsibilities

[9] One of the applicant’s duties was to ensure the correct processing of the monthly payroll. The
applicant’s extensive job description required her, inter alia, to perform the following duties: 9.1 Liaise
daily with area managers to obtain input information for the payroll, 9.2 Liaise monthly with area
managers for active staff listings, 9.3 Check each store/department/cost centre and verify complement
with payroll data and report variances (attendances, terminations and new engagements), 9.4 Update
staff movements, 9.5 Process and submit payroll administration on time i.e. new employees, promotions,
transfers, resignations and terminations, 9.6 All payroll functions using the Integrity Payroll System.

[10] Employees at store level reported to the store managers who, in turn, reported to area managers.
The area managers reported to the regional manager, Mr Gilbert Ndlovu. The area managers were
required to maintain a “active staff list” which they would send to the payroll administrator (based at
head office) on a monthly basis. Respondent explained the process as follows: 10.1 Area managers were
required to send active staff lists (for all the stores in their area) to the payroll administrator between the
15th and the 20th day of every month. 10.2 The active staff list must contain the names of current
employees at the time of its submission to payroll. 10.3 Final amendments could be made to the payroll
on the 28th day of the month.

[11] The area managers would, in addition, send to the payroll manager a “staff termination report/s” on
the first day of each month. The following requires mention: 11.1 The area managers must compile the
reports, in which they must identify all employees: (i) who had resigned, (ii) whose fixed term contracts
had expired, (iii) who had been dismissed, and (iv) who had absconded. 11.2 Area managers were
directed to send the reports to the payroll manager by using the following email addresses: h[..] and pl..];
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and to copy g[..] and j[..]. It appears that area managers were not required to send the reports to the
applicant at her email address: a[..]. However, these reports contained information required by the
applicant to perform the duties reflected in paragraphs 9.3 and 9.5 above.

[12] Pillay testified that, where Mavundla required information, she was required to source that
information from the area managers and not the store managers. The applicant claimed that she was
entitled to contact store managers for information, and she did so. In my view, little turns on this.

[13] As a result of the requirement that active staff lists identify only current employees as at the date of
its submission to payroll (between 15th and 20th day of every month) there was some risk that
employees who had worked until just before the submission of the report would not be paid.

[14] During her employment, Mavundla experienced difficulties securing information from area
managers who would often send the active staff lists only to the human resources and payroll manager,
Pretorius. The documents demonstrate that, as of 21 November 2016, some area managers continued
to send emails attaching the active staff lists to Pretorius. Frame attempted to address this problem by
ensuring that any emails addressed to Pretorius (through his email address pl..]) were automatically
forwarded to the applicant at her own email address — a[..]. It is unclear when exactly the email
forwarding was introduced. Where the emails reflect “payroll” or “hr” this related to the email address of
Pretorius. Where the emails reflected “admin” this related to the email address of the applicant.

[15] Pillay testified that Mavundla was required to receive the active staff lists (which would identify only
current employees), conduct a first run of the payroll (which she also referred to as “nett pay” roll) and
then compare the nett pay roll against the active staff lists. If individuals appeared on nett pay roll but not
on the active staff list, those individuals should be removed from the payroll. For reasons not adequately
explained, the respondent insisted that Mavundla must conduct her payroll duties without any reference
to the staff termination reports.

[16] On 9 November, Pretorius addressed a letter to the applicant in which he recorded that Ms
Phumzile Ncedo Nuse, had received three months salary when her name did not occur on the active
staff lists for the store known as “Eastgate 2”. Pretorius notified the applicant that active staff lists must
be used as a control mechanism. Significantly, Pretorius did not inform the applicant that she would face
disciplinary action for the error. Pillay testified that this information, regarding Nuse, led her to
investigate of Mavundla.

[17] Between 4 and 11 November, the applicant was on leave. Although she was due back on 11
November, she only returned on 16 November. In her absence, according to Pillay, there had been no
input on the payroll.

[18] On the day after the applicant returned to work, i.e. 17 November, the respondent engaged the
services of Ms Elize Coetzee (“Coetzee”). Coetzee’s work involved her assisting with duties previously
been performed solely by the applicant. Pillay testified that this was necessary because there was to be
a large intake of new employees at the end of 2016. Pillay was aware that Coetzee was the romantic
partner of Pretorius, but vehemently denied that Pretorius had anything to do with the employment of
Coetzee. Despite this, Pillay did not explain how she discovered that Coetzee was available and had the
requisite skills. At the CCMA Pillay would not admit that Pretorius had brought Coetzee to her attention.
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On the probabilities, Pillay must have been informed of this by Pretorius.

[19] Pillay testified that, though Mavundla worked on the payroll after she returned from leave, the payroll
for November was done by Pretorius and Coetzee. It stands to reason that the respondent would have
not permitted the applicant to finalise the payroll by herself, given that respondent believed she had
made errors earlier and it had commenced an investigation into her performance on 9 November. Given
that Coetzee and Pretorius did most of the work on the November payroll, the question arises why they
were not held responsible for the many errors on the November payroll. Pillay did not attempt to explain
this.

[20] On 13 December, the applicant became aware of an email from Pretorius to a recruitment agent in
which Pretorius stated that Mavundla was “sinking the ship”. In protest, Mavundla sent an email to
Pretorius and copied the General Manager, Mr Chris Bezuidenhout (hereafter “Chris”), and the CEO, Mr
Mark Frame.

[21] Later that day, Chris emailed the applicant and the two human resources managers (Pretorius and
Pillay) calling for a meeting to discuss the email from the applicant. However, on her way to the meeting,
Mavundla was told that she need not attend. At the meeting, Pillay advised Chris that she had
investigated and discovered that there were several instances where Mavundla had failed to place a
hold on salaries. It was decided that she should be charged with misconduct. It is unclear whether the
emails (the original reason for the meeting) were discussed at all. On the probabilities, the emails were
not discussed, because the applicant received no feedback from the meeting, nor was her presence
required at the meeting.

Investigation and disciplinary process

[22] On 18 December, Frame gave Mavundla notice of a disciplinary hearing at which she would face
charges that she: (1) deliberately failed to process payroll information that resulted in substantial loss to
the company, (2) she was insubordinate by not responding to a formal request for feedback on payroll
discrepancies, (3) she had seriously breached the trust relationship between herself and Frame.

[23] Before her disciplinary hearing the applicant attempted to secure the assistance of another
employee to represent her, but failed. The applicant speculated her proposed representative had been
intimidated by the company, but produced no reliable evidence to that effect.

[24] The applicant testified that Frame withheld her December 2016 salary in an attempt to force her to
acknowledge that she was liable for the losses (of approximately R50 000. 00) incurred as a result of
errors on the payroll. Frame contended that her salary was withheld because it believed that she was the
cause of financial losses.

[25] Before the disciplinary hearing, Pillay produced a document (hereafter the “investigation
document”) identifying all the payroll errors which it alleged were caused by the applicant.

[26] The disciplinary hearing proceeded on 22 December, before the chairperson, Mr J Nhlapo
(hereafter “Nhlapo”) the national retail manager. Pillay acted as initiator, and Pretorius was called as the
employer’s witness. In her written submissions, the applicant contended that there was a plot to get rid
of her to create space for the girlfriend of Pretorius. In other written submissions, the applicant
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contended that the company condoned the senior managers abuse of power who, she said, ruled by
fear and exploitation. The applicant threatened Frame stating that, if she was dismissed, she would “go
to labour courts to expose and embarrass this company, ruin its reputation and image.”

[27] In her submissions at the hearing, the applicant advised the chairperson that her duties were to
ensure that all termination reports are processed as soon as they are received from respective area
managers. By contrast, Pillay testified that the applicant’s duties did not require her to engage with the
termination reports, because the termination reports are produced for a different purpose — as a source
document for the preparation of “variance reports” to be sent to the CEO.

[28] After the hearing, the chairperson found the applicant guilty of all the charges and dismissed her.
Applicant’s meeting with the area managers

[29] To address some of the difficulties she was experiencing at work, the applicant contacted the
national operations manager, Mr Gilbert Ndlovu (hereafter “Ndlovu”) during early October 2016 and
asked him to permit her to address the area managers at the next meeting to be attended by those
managers. Ndlovu agreed to permit the applicant to attend and speak at the meeting, which had been
arranged for 18 October 2016.

[30] At the meeting, on 18 October, the applicant advised the area managers that she was unhappy with
the manner in which they were submitting information to payroll. The applicant proposed a new excel
format spreadsheet to be completed by the area managers. Ndlovu subsequently recorded that, at the
meeting, the applicant:

“She started to say that she did not like the way that area managers are sending information to head
office. Slu said she noticed too many things that were not done correctly and she is going to fix it. Slu
said that the area managers must trust her and she is not scared of the CEO and she will approach him
at any time to make any changes in the company. Slu referred to payments for overtime and staff lists.
Slu stated that all overtime must be submitted to her and she will ensure that they get paid. Slu continued
to say that she is in charge of payroll and human resources and all matters must be send (sic) to her
directly. Slu stated that Tinus and Sharon is (sic) now doing other work and is no longer involved with the
department.” (own emphasis)

[31] Ndlovu testified that the applicant’s presentation to the area managers was not well received by
them. Ndlovu testified that the applicant’s suggestions were not viable because some area managers
were not au fair with excel spreadsheets. In addition, the changes proposed by the applicant had to be
approved by management, and consolidated in the form of a Standard Operating Procedure. The
changes proposed by the applicant were, ultimately, never adopted. Ndlovu testified that the CEO, Mr
Mark Frame, attended the first part of the meeting but he was not present to hear the applicant’s
proposals. The applicant disputed that the CEO was not present for that part of the meeting where she
presented her proposed solutions to the payroll issues. At trial, the respondent admitted that the
applicant’s proposals could enhance efficiencies within payroll. Communications between Pretorius and
arecruitment agent
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[32] Frame used a recruitment company, Ashton Personnel, to cater for its flexible labour needs. Ms
Lesley Hitchcock (hereafter “Lesley”) of Ashton Personnel liaised with Pretorius, the senior human
resources manager.

[33] The applicant applied for, and was granted leave for the period from 4 November 2016 to 11
November 2016. On the leave form the applicant inserted the words “study leave”, through there was no
category for study leave. However, by 15 November, the applicant had still not returned from leave. She
advised the respondent that, being sick, she had been booked off work.

[34] On 14 and 15 November, Pretorius and Lesley exchanged a number of emails, several of which
related directly to the applicant. A further exchange followed on 12 December. It is necessary to set out
the contents of some of these emails which relate to the applicant (who was referred to in the emails as
“Slu”):

15 November 2016 11:40 From: Pretorius To: Lesley

MAYBE A GOOD IDEA. At this stage | feel like going to the mountains. Slu wanted study leave since 4
November until 11 Nov. She was supposed to be at work yesterday but said she is sick. This morning we
were informed she is booked off until Thursday. There is so much work we employed 220 extra people
for the festive period. It seems these people are not reliable anymore. Don’t worry | am just sharing my
frustration....

15 November 2016 12:01 From: Pretorius To: Lesley ...

With regards to Slu...We need to look for a back-up but not a black again. | need someone that | can train
in Industrial Relations, HR and payroll. Maybe a young graduate white female. | deliberately want to stay
away from the liberal element with political agendas.

15 November 2016 12:30 From: Lesley To: Pretorius ....

Don't you think Slu will last? Or are you looking for an additional person to do IR

15 November 2016 11:06:05+0000 From: Pretorius To: Lesley

Sluis dangerous for IR. We almost had a disaster with her making statements and influencing store staff.
I need support in HR and IR and that | can use for Payroll input.

12 December 2016 12:30 PM From: Lesley To: Pretorius

Just doing a follow up to see if you would consider Carol for the Creditors or if | must try to source more

cv's?

12 December 2016 3:34 PM From: Pretorius To: Lesley

| don’t think she will fit in. We have had so much issues with Slu that another Slu will sink the ship. (own
emphasis indicated with underlining) [35] In his emails to the recruitment agent, Pretorius stated that he
did not wish to engage another black person, but he would prefer a white woman graduate. Pretorius
further stated “these people are not reliable anymore”. There can be little doubt that Pretorius meant
that black people are not reliable anymore. Despite the patently discriminatory nature of the emails, at
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the CCMA, Pillay refused to concede that they were racist.

[36] Frame submitted that the emails between Pretorius and the recruitment agent were irrelevant to
the engagement of Coetzee and unrelated to the applicant’s dismissal. | cannot accept this. The emails
spoke directly to Pretorius’ lack of faith in the applicant and his desire to replace her with a white woman.
Pretorius conveyed that, as a black woman, she could not easily be trained. When the agent asked
Pretorius whether “Slu will last”; he responded that the applicant is “dangerous”. Clearly, Pretorius was
communicating to the agent that the applicant’s future with the respondent was limited. Pretorius was
looking for someone to assist him with payroll. Not only are Pretorius’ comments deeply offensive, but
they clearly conveyed his desire to displace the applicant with a white employee.

[37] Importantly, several of the incriminating emails were sent by Pretorius (to the recruitment agent)
before the applicant had been charged with misconduct.

[38] A mere two days after Pretorius emailed the recruitment agent informing her that he would like a
white woman to be brought in to assist with payroll, a white woman (Coetzee) was indeed brought in.

[39] The contents of the emails, and their timing, go well beyond establishing a credible possibility that
the applicant was dismissed because of her race. In my view, they establish a significant probability that
the applicant was dismissed for her race. | will address this further later.

Further racist conduct

[40] Following her dismissal, the applicant was directed to collect her belongings and leave the
premises. When the applicant indicated that she wished to extract and save (onto a memory stick)
personal information that was stored on her work laptop, Pretorius told her that her laptop had been sent
to “forensics” because blacks are criminals.

[41] It was common cause between the parties, and recorded as such in the pretrial minute, that shortly
after the applicant had been dismissed and asked to leave the premises, Pretorius called her a “kaffir”.
This deeply offensive insult was made in the presence of Pillay and the CEO, Mark Frame. Neither Pillay
nor the CEO admonished Pretorius for his use of racist and derogatory language, implying that they
were neither offended nor surprised. At the CCMA, Pillay denied that Pretorius had insulted the
applicant in that manner. However, at trial, she did not persist with her denial. Instead, it was common
cause. Pillay did not attempt to explain her volteface.

[42] The respondent contends that the racist comments of Pretorius, on the date of the applicant’s
dismissal, are irrelevant because they occurred ex post facto the applicant’s dismissal. | cannot accept
that. On the respondent’s version, Pretorius was disciplined during mid-2020 for his use of racist and
derogatory language in November 2016 — more than three years earlier. Respondent’s failure to act
against Pretorius immediately, or shortly thereafter, signifies that the respondent was prepared to
condoneg, or endorse, his racist conduct. It is reasonable to infer in these circumstances that respondent,
and its management, were capable of dismissing the applicant because she was black.

[43] | am aware that the mention that the word “kaffir’, even in the context of a judgment, may be
controversial. However, this court must be faithful to the evidence presented. The applicant advised the
court that, as the victim of the racial abuse, she preferred that the actual word be used throughout the
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trial instead of the alternative — the “k- word”. The applicant was unwilling to allow the respondent to
dilute the humiliation and indignity that she suffered at the hands of senior management. Our courts
have stated that: “’"Racism is a plague and a cancer in our society which must be rooted out. The use by
workers of racial insults in the workplace is anathema to sound industrial relations and a severe and
degrading attack on the dignity of the employee in question”.6 It is simply disgraceful that Frame took no
action in the face of this disparaging and contemptuous conduct by Pretorius.

[44] The applicant’s representative made the point that, despite the fact that the applicant was already
dismissed, it was still necessary for the respondent to send a message to management, and other
employees, that racism would not be tolerated in the workplace.

Events after the dismissal of the applicant

[45] Despite Pillay’s evidence that Coetzee had been engaged on a short-term basis, Coetzee remained
in Frame’s employ for three and half years.

[46] Pillay testified that: 46.1 Pretorius was ultimately dismissed during February 2020 allegedly
because he had insulted the applicant during November 2016 - more than three years earlier. No
documentary proof was tendered into evidence to demonstrate the reason and date of his dismissal.
Pillay testified that she only became aware of the racist language used by Pretorius after it had been
published in the media. This was contradicted by the applicant, who testified that Pillay was present
when Pretorius used derogatory and racist language. 46.2 Respondent contended that, as a result of
the COVID19 pandemic, and the unrest and protests in KwaZulu Natal during July 2021, approximately
four hundred to four hundred and fifty employees were dismissed for operational reasons. The applicant
could not dispute this. 46.3 The respondent testified that it had restructured its finance department and
the position of payroll administrator no longer exists. Instead, says the respondent, it employs a payroll
manager, which position has long been occupied by another. The applicant could not gainsay this either.

Evaluation of witnesses

[47] The correct approach to the evaluation of conflicting evidence can be briefly summarised as
follows: 47.1 The court must consider the credibility of witnesses, their reliability, and the probabilities.
When credibility compels in one direction, but the probabilities in the other, then the probabilities must
prevail. 47.2 The credibility of a witness is not a separate criteria but is inextricably bound up with a
consideration of the probabilities of the case. In general, credibility relates to issues such as candour
and demeanour, bias - whether latent or blatant, internal contradictions in the evidence, contradictions
with what was pleaded or put on his behalf, and the probability or improbability of particular aspects of
the version. 47.3 An analysis of evidence at trial should not be done on a piecemeal basis. 47.4 The
question is not whether a witness is truthful and reliable in all that he or she says, but whether on the
probabilities the essential features of the story are true.

[48] One of the factors pertinent to credibility is the balance of probabilities. Having considered the
evidence of Pillay, as a whole, | am unable to find that she was a credible or reliable witness. It appears to
me that the essential elements of her story, some of which are set out below, lacked transparency and
integrity. Below, | identify some of her more important failings, but this is no indication that | approached
her evidence on a piecemeal basis. Among other things, when evaluating her evidence, | considered
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that: 48.1 Having trained the applicant, Pillay had motive to embellish the nature and extent of the training
she provided to the applicant. Pillay also had reason to exaggerate the applicant's competence and
capability, given that she (Pillay) had decided, after the very first month of the applicant’'s employment
that she no longer required monitoring or training. If her assessment proved incorrect, Pillay would have
to take responsibility for her error in judgment. That her training of the applicant was likely deficient
given the applicant’s insistence that the termination reports were to be used by her in compiling the
payroll - to ensure that there were no payments to individuals who were no longer employed, whereas
Pillay insisted that only the active staff listings were to be used. If Pillay is correct, this would have been a
cumbersome process, and could have resulted in workers who had worked for part of the month
receiving no payment. In addition, Pillay method could only work if area managers sent through the
active staff listings by the 20th day of the month. 48.2 Pillay testified that the payroll administrator was
the only individual with complete access to the payroll system. This version must be rejected, on the
probabilities. It is highly unlikely that any employer would entrust its finances to the complete control of a
newly engaged employee, who remained on probation. 48.3 Pillay testified that she considered the
“variance report”, statistics from one month to the next, to determine trends in relation to active stores,
salaries, overtime, and workforce size. She testified that she was not required to recheck the payroll
inputs by the applicant because this would have meant a duplication of work. While this may be a
duplication of work, this has to be weighed against the fact that the applicant was on probation until
early October. It is improbable that respondent would not check the work of a new employee who was
performing such critical tasks. 48.4 Pillay testified that she motivated for the employment of Coetzee,
not Pretorius. That may well be, but when asked if Pretorius had brought Coetzee to her attention, Pillay
baldly denied this. Her denial rings hollow. She avoided explaining how she became aware of Coetzee’s
availability, skills and experience. The only reasonable explanation is that Pillay received this information
from Pretorius. 48.5 At the CCMA, Pillay attempted to shield Pretorius. There, she testified that Pretorius
did not insult the applicant by calling her a kaffir. However, in this Court, it was common cause that
Pretorius did so. Clearly, in this court, Pillay realized that her earlier version simply would not fly. She did
not attempt to explain this about face either. 48.6 In addition, at the CCMA, Pillay attempted to protect
Pretorius by stating that his emails sent to the recruitment agent were not racist. However, once again,
in this court, Pillay realized that she could not protect Pretorius. She did not attempt to explain why she
had said that the emails were not racist. 48.7 Pillay was asked why the respondent failed to discipline
Pretorius in 2016 for his use of racist and derogatory language in the workplace. Pillay indicated that, as
a result of her inexperience, she was unaware of how serious the issue was. This can never be
accepted. No adult person in South Africa could possibly be ignorant that the use of racist and
derogatory language in the workplace is an extremely serious issue. No training or experience in human
resources is required.

[49] | found the mechanical manner in which Pillay approached her evidence unsettling. | also found it
strange how Pillay’s recall was excellent in relation to issues advancing the case of the respondent, but
vague and unclear on issues advancing that of the applicant. Nevertheless, | will avoid drawing
conclusions based on her demeanour given that, at the best of times, demeanour is tricky horse to ride.
Nonetheless, | must state that | found it striking that Pillay was not prepared to make concessions. This
led her evidence to assume bizarre proportions, as explained in paragraph 48.7. After carefully
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considering Pillay’s testimony as a whole, | cannot accept that her evidence was credible or reliable. In
the circumstances, where Pillay’s version contradicted that of the applicant, | prefer the version of the
applicant.

[50] I had no difficulty with the evidence presented by Ndlovu. His evidence dealt only with the meeting
between the applicant and the area managers. | agree wholeheartedly with Ndlovu that applicant had
clearly exceeded the bounds of her authority. She did not understand that her position was
administrative, and not managerial. However, in my view, little turns on this. The only relevance of the
meeting is that it shows that the applicant that she was not receiving adequate support from her
colleagues to effectively perform her duties, she was frustrated, and she wished to rectify the problems.
It may be that the applicant should have adopted a less confrontational approach, but that is beside the
point.

[51] There can be little doubt that Mavundla exaggerated her skills and capability. It is not unexpected
that she would do so, having been treated in a thoroughly disrespectful and unfair manner by the
respondent. Mavundla testified that she singlehandedly identified a number of ghost employees on the
payroll. There is no evidence that she made any such discovery and | cannot accept that evidence.
Assuming the applicant was lying on that occasion, the significance of that should not be overstated. We
must take guidance from established principles which hold that “it is not correct that a person who tells a
single lie is therefore necessarily lying throughout his testimony nor that there is any probability that he
is so lying. The probability is to the contrary.” As previously mentioned, the question is not whether
Mavundla’s evidence was credible and reliable in all respects. The question is whether it was credible
and reliable in material respects. In my view, Mavundla’s evidence was, in material respects, credible and
reliable. Mavundla did not shy away from the compromising statements she had earlier made and she
readily made concessions. Furthermore, her evidence at the CCMA, and at the Labour Court, was
substantially similar and consistent with the documentary evidence.

Automatically unfair dismissal?

[52] The LRA provides that a dismissal is automatically unfair if the reason for the dismissal is that the
employer unfairly discriminated against an employee, whether directly or indirectly, on the grounds inter
alia of race. In this matter, the applicant contends that her dismissal is automatically unfair because the
true reason for her dismissal is her race. By reference to the evidence presented, this Court must
objectively determine the reason for the dismissal of the applicant. Our courts have provided ample
guidance as to how to approach this task: 52.1 In South African Chemical Workers Union and others v
Afrox Ltd Froneman DJP (as he then was) held as follows:

“[82] The enquiry into the reason for the dismissal is an objective one, where the employer's motive for
the dismissal will merely be one of a number of factors to be considered. This issue (the reason for the
dismissal) is essentially one of causation and | can see no reason why the usual twofold approach to
causation, applied in other fields of law, should not also be utilized here (compare S v Mokgethi & others
1990 (1) SA 32 (A) at 39D41A[ Minister of Police v Skosana 1977 (1) SA 31 (A) at 34). The first step is to
determine factual causation: was participation or support, or intended participation or support, of the
protected strike a sine qua non (or prerequisite) for the dismissal? Put another way, would the dismissal
have occurred if there was no participation or support of the strike? If the answer is yes, then the
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dismissal was not automatically unfair. If the answer is no, that does not immediately render the
dismissal automatically unfairf the next issue is one of legal causation, namely whether such
participation or conduct was the 'main' or 'dominant, or 'proximate’, or 'most likely' cause of the
dismissal. There are no hard and fast rules to determine the question of legal causation (compare S v
Mokgethi at 40). | would respectfully venture to suggest that the most practical way of approaching the
issue would be to determine what the most probable inference is that may be drawn from the
established facts as a cause of the dismissal, in much the same way as the most probable or plausible
inference is drawn from circumstantial evidence in civil cases. It is important to remember that at this
stage the fairness of the dismissal is not yet an issue (see para [33] below). Only if this test of legal
causation also shows that the most probable cause for the dismissal was only participation or support of
the protected strike, can it be said that the dismissal was automatically unfair in terms of s 187(1)(a) . If
that probable inference cannot be drawn at this stage, the enquiry proceeds a step further.” (Own
emphasis)

52.2 In Kroukam v SA Airlink (Pty) Ltd Davis AJA (as he then was) held: “In my view, s 187 imposes an
evidential burden upon the employee to produce evidence which is sufficient to raise a credible
possibility that an automatically unfair dismissal has taken place. It then behoves the employer to prove
to the contrary, that is to produce evidence to show that the reason for the dismissal did not fall within
the circumstance envisaged in s 187 for constituting an automatically unfair dismissal.” (Own emphasis)

[53] This court must first determine whether the applicant has discharged the evidential burden by
raising a credible possibility that she was dismissed on the basis of her race.

[54] In my view, the emails exchanged between Pretorius and the recruitment agent, coupled with the
extreme and overt nature of the racism exhibited at the time of the applicant’s dismissal, raise a credible
possibility that the applicant was dismissed because of her race. The most senior human resources
manager, Pretorius, believed that the applicant was unreliable and untrainable because she was black. In
addition, he wished to replace the applicant with a white female graduate. Not only are his emails racist,
but they indicate that Pretorius believed that the applicant was not suitable for her position because she
was black. Furthermore, the racist comments and innuendo were condoned by the respondent at the
highest level. It took the respondent more than three years to discipline Pretorius, and, even then, they
only did so to protect their image and reputation. The respondent cannot, belatedly, divorce itself from
the racism of Pretorius.

[55] The applicant having discharged the evidentiary burden upon her, it behoved the respondent to
prove that the reason for her dismissal was not based on race. In order to achieve this, the respondent
led evidence to demonstrate that the applicant was guilty of gross misconduct, hoping to undermine and
eclipse the evidence indicating that Pretorius had indicated that the applicant ought to be replaced by a

white woman.
The alleged misconduct

[56] The parties agreed that the documents are what they purport to be, and all letters and emails shall
be regarded as having been sent and received by the sender and the recipient (unless a party objected
to any document beforehand). The documentary evidence reflected that: 56.1 The area manager named
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Esabel emailed, to the applicant, an active staff list on 27 September 2016, 56.2 The area manager
named Joseph emailed, to the applicant, an active staff list on 27 September 2016, 56.3 The area
manager named Sharon had emailed an active staff list to payroll on 21 November 2016, 56.4 The area
manager named Michael had emailed an active staff list to payroll on 21 November 2016, 56.5 The area
manager named Xoliswa had emailed, to the applicant, an active staff list on 27 September 2016, 56.6
The area manager named Faith had emailed an active staff list to payroll on 21 November 2016, 56.7 The
area manager named Vumane had emailed, to the applicant and the payroll manager, an active staff list
22 November 2016,

[57] The applicant did not dispute receipt of the emails, or that a proper comparison of the active staff
listing with the nett pay roll would have identified those individuals who should not have been paid
salaries. At face value, this might suggest negligence on her part. However, this requires closer scrutiny.
Of the seven emails referred to in para 54 above, three were sent to the applicant on the 27th day of the
month after 2pm. In those instances, the applicant was required to conduct the reconciliation process
between the time she received the email (the afternoon of the 27th day) and some unidentified time the
following day. It must be recalled that the respondent’s policy was the active staff lists should be sent to
payroll by the 20th day of the month and that final amendments to payroll must be done on the 28th day.
The respondent’s policies or procedures therefore required that payroll be given eight days to consider
the active staff listings and make the relevant changes to the payroll. Instead, in at least three instances,
the applicant was given, at most, a single working day.

[58] Furthermore, it must be recalled that Pillay testified that the area managers were required to send
the active staff listing to the applicant before the 20th day of each month. Despite this, no disciplinary
action was taken against the area managers for failing to follow the protocol.

[59] Having dealt with the incidents of alleged negligence contemplated in paras 56.1, 56.2 and 56.5
above, | now turn to the others.

[60] The emails, referred to in paragraphs 56.3, 56.4, 56.6 and 56.7 were all sent a day or two after the
deadline. More importantly, these emails all relate to the November payroll which, on Pillay’s version, was
done by Pretorius and Coetzee, with some assistance from the applicant. Pretorius’ evidence in that
respect would have been helpful. Pillay testified that the applicant only returned to work on 16
November, and, at that time, no work had yet been done on the November payroll. Coetzee commenced
working a day later, on 17 November. In the circumstances, the evidence does not show that the
applicant was responsible, whether in part or in full, for the errors on the November payroll. Pillay had no
detailed, or personal, knowledge of how the November payroll was compiled. Only Coetzee or Pretorius
could have testified that the applicant was responsible for some or all the errors on the November
payroll.

[61] The respondent produced no email to the applicant from the area manager “Vumane” attaching the
active staff listing for October 2016. Accordingly, respondent could not show that the applicant wrongly
failed to stop payment of the salary of Tebogo Boutlwanye for October 2016.

[62] Importantly, the respondent did not contend that the applicant acted negligently by paying
employees who should not have been paid. Instead, it contended that the applicant had acted
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deliberately.
Analysis of respondent’s case

[63] There are several difficulties with the respondent’s case: 63.1 Firstly, the applicant’'s employment
was confirmed on 10 October 2016 and she was praised for doing her job well. Naturally this would have
led the applicant to believe that there were no errors on the August and September 2016 payrolls. It was
necessary for the respondent to consider the applicant’s performance during August and September
2016 to decide whether the applicant had met the required standards. Instead, for the first time, on or
about 16 November 2016, the applicant was handed the investigation document suggesting she had
committed one error on the August payroll and three errors on the September payroll. Had the applicant
been properly trained, and supervised during August and September 2016, errors after September
could have been avoided. 63.2 In respect of the October payroll, it was common cause that the applicant
contacted Ndlovu at the beginning of the month. She did so to inform the area managers of her
difficulties and to seek their assistance. The respondent conceded that, while the applicant was lacking
in finesse, her motivations were honourable. She wished to do her work more effectively and efficiently.
This does not support a finding that she deliberately made errors on the payroll. In addition, as previously
explained, the applicant was clearly mistaken as to how she was required to perform her duties. She was
not required to consider or use the termination forms or termination report. She was required only to use
the active staff listings — even though this created some risk that employees who had worked would not
be paid. Under cross examination, it was not put to the applicant that her conduct was deliberate. 63.3 In
order to prove that the applicant had failed to perform her duties the respondent was required to show,
in respect of the incidents on the investigation document, that the area managers had sent her the active
staff listings or that the emails from the area managers (addressed to Mr Pretorius) were automatically
forwarded to the applicant.

[64] The respondent produced an email dated 3 October 2016, from an area manager named “Esabel”,
addressed to the applicant. Esabel informed Mavundla that an employee, Ms Pumzile Nuse (“Nuse”) was
not employed at Eastgate 2 but she had been paid for August and September 2016. The applicant
replied to the email and informed Esabel that she would check all the active staff lists and will place her
under the correct store. Nuse was not paid thereafter. This is not proof that the applicant deliberately
paid individuals who were not entitled to such monies.

[65] In light of what is set out above, | cannot accept that the applicant was responsible for the errors on
the payroll. During August and September 2016, the applicant was on probation. Her managers would
have checked her work, and the applicant would have expected that they would do so. There is no
reason why the applicant should be held solely responsible for errors in those months. In November, the
evidence showed that the applicant was not primarily or solely responsible for the payroll.

[66] Finally, even if the applicant was guilty of having performed her job in a negligent manner, that must
be understood in context. 66.1 The applicant testified that she genuinely believed that her work was
being checked and monitored by her managers. Her work should have been checked and inspected,
when she was under probation, during both August and September 2016. In those circumstances, she
would not have known that any errors would result in financial harm to the respondent. 66.2 During
October 2016, the applicant tried to confront the difficulties she faced and sought the assistance of the
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area managers, which was blocked. This is not the conduct of an employee who simply did not care.
66.3 During November 2016, the applicant was absent for a significant chunk of the month. Upon her
return to work, she worked on the payroll, but she did not drive the process. Two others also worked on
the payroll. 66.4 The applicant was new to the workplace. She was single handedly performing an
extremely difficult task, with tight deadlines, and several variables, in relation to a large workforce
(exceeding one thousand employees) and approximately one hundred and forty stores nationwide.
These facts, by themselves, particularly the applicant’s heavy workload, suggests that the errors on the
payroll were not deliberate.

[67] In the CCMA arbitration award issued on 29 May 2017, the commissioner recorded: “in
consideration of the fact that both Tinus Pretorius and Nhlapo were not called at arbitration | am bound
to draw a negative inference against them”. This should have served as a warning to the respondent.

[68] Once the applicant had discharged the evidential burden, the respondent was required to prove
that the applicant’s race played no significant role in her dismissal. In my view, the respondent could only
discharge this onus by calling Mr Nhlapo (the chairperson of the disciplinary hearing) or Pretorius.

[69] Only Pretorius could testify that while he fantasized about replacing the applicant with a white
employee, he did not or could not follow through. Furthermore, only Pretorius could testify that his
evidence at the disciplinary hearing was not tainted by racism, and that he took no irregular steps to
influence the outcome.

[70] Only Mr Nhlapo could testify that he applied his mind solely to the evidence before him, and he was
uninfluenced by Pretorius’ agenda. In the pre-trial minute, at para 8.2, the applicant recorded that “..the
disciplinary charges were merely a front used by the respondent in an effort to remove the applicant
from its employ and replace her with a white employee.”

[71] In its heads the respondent submits that the chairperson was not implicated during the trial as being
biased or the like. | do not accept this submission. Once the applicant met the evidentiary burden
demonstrating a credible possibility that she was dismissed on the basis of her race, the respondent
was required to prove that race was not the dominant criterion in her dismissal. Respondent could only
do this by calling the chairperson. In any event, as demonstrated in para 8.2 of the pre-trial minute, the
respondent was aware of applicant’s allegation that the disciplinary hearing, chaired by Mr Nhlapo, was
afront.

[72] Nhlapo remains in the employ of the respondent and was an available witness. Pretorius is no longer
employed by the respondent, but this does not mean that he was not an available witness. From the bar,
the respondent’s counsel submitted that Pretorius’ whereabouts are “anyone’s guess”. This was not
evidence. The respondent presented no evidence that it had attempted to contact Pretorius to
persuade him to testify. In the circumstances, Pretorius must also be treated as a witness available to
the respondent.

[73] In Brand v Minister of Justice and another24 Ogilvie Thompson JA stated:

“Now where a witness, who is available and able to elucidate the facts, is not called by a party such
failure 'leads naturally to the inference that he fears that such evidence will expose facts unfavourable to
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him”. (Own emphasis)

[74] Given the circumstances, it is appropriate to draw an adverse inference from respondent’s failure to
call Pretorius or Nhlapo. The inference is that Nhlapo was influenced by Pretorius to dismiss the
applicant, and that Pretorius was motivated to dismiss the applicant because she was black and
therefore not capable of being trained.

Proximate or dominant reason for the dismissal

[75] The applicant’s work performance was, perhaps, not exemplary, but it is clear that she wished to
address the inefficiencies. The respondent was unwilling to indulge her failings because she was black.
If the applicant were not black, the respondent would likely have taken all the necessary steps to assist
her. Instead, because she was black, the respondent assumed that the applicant was incompetent, that
she was incapable of being trained, and that she was possibly a criminal. The emails alone establish that
the applicant was targeted because she was black. It is important to bear in mind that these emails
emanated from the head of human resources and the most senior manager responsible for the payroll.

[76] The applicant had a fair defence to most of the allegations against her, as explained in paragraph 66
above. In addition, others who were also implicated in the payroll, such as Coetzee, were not disciplined.
In the circumstances, the misconduct allegations were not likely the true reason for her dismissal.

[77] | believe that factual causation has been established. If the applicant was negligent in the conduct of
her duties, this did not merit dismissal. If negligence on the payroll, by itself, merited dismissal then the
respondent would have considered whether Pretorius and Coetzee should be held responsible for the
errors on the November payroll. It would also have investigated whether Pillay was negligent in her
supervision and training of the applicant. The different treatment of the applicant and the others (such as
Pretorius and Coetzee) was likely the result of racial prejudice.

[78] In September, the active staff lists were sent to the applicant at the 11th hour, making it virtually
impossible for her to effectively perform her duties. As previously explained, in respect of the November
payroll, Pretorius and Coetzee must bear responsibility. That the respondent was prepared to punish
the applicant but condone the failings of Pretorius and Coetzee speaks volumes. In my view, the
applicant’s failings would not have attracted dismissal if she was white.

[79] By failing to call Pretorius, the respondent could not displace the indications in the emails that he
wished to replace the applicant with a white woman. The respondent, represented by Pretorius, deemed
the applicant to be unreliable because she was black. Accordingly, but for the applicant’s race, she
would not have been dismissed.

[80] The respondent, to demonstrate an absence of legal causation, was required to show that racism
was not the main or proximate cause of the applicant’s dismissal. In my view, it could only do this by
calling either Pretorius or Nhlapo. The respondent did not do so, and did not explain why it failed do so. In
the circumstances, it is reasonable to conclude that racism was the main or proximate cause of the
applicant’s dismissal. [81] In the result, | find the applicant’s dismissal to be automatically unfair in
accordance with section 187(1)(f) of the LRA.
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[82] The applicant seeks reinstatement into her previous employment, with effect from the date of her
dismissal. It is trite that reinstatement is the primary remedy and must be granted unless any of the
circumstances in section 193(2) (a) to (d) of the LRA are applicable.

[83] Section 193(2)(b) states that reinstatement need not be granted where the circumstances
surrounding the dismissal are such that a continued employment relationship is intolerable. In the
present circumstances, a continued employment relationship would be intolerable. The trust
relationship between the applicant and the respondent has been shattered and, like Humpty Dumpty,
cannot be put back together again. The applicant testified that all senior management, including the
CEO, conspired against her. The applicant has threatened to expose the company and ruin their
reputation and image. The respondent cannot be expected to trust the applicant. In any event, the
respondent has restructured and the post of payroll administrator no longer exists. It would not be
reasonably practicable to reinstate.

[84] It is trite that compensation is a payment to offset the financial loss which has resulted from a
wrongful act. In assessing the amount of compensation, the court must consider “..the extent of that
loss, taking into account the nature of the unfair dismissal and hence the scope of the wrongful act on
the part of the employer. This court has been careful to ensure that the purpose of the compensation is
to make good the employee's loss and not to punish the employer.”25 In this matter, the applicant was
dismissed eight years ago, and has been unable to find alternative employment. When considering the
extent of compensation, the nature of the dismissal and the scope of the wrongful act must be
considered. Here, in a highly egregious manner, the applicant was dismissed on account of her race. It is
appropriate that the respondent be ordered to pay to the applicant the maximum compensation
permissible.

[85] Neither party vigorously pursued costs. In the circumstances, | see no reason to make a cost order.

[86] For the reasons set out above, | make the following order: 86.1 The respondent’s dismissal of the
applicant is declared to be automatically unfair in terms of section 187(1)(f) of the LRA, 86.2 The
respondent is ordered to pay the applicant compensation equivalent to 24 months wages, less any
statutory deductions, 86.3 The compensation must be paid within 14 days of this judgment, 86.4 Each
party will bear their own costs.

RN Daniels Judge of the Labour Court of South Africa

—— LEGAL ISSUES ——

— Whether the applicant’s dismissal was automatically unfair under section 187(1)(f) of the Labour
Relations Act 66 of 1995.

— Whether racial motivation can be established by inference from circumstantial evidence in the
absence of a direct admission.

— The application of the but-for causation test in automatically unfair dismissal claims grounded in
racial discrimination.
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—— HEADNOTE ——

Retrenchment dismissals are both procedurally and substantively unfair where the employer
fails to engage in meaningful consultation, applies inconsistent and discriminatory selection
criteria, and mischaracterises a union protest letter as terminating an agreed consultation
process. Where the cumulative pattern of conduct targets union members, the dismissals may
additionally constitute automatically unfair dismissals under the Labour Relations Act.

HELD Dismissals found unfair. Reinstatement or appropriate compensation ordered. Nutrichem
failed to engage in proper consultation under section 189 of the LRA, applied inconsistent
and discriminatory retrenchment selection criteria, and misconstrued the union’s protest

letter as terminating the consultation agreement.

——RULING — MUSIAJA ——

[1] This is an appeal against the judgment and order of the Labour Court (Swartz, AJ), in which it found
that the second and further respondents’ (employees) dismissals were automatically unfair, in terms of
section 187(1)(d) of the Labour Relations Act1 (LRA). The appeal is with the leave of the Labour Court.

[2] The appellant (Nutrichem (Pty) Ltd) manufactures and sells chemicals to farmers. The employees
were employed by the appellant. They worked in three departments, namely, general workers, leaf and
soil sample collectors and the production and product mixers.

[3] On 25 September 2018, the employees embarked on an unprotected strike because they alleged
that the appellant was not implementing the minimum wage for farm workers. On 26 September 2018
they joined the first respondent (Southern African Clothing and Textile Workers Union (Union)). By
March 2019, the union represented approximately 50% of the appellant’'s employees. The union
members elected Mr. Abel Mahlaba and Mr. Sydney Pasiya as shop stewards.
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[4] During March 2019, the appellant contemplated retrenchments. It issued a notice in terms of section
189(3) of the LRA2. Mr. Senzo Myeni, the union organiser, got wind of the fact that the appellant intends
embarking on a retrenchment process. On 29 March 2019, he wrote to the appellant, lamenting the fact
that the union was not informed or invited to be part of the consultative process. He was informed that
he is welcome to join the first consultation meeting, which was scheduled for 1 April 2019. On 1 April
2019, he wrote to the appellant requesting that the meeting be postponed to 10 April 2019. His request
was refused and the parties proceeded with the meeting in his absence. On 3 April 2019, Mr. Myeni
attended the second consultative meeting and the appellant confirmed that it intended to retrench 12
employees. [5] Subsequent meetings were held, culminating in the meeting of 18 April 2019, in which the
parties agreed to implement short-time consisting of a three-day work week. Mr. Cornelius Kodisang
represented the Union during this meeting. The workers were to work from Monday to Wednesday until
30 September 2019. They further agreed that if the gross sales did not improve by 15% by 30
September 2019, then the affected employees would be retrenched on 31 October 2019.

[6] On 29 April 2019, the appellant issued a warning to all union members, complaining about the union
members’ behaviour, their interference with management activities and their refusal to execute orders
relating to their core duties. It further demanded that the union members stop their recalcitrant behavior
failing which it would have no option but to continue with the retrenchment process. Additionally, it gave
all the employees a written warning valid for six months. It dispatched the warning letter to the union and
requested a meeting to discuss the matter. The union members complained to Mr. Myeni that they saw
other persons on the appellant’s premises doing their (employees’) work.

[7]1 Despite numerous attempts, the union and the appellant eventually met on 31 May 2019, before then,
on 20 May 2019, the shop stewards wrote a letter to the appellant. The letter, without emendation, reads
as follows: 1. ‘First of all  would you to please understand and try to know the laws regarding the workers
and the workplace without undermining and discriminating. 2. The union have asked the shop stewards
to approach the company what is happening inside the premises and what the law sys and also what
have been agreed between the parties on the previous meeting. 3. We also want our contracts of
employment if the company have so that we can know what to do next if it doesn’t have one, so that we
will correctly deal with the current situation. 4. If the company doesn’t change the situation of this three
days we will further go on in a good way to make extra efforts to expose the unfair labour practice inside
this company all the way from the gate.’

[8] At the meeting of 31 May 2019, which Mr. Myeni attended, the employees were served with letters
terminating their employment with effect from 31 May 2019. They were purportedly retrenched. The
termination letters stated that because the workers had by their actions and in writing confirmed their
dissatisfaction with the short-time agreement, and, further that they made unacceptable threats
towards the company and its management and ‘therefore in effect disputed and cancelled the
short-time agreement in writing'.

[9] Mr. Myeni testified that the appellant displayed animosity towards the union and undermined its
members. He further testified that the meeting of 31 May 2019 did not take long and that the appellant
had not been interested to listen to his explanation and interpretation of the 20 May 2019 letter. The
termination letters were prepared before the meeting and there were security guards at the meeting
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venue.

[10] On 1 June 2019, the appellant entered into an agreement with Magnificent Electrical to provide
replacement employees. It provided between 7 and 10 employees to do the work that the dismissed
employees used to do.

[11] Mr Hendrik Swart, the CEO and Marketing and Technical Manager of the appellant testified that
there were no hostilities or animosity between the appellant and the union. He appreciated Mr. Myeni’'s
assistance during the consultations. Mr. Swart interpreted the letter of 20 May 2019 as a cancellation of
the short-time agreement. According to him, Mr. Abel Mahlaba verbally confirmed the cancellation at the
meeting of 31 May 2019.

[12] When he was asked about the reason for this meeting, he initially said that it was to discuss the
retrenchment process and later added that it was also to discuss the contents of the 20 May 2019 letter.
Further, that Mr. Botha, the appellant’s labour relations advisor, wanted the workers to confirm that the
short-time agreement had been cancelled. He confirmed that the termination letters were prepared
before the commencement of the meeting. He denied that union members were targeted for
retrenchment, and pointed out that Mr. Sewape who had been a union member was not retrenched and
that a Mr. Liebenberg, who was not a union member, but identified for retrenchment, opted to take a
voluntary severance package.

In the Labour Court [13] The Labour Court gave a well-reasoned judgment. It painstakingly analysed the
two versions and pointed out the improbabilities in the appellant’s version. It underscored the
incongruity in the appellant’s version and its pleaded case. It accepted that the appellant had been under
financial stress. It found that regardless of a substantial part of Mr. Myeni’s testimony amounting to
hearsay evidence, the documentary evidence, the appellant's witnesses’ testimonies and the
probabilities favoured the Union’s version.

[14] The Labour Court pointed out that throughout the section 189 process only 12 workers were
affected but after the 20 May 2019 letter the number increased to 18, all of whom were union members.
It distinguished Mr. Liebenberg and Mr. Sewape’s situations from that of the dismissed employees. It
found that the appellant corresponded with the union during March 2019 but it, strangely, did not invite
the union to the 1 April 2019 meeting.

[15] In conclusion, the Labour Court found that the letter of 20 May 2019 was the actual reason for the
dismissals. It found that, had it not been for that letter the shorttime agreement would have continued
until at least 30 September 2019.

[16] The appellant launched a multi-pronged attack on the Labour Court’s judgment. It challenged the
judgment on the following grounds: 16.1 jurisdiction; 16.2 findings on the reason for the dismissals; 16.3
findings on hearsay; 16.4 findings on substantive fairness; 16.5 findings on relief; and 16.6 finding on
costs.

[17] The Union and the workers supported the findings of the Labour Court. | will now proceed to discuss
these challenges seriatim.
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[18] The appellant argued that the Labour Court lacked jurisdiction to adjudicate this dispute because
the union members were not part of the dispute referral and conciliation process. The fact that the
matter was referred by the union and conciliated is not disputed. A list of the workers who mandated the
union to act on their behalf was not attached to the referral form. Absent a list of the dismissed
employees’ particulars, so the argument went, the referral fell foul of the rules for the Commission for
Conciliation, Mediation and Arbitration (CCMA Rules). My conclusion on this issue renders it
unnecessary to delve into the CCMA Rules.

[19] The improper referral issue was not disputed or mentioned in the Labour Court. The referral form
was not presented as evidence in the Labour Court. It did not form part of the record. The appellant did
not raise the issue of the referral form in any of its pleadings. The union and its members specifically
pleaded that:

‘loln 26 June 2019 the union referred a dispute, about the fairness of the dismissals of its members to
conciliation. The dispute was enrolled for conciliation; but could not be resolved. A certificate of
outcome of conciliation was issued on 15 July 2019’.

The appellant responded as follows:

‘The referral was made on 11 June 2019; this paragraph is otherwise admitted. The referral was baseless
and unjustified.’

[20] In this Court the appellant attached a supplementary volume to the record, without explanation or
application that this new material, that was not before the Labour Court, be accepted by this Court. This
is not only unconventional but also totally unacceptable. This Court is a Court of Appeal and appeals are
adjudicated based on the material that was before the Labour Court. An appeal is a ‘record review’: this
Court is generally restricted to consider the record of the matter as it unfolded in the Labour Court. [21]
In Moroka v Premier of the Free State Province the legal position was succinctly stated:

“The law governing the raising of a new point of law on appeal is trite. In Provincial Commissioner,
Gauteng South African Police Services and Another v Mnguni, this court expressed itself as follows:

‘It is indeed open to a party to raise a new point of law on appeal for the first time, with the provision that
it does not result in unfairness to the other party; that it does not raise new factual issues and does not
cause prejudice. In Barkhuizen v Napier [2007] ZACC 5; 2007 (5) SA 323 (CC) Ngcobo J said the
following (para 39):

“The mere fact that a new point of law is raised on appeal is not itself sufficient reason for refusing to
consider it. If the point is covered by the pleadings and its consideration on appeal involves no
unfairness to the party against whom it is directed, this Court may in the exercise of its discretion
consider the point. Unfairness may arise, where for example, a party would not have agreed on material
facts, or on only those facts stated in the agreed statement of facts had the party been aware that there
were other legal issues involved and that “[it] would similarly be unfair to the party if the law point and all
its ramifications were not canvassed and investigated at trial.”.” (Emphasis added.)

In developing the jurisprudence on this matter, the Constitutional Court has laid a further requirement
that it must be in the interests of justice that the new point of law be entertained. The court in Mighty
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Solutions CC t/a Orlando Service Station v Engen Petroleum Ltd and Another (Mighty Solutions), per
Van der Westhuizen J, expressed itself as follows in this regard:

‘It would hardly be in the interests of justice for an appeal court to overturn the judgment of a lower court
on the basis that Court was never asked to decide. As lawyers always say, “on this basis alone” this

%

Court should not entertain the enrichment argument.

[22] The union and its members were led to believe that the propriety of the referral was not an issue.
Both parties presented their respective cases with that understanding. The Labour Court was never
asked to consider this point. The issue was not foreshadowed in the pleadings. The appellant has not
shown that it would be in the interests of justice for this Court to consider the new material. Raising this
point on appeal for the first time would involve prejudice to the respondents. The appellant is therefore
precluded from raising the issue.

[23] The appellant urged us to find that the Labour Court’s conclusion that the probabilities favour the
version that the employees were dismissed as a result of joining the union is wrong. The appellant
argued that the Labour Court erred when it favoured Mr. Myeni’s hearsay evidence over the appellant’s
evidence. The appellant further contended that the Labour Court erred by regarding Mr. Myeni’s
evidence as direct evidence and or primary facts.

[24] The Labour Court was alive to the fact that Mr. Myeni’s testimony was predominantly hearsay
evidence. It, however, considered the totality of the evidence before arriving at the conclusion that the
employees’ version should be favoured above that of the appellant. It said that it did so after ‘having
considered the documentary evidence, together with Nutrichem’s witnesses’ evidence as well as the
probabilities highlighted by the chronology of this matter’.

[25] The relevant facts of this matter were to a great extent common cause. The Labour Court correctly
found that there was a genuine reason to initiate the section 189 process: being the appellant’s dire
financial position. It, however, found there were alternatives that could have been implemented to avoid
retrenchments. The chronology and documents exchanged between the parties support the Labour
Court’s conclusion.

[26] Mr. Myeni's testimony with regard to the following facts is not hearsay: 26.1 the appellant’s
reluctance to recognise the union and to grant it organisational rights; 26.2 that the union was not
notified about the first consultative or information sharing meeting; 26.3 that he contacted the appellant
to enquire why the union was not informed and his request for a postponement; 26.4 that the employees
were not satisfied with the manner in which the short-time agreement was implemented; 26.5 that the
employees spoke to him before writing the 20 May 2019 letter; 26.6 that the appellant took umbrage at
the contents of the 20 May 2019 letter; 26.7 that the appellant did not discuss the aforesaid letter; and
26.8 that the appellant went to the 31 May 2019, with its finger on the trigger: ready to dismiss the
employees. [27] The appellant submitted that the Labour Court conflated aspects pertaining to the
procedural fairness of a retrenchment with the proximate cause for the dismissal test as all of the
factors mentioned by it related to procedural deficiencies of the process, which should be adjudicated
under the consideration of the procedural fairness of a retrenchment.
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[28] This submission is not cognisant of the intertwined nature of the evidence in these kinds of matters.
A procedural lapse or deficiency might on the one hand be innocent or caused by inadvertence, on the
other it might indubitably point to malice and the state of mind of the employer. It has been said that
courts should be slow to infer that the reason for a dismissal is an illegitimate reason such as union
activities unless there is sufficient evidence to justify such a conclusion. However, if a proper factual
basis exists for a Court to make such an inference, the Court should not hesitate to make it.

[29] How can an employer’s failure to consider obvious alternatives to retrenchment be irrelevant when
a Court is endeavouring to discern the true reason for the termination or the motive of the employer? By
the same token, how can the employer’s intention to dismiss 12 workers but ultimately dismissing 18
union members be irrelevant to the inquiry? In order to come to a particular conclusion in such matters,
the Court is enjoined to consider the totality of the evidential material presented by the parties and the
probabilities. This is par for the course and it is exactly what the Labour Court did. The Labour Court
was thus justified to consider all the relevant aspects, including those that point to procedural lapses in
order to make the inference that it did.

[30] The hearsay and the conflation submissions are without merit. | now turn to consider the reason for
the dismissal.

Reason for the dismissals

[31] Since this matter involves an automatically unfair dismissal it is opportune to set out some of the
relevant Constitutional and legislative provisions. | turn to consider the relevant Constitutional
provisions. Section 16 of the Constitution of the Republic of South Africa, 1996, states that everyone has
the right to freedom of expression. In terms of section 17 everyone has the right, peacefully and
unarmed, to assemble, to demonstrate, to picket and to present petitions. Section 23 reads as follows:
‘(1) Everyone has the right to fair labour practices. (2) Every worker has the right — (a) to form and join a
trade union; (b) to participate in the activities and programmes of a trade union...’

[32] The LRA gives effect to the right to fair labour practices. In its preamble, it is stated that it is enacted
to change the law governing labour relations and, for that purpose to give effect to section 23 of the
Constitution. A party should therefore rely on the provisions of the LRA to vindicate their right to fair
labour practices.

[33] Section 4(1)(a) of the LRA provides that every employee has the right to participate in forming a
trade union. Every member of a trade union, subject to its constitution, has the right to participate in its
lawful activities. Section 5(1) states that no person may discriminate against an employee for exercising
any right conferred by the LRA.

[34] Section 187(1)(d) provides that a dismissal is automatically unfair if the employer, in dismissing the
employee, acts contrary to section 5 or, if the reason for the dismissal is that the employee took action,
or indicated an intention to take action, against the employer by (i) exercising any right conferred by the
LRA; and (i) participating in any proceedings in terms of the LRA.

[35] The Labour Court correctly found that the employees carried an evidential burden (onus) to prove
that they were automatically unfairly dismissed and therefore they had to produce evidence to raise a
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credible possibility that they were so dismissed. The employer thereafter had to prove that the dismissal
was not automatically unfair. After considering the evidence, the Labour Court concluded that the
employees were automatically unfairly dismissed in terms of section 187(1)(d). Was this conclusion
justified? [36] The appellant pleaded that the reason for the dismissal was not the aggressive and
unacceptable letter but was due entirely to the respondent’s operational requirements. It denied that the
real reason for the dismissals was the employees’ union membership or their participation in the union’s
activities.

[37] It is common ground that the union was not informed by the appellant about the contemplated
retrenchments and it was not invited to attend the first meeting. After Mr. Myeni got wind of this
development, he wrote an email to the appellant, on 29 March 2019, informing it that it had come to his
attention that the appellant intends embarking on a section 189 process. He pointed out that the
appellant and the union are scheduled to meet on 10 April 2019, and, requested that the meeting
scheduled for 1 April 2019 at 9h00 be postponed to the former date. In response, the appellant informed
the union that it was welcome to attend the meeting.

[38] The appellant was aware that the union represented approximately 50% of its workforce, yet the
union was not properly invited to the first consultation. Mr. Botha, the appellant’s labour relations
consultant, denied knowing that a sizable number of the employees belonged to the union.

[39] This is improbable because, firstly, Ms. Dané Oosthuizen from his firm had corresponded with the
union from as early as 6 March 2019. On 6 March 2019, Mr. Swart had informed Mr. Myeni that Ms. Dané
Oosthuizen from Maruis Botha consultants would request certain legal documents from him before they
could schedule a meeting to discuss the granting of organisational rights. On the same day at 15h20, Ms.
Oosthuizen requested the union to furnish her with, inter alia, its constitution and proof of the number of
workers it represents at the appellant. Secondly, Mr. Botha, as a labour relations practitioner is
supposed to know that union involvement in a section 189 process is crucial and he would therefore
have enquired from the appellant whether there was a representative union.

[40] Mr. Swart knew about the union’s presence at the workplace. It is improbable that he would not
have told Mr. Botha that some of the employees are represented by a union. Mr. Swart kept on
emphasising that they received the union’s request for a postponement late: two minutes after the
commencement of the meeting. Neither he nor Mr. Botha testified that the union requested a
postponement on 29 March 2019. Mr. Swart testified that it was only after the first meeting that Mr.
Botha said that the union must be involved. It is probable that the exclusion of the union was deliberate
rather than inadvertent.

[41] During the meeting of 12 April 2019, Mr. Swart first warned Mr. Myeni and later Mr. Mahlala not to
interfere with the management of the business. Mr. Myeni requested the appellant not to undermine
them and to watch their language. At this meeting, Mr. Myeni pointed out that the proposed
retrenchments only affect union members. Mr. Swart responded by pointing out that Chris Liebenberg,
who was not a union member, took a voluntary severance package. There is no evidence as to when and
how this severance package was offered. Neither the section 189 notice nor the minutes of the meeting
reflect any offer or discussion of voluntary severance packages. There is no evidence indicating why he
was treated differently.
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[42] Mr. Sewape, who was a union member was not dismissed. Mr. Sewape’s union membership was
initially disputed but the respondents later conceded that he paid his union dues. Mr. Sewape was a
driver and was not affected by the short-time agreement. This probably explains his apathy which made
his co-employees conclude that he was no longer a union member. He also informed the appellant that
he intends to resign from the union. His situation is distinguishable from the dismissed employees.

[43] The union pleaded that ‘on 20 May 2019, two shop stewards wrote a letter to the company
protesting the discriminatory way it had implemented the short-time’. To this the appellant responded by
admitting the paragraph and stated that:

‘The contents of the letter are wrong, and the allegations therein made are false. The allegations are
made contra the agreements reached by the parties. The conduct of the first applicant (union) is
disingenuous and mala fide.’

[44] In the pre-trial minute the parties couched the issue to be determined with regard to the letter as
follows:

‘Whether the contents of the letter written by the shop stewards on 20 May 2019, were wrong and the
allegations in the letter [were] false and contra the agreements reached by the parties and that the
conduct of the first applicant [is] mala fide’ [45] During the trial, the appellant mounted a different case.
Both Messrs. Botha and Swart testified that the letter of 20 May 2019 cancelled the short-time
agreement. Mr. Swart went further to state that Mr. Abel Mahlaba verbally confirmed, on 31 May 2019,
that the intention behind the letter was to cancel the short-time agreement. This was not pleaded. Mr.
Swart embellished his testimony. The difference between the pleadings and the viva voce testimonies is
palpable. On any interpretation of the 20 May 2019 letter, there is no way that anyone, except the
appellant, can reach the conclusion that the letter cancelled the short-time agreement. More about the
letter later.

[46] Mr. Myeni testified that the meeting of 31 May 2019 was very short and the appellant and Botha did
not give the union a chance to explain its contents. Mr. Swart testified that it was a long meeting:
approximately an hour. Mr. Botha could not remember its duration. The probabilities favour Mr. Myeni’s
version. There was no reason for a protracted meeting when the appellant already prepared the
termination letters. The meeting was probably requested to discuss the contents of the letter but
morphed into a meeting to hand over the termination notices. When the appellant could not timeously
secure a meeting with the union it became annoyed and decided to dismiss the employees, regardless
of the fact that some of them were not necessarily going to be retrenched.

[47] On 29 April 2019, the appellant wrote a missive to all union members in which it stated:

‘Please take note that the union members are interfering with management activities and refusing to
execute orders that form part of their core duties. This conduct is unacceptable to the employer and
does not show good faith on the part of the employees involved. It will also lead thereto that the agreed
upon three-day work week is not feasible. This conduct and behavior must stop immediately,
alternatively the employer will have no other option available than to continue with the retrenchment
procedure. Henchforth, all employees involved will receive a written warning valid for 6 months. We
hereby further request a formal meeting with the union in order to discuss this as a matter of urgency.’
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[48] This missive was written two days before the 31 May 2019 meeting. The appellant conflated
discipline with the retrenchment process. It used the retrenchment process as a threat. The appellant
could institute disciplinary proceedings against the employees.

[49] The appellant accepted that there were alternatives to the dismissals, for example, it could have
dismissed fewer employees and that it could utilise the others as seasonal workers. These alternatives
were not implemented. Instead, the appellant mentioned that it complied with a demand by the union
that it improved the ablution facilities, which it did at a cost of approximately R45.000. Despite this and
the fact that it increased the employees’ wages during September 2018 and adjusted it in January 2019,
they still demanded a salary increase.

[50] The union pleaded that the appellant failed to comply with section 189(7) of the LRA because it
failed to select the employees for dismissal according to criteria that had been agreed upon; or
according to criteria that were fair and objective. The appellant responded that the retrenchments were
based on ‘criteria that were fair and objective, namely due to the respondent’s (appellant) decreasing
production, sales and orders’. This can hardly amount to a sensible response to the union’s plea. The
appellant’s inability to properly respond to the union’s allegation is because it did not apply any
discernable criteria except union membership.

[51] The employees had become a thorn in the appellant’s flesh. After it locked itself into the short-time
agreement, as an alternative to retrenchments, the only way out of it was to cancel it. The letter
presented an imperfect solution. | now turn to Mr. Swart’s testimony about the effect of the letter.

[52] | will demonstrate, with the assistance of Mr. Swart’s testimony, that the impugned letter was the
direct or proximate cause for the dismissals. During Mr. Swart’s cross-examination by Mr. Daniels, for
the respondents, the following exchange happened:

‘Mr Daniels: ... in the absence [if] the short-time agreement, [in your,] in your version if the short-time
agreement had not been cancelled there would have been no need to retrench the workers not so?

Mr. Swart: According, that is correct Sir According to the agreement then we must carry on until 30
September 2019 with the agreement.’

[53] Mr. Botha also confirmed that the letter of 20 May 2019 cancelled the shorttime agreement. Later
during cross - examination the following was said: ‘Mr. Daniels: Okay. Okay. And we know that you
started initially with the possibility of retrenching 12 workers and ultimately you retrenched 18.

Mr. Daniels: And that decision to increase the number would have occurred after the letter of [the] 20

)

May
Mr. Swart: That is correct.

Mr. Daniels: And as a result of the letter.

Mr. Swart: that is correct. The initial retrench number was 12.’

[54] It is clear from Mr. Swart’s testimony that the number increased to cover all affected union
members.
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[55] Mr. Swart testified that the appellant accepted that the 20 May 2019 letter was written on behalf of
the union and its members. However, he stated that Mr. Myeni informed Mr. Botha that he was not
pleased with the contents of the letter. Neither Mr. Myeni nor Mr. Botha confirmed that Mr. Myeni was
not pleased with the contents of the letter. Mr. Swart probably embellished his testimony in this regard.
Mr. Daniels then delivered the coup de grace:

‘Mr. Daniels: Okay. Then this letter, do you accept that this letter relates to a union activity.

Mr. Swart: That is correct.

Mr. Daniels: Okay. And it is a union complaint.

Mr. Swart: That is correct, M’Lady.

Mr. Daniels: And it relates to the union’s members.

Mr. Swart: The union, according to me this letter relates to the shop steward and the union members.’

[56] The latter exchange clearly indicates that Mr. Swart correctly accepted that the letter contained a
complaint on behalf of union members and that it therefore related to a union activity. The next question
is whether the union activity was a lawful union activity.

[57] In National Union of Public Service and Allied Workers obo Mani and Others v National Lotteries
Board it was said:

‘Although it may not be necessary on the facts of this case to give an exhaustive definition of the phrase
“lawful activities” in sections 4(2)(a) and 5(2)(c)(iii), it seems to me that, on a proper restrictive approach,
the phrase must exclude illegal activities or activities that constitute contraventions of the law. It
definitely excludes conduct that constitutes criminal offences. The provisions include participation by
union members in union activities that form part of the core functions of a trade union. These include
taking up its members’ complaints or grievances with their employer, representing them in grievance
and disciplinary proceedings, collective bargaining, attending statutory tribunals to represent their
members’ interests and communicating with its members’ employer about workplace issues.’

[58] It has been said that in interpreting any document one must have regard to the text, context and
purpose of the document. In Natal Joint Municipal Pension Fund v Endumeni Municipality it was
summarised as follows:

‘Interpretation is the process of attributing meaning to the words used in a document, be it legislation,
some other statutory instrument, or contract, having regard to the context provided by reading the
particular provision or provisions in the light of the document as a whole and the circumstances
attendant upon its coming into existence. Whatever the nature of the document, consideration must be
given to the language used in the light of the ordinary rules of grammar and syntax; the context in which
the provision appears; the apparent purpose to which it is directed and the material known to those
responsible for its production. Where more than one meaning is possible each possibility must be
weighed in the light of all these factors.

The process is objective not subjective. A sensible meaning is to be preferred to one that leads to
insensible or unbusinesslike results or undermines the apparent purpose of the document. Judges must
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be alert to, and guard against, the temptation to substitute what they regard as reasonable, sensible or
businesslike for the words actually used. To do so in regard to a statute or statutory instrument is to
cross the divide between interpretation and legislation. In a contractual context it is to make a contract
for the parties other than the one they in fact made. The ‘inevitable point of departure is the language of
the provision itself, read in context and having regard to the purpose of the provision and the
background to the preparation and production of the document.’ [59] The letter, firstly, contains a plea
that the appellant should not discriminate against or undermine [the employees]. Secondly, that the
union mandated the letter. Thirdly, that the shop stewards were requested to enquire about what is
happening at the appellant’s premises, in light of the agreement entered into and the law. This probably
refers to the ‘new faces’ which were seen at the appellant. Fourthly, it contains a request for the
employees’ employment contracts. Lastly, it informs the appellant that if it does not change the
three-days a week short-time agreement, the employees would in a good [legal?] way expose the unfair
labour practice at the appellant all the way from the gate.

[60] The letter certainly does not cancel any agreement, instead it voices the dissatisfaction of the
employees with the short-time agreement. Whether they were justified in raising their discontent so
soon after they entered into the agreement is neither here nor there. The letter further conveys in no
uncertain terms that the workers would expose the unfair labour practice in a good way. There is
nothing in the letter that suggests that the workers would act illegally. In fact, the indication is that they
were going to act in a good way to expose what they perceived to be an unfair labour practice.

[61] Mr. Botha’s testimony that he interpreted the letter to mean that the employees were going to
‘cause a riot at the gate.. and not do the work any further’ is clearly not supported by the text. His
hypothesis that they wanted to deliver a petition at or from the gate is more plausible. There is nothing
unlawful for union members to gather at the employer’s gate to hand over a petition. The testimonies of
Messrs. Botha and Swart that the letter cancelled the short-time agreement is untenable.

[62] The employees had a right in terms of section 4(2)(a) of the LRA to participate in the lawful activities
of the union including associating themselves with the lawful contents of the letter. The union was
entitled to the support of the employees. The employees were entitled to give their union support in
lawfully promoting their dissatisfaction, grievance or demand. Their dismissal for exercising a right
guaranteed in the LRA: taking part in lawful union activity, renders their dismissal automatically unfair in
terms of section 187(1)(d)(i) of the LRA.

[63] The appellant argued that the Labour Court accepted that there was a valid reason for
retrenchment by referring to the ongoing drought, and decline in sales. The appellant asserted that the
Labour Court should therefore have found that the appellant had a valid rationale to embark on the
retrenchments.

[64] The appellant might have had a valid rationale to commence the retrenchment process. The
consultations yielded a positive result: the short-time agreement. This agreement was implemented in
order to avoid retrenchments. When the employees misbehaved it should have instituted disciplinary
proceedings against them. According to Swart, there would not have been dismissals had the short-time
agreement not been cancelled by the employees. There was no cancellation therefore there was no
need for the dismissals.
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[65] The appellant’s case was that the dismissals were as a result of its operational requirements.
According to Mr. Swart, there were other viable options to avoid dismissals but those were not
implemented because at the 31 May 2019 meeting, the employees said all in or all out. He conceded that
there was no need to dismiss all 18 because the operations of the appellant could continue with fewer
workers. He could not coherently explain why when the contemplation was to retrench 12 workers the
number inexplicably rose to 18.

[66] There were no selection criteria discussed, let alone, agreed upon. No fair or objective criteria was
applied. The ineluctable conclusion is that union membership was the only criteria. These factors
rendered the dismissals substantively unfair. This finding is of no moment because of my finding that the
workers were automatically unfairly dismissed.

[67] The appellant argued that the Labour Court should not have ordered the reinstatement of the
workers because it was clear that the trust relationship had broken down. This argument is captured as
follows in the appellant’s heads of argument:

‘Despite Swart’s undisputed evidence in relation to the trust relationship having broken down, the
members having threatened to burn down the appellant’s premises during September 2018 during their
illegal strike action, the members’ threats to go on strike if the bathrooms [are] not renovated, their
refusal to comply with the short-time agreement and the clear threat enunciated in the 20 May letter at
paragraph 4, the court a quo finds at paragraph 131 that “Nutrichem has failed to make out a case that a

”

continued employment relationship would be intolerable”.

[68] Section 193(2) of the LRA provides that after a finding that an employee’s dismissal was
substantively unfair, the Labour Court must require the employer to reinstate or re-employ the
employee unless: the employee does not want to be reinstated or re-employed; the circumstances
surrounding the dismissal are such that a continued employment relationship would be intolerable; it is
not reasonably practicable for the employer to reinstate or re- employ the employee; or the dismissal
was only procedurally unfair.

[69] Retrenchments are no fault dismissals. The trust relationship is generally still intact, at the time of
dismissal, but due to the employer’s operational requirements the relationship cannot continue. The
considerations that apply in dismissal for misconduct cases would not necessarily apply in
retrenchment cases. However, since the appellant gallantly argued that we should consider the conduct
of the employees in order to determine whether the trust relationship has been damaged irretrievably, |
shall do so.

[70] The threat, if there was one, was in September 2018. No disciplinary proceedings were instituted
against those workers. The employer agreed to renovate the ablution facilities in order to avert a strike.
The workers have a right to strike. All that they have to do is follow the right processes to strike about an
interest dispute. Their threat was lawful. They did not threaten to embark on an unprotected strike. In
any event, the appellant kept them in its employ beyond the renovations. As stated above, the 20 May
2019 letter did not contain an unlawful threat. The trust relationship was not affected by the conduct of
the employees. There is no indication that the continued employment would be intolerable. The
appellant is grasping at straws. The finding of the Labour Court is unassailable.
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[71] It is correct that generally costs orders are not made in labour matters. However, when there has
been such a grave violation of the employees’ constitutional rights then the Courts must show its
deprecation by means of appropriate costs orders. The dismissals were clearly part of a plan to get rid
of perceived troublesome employees. It was a ruse. Employers should be discouraged from utilising the
LRA for nefarious purposes. One of the ways of doing that is through appropriate costs orders.

[72] In conclusion, there is no reason to interfere with the Labour Court’s order. | therefore make the
following order:

1. The appeal is dismissed with costs.

CJ Musi Judge of the Labour Court of South Africa

AJA Nkutha-Nkontwana JA et Mooki AJA concur

—— LEGALISSUES — —
— Whether retrenchments targeting active trade union members are automatically unfair under the
Labour Relations Act.
— The procedural requirements for lawful retrenchment consultation under section 189 of the LRA.

— Whether mischaracterising a union protest letter as terminating a consultation agreement vitiates
the retrenchment process.

— The consequences of applying inconsistent and discriminatory selection criteria in
retrenchment.

SEEALSO
Eagles Pride Hatchery v SACTWU [2024] ZALCJHB 531 - Mavundla v Frame Leisure Trading [2024] ZALCJHB 342
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PB Hairdressing Organisation (Pty) Ltd t/a Carlton
Hair International v. Vinciguerra and Another

Court: Labour Court of South Africa
Date delivered: 16 January 2017
Citation: PB Hairdressing Organisation (Pty) Ltd t/a Carlton Hair International v Vinciguerra

and Another (J2948/16) [2017] ZALCJHB 8

Country: South Africa
Region: Southern Africa
Legal area: Labour Law — Restraint of Trade - Protectable Interest

Restraint of trade - Junior stylist - Hairdressing - Protectable interest - Client relationships - Reasonableness -
Proportionality - South Africa

—— HEADNOTE ——

A restraint of trade clause in a hairdresser’s employment contract will not be enforced where
the employee is a junior stylist with a limited client following and the employer cannot
demonstrate a protectable interest of sufficient weight to justify the restriction.
Reasonableness is assessed with reference to the employee’s seniority and role, the extent of
actual client exposure, and the proportionality of the geographic and temporal scope of the
restraint.

HELD Application dismissed. The restraint of trade was unreasonable given the stylist’s junior
status, limited client following, and the minimal risk his departure posed to Carlton’s
business. Carlton failed to demonstrate a protectable interest sufficient to justify
enforcement of the clause.

—— RULING — RABKIN-NAICKER J — —

[1] This matter came before me on an urgent basis. The applicant seeks the following relief: 1.1 Directing
First Respondent to cease his employment with Second Respondent with immediate effect. 1.2
Interdicting and restraining First Respondent, until 18 November 2017 from, either directly or indirectly,
within a radius of ten kilometres (as the crow flies) calculated from the front door of Applicant’s Hyde
Park salon situated in the Hyde Park Shopping Centre on the corner of William Nicol drive and Jan
Smuts Avenue , Sandton (“the Restraint Area”): - 1.2.1 taking up employment with, contracting to or
consulting to, being associated or concerned with or interested or engaged in any hair styling,
hairdressing or related activities in any capacity whatsoever; and 1.2.2 in any manner assisting in the
activities of, or taking part in, any undertaking in the Restraint Area which carries on any business
activities which are directly competitive with those of Applicant; 1.3 in any manner assisting in the
activities of, or taking part in, any undertaking in the Restraint Area which carries on any business
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activities which are directly competitive with those of Applicant; 1.4 Directing First Respondent to pay
the costs of this application. 1.5 In the event of Second Respondent opposing the application, directing it
to pay the costs of the application, jointly and severally with First respondent, the one paying the other to
be absolved.

[2] At the commencement of proceedings before Court the first respondent brought a successful
application to have certain annexures and paragraphs related thereto struck out of the replying papers
on the basis that they were hearsay evidence. The said material was unsupported by confirmatory
affidavits or a statement by the deponent that he believed the hearsay evidence to be true and correct.

[3] The applicant (Carlton) is a group of companies established in 1968, and currently operating 23
branches nationwide. It has four hairdressing academies, which it operates throughout the country,
training learners as well as already qualified hairstylists. Carlton’s Hyde Park salon commenced trading
in 1990. Carlton’s stylists are trained to establish niche personal relationships with particular clients, in
order to incentivise the client to return to the salon because of the relationship established with the
stylist.

[4] The deponent to the founding affidavit avers that it is a common feature of Carlton’s business model
(and that of the hairdressing industry at large) that customers return every 6 to 8 weeks to the
hairdressing salon at which they will be serviced by the particular stylist with whom they have
established a personal relationship of trust and who knows and understands their unique needs and
desired results. This means according to Carlton that the goodwill and relationships established
between its employees and clients is a valuable proprietary asset deserving of legal protection. This is
the rationale behind Carlton requiring its stylists to enter into a restraint of trade in terms of their
employment contract. The restraint is somewhat lengthy but bears recording as follows:

“15. Restraint of trade 15.1 In this clause, the following words and expressions shall carry the following
meaning 15.1.1. “Client” means any client/customer of the Company or Group Company who visited on at
least 2 (two) occasions within a 6 (six) month period prior to the Termination date, the salon at which the
Employee rendered services as at the Termination Date; 15.1.2. “Restraint Area” means a radius of 10
(ten) kilometres (as the crow flies) calculated from the front door of the solon at which the Employee
rendered services as at termination date and any other salon at which the Employee may have rendered
services in a 6 (six) month period to the Termination Date; 15.1.3. “Restraint Period” means a period of 1
(one) year immediately following the Termination Date; 15.1.4. “Restricted Business” means that
business and those activities conducted by the Company (and any Group Company) including
hairstyling, hairdressing and related activities; 15.1.5. “Termination Date” means the date upon which the
Employee’s employment with the Company is terminated for any reason whatsoever; 15.2 It is recorded
and agreed that 15.2.1 The Restricted Business is highly competitive; 15.2.2 the Employee shall, in the
course of her employment with the Company 15.2.2.1 at the expense of the Company, receive extensive
and on-going training enabling the Employee to initially qualify and thereafter earn living as a stylist;
15.2.2.2 repeatedly and on an on-going basis be exposed to clients of the Company on a personal level,
enabling the Employee to forge and maintain a personal relationship with each client that she services;
and 15.2.2.3 have access to the Company’s client database. 15.3 The Employee acknowledges that
15.3.1 the client relationship(s) referred to in clause 15.2.2.2 above constitutes a proprietary and
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protectable interest of the Company; 15.3.2 the Company’s client database referred to in clause 15.2.2.3
above constitutes a proprietary and protectable interest of the Company; 15.3.3 should the Employee
leave the employ of the Company and continue to render services as a hair stylist within the Restraint
Area, there exist a reasonable apprehension on part of the Company that the Company’s clients shall
follow the Employee to her new place of business, to the clear detriment and prejudice of the Company;
15.3.4 it is accordingly necessary for the Parties to conclude an agreement in order to protect the
Company’s legitimate protectable interest for the duration of the Restraint Period and within the
Restraint Area; 15.4 In light of the foregoing, the Employee warrants and undertakes that she shall not at
any time during the Restraint Period 15.4.1 In any capacity whatsoever (including that of principal,
proprietor, agent, broker, partner, representative, assistant, trustee, or beneficiary of trust, manager,
member of close corporation, member of a voluntary association, shareholder, director, employee,
consultant, contractor, advisor, financier, demonstrator), directly or indirectly, take up employment with,
contract or consult to, be associated or concerned with or interested or engaged in any Restricted
Business or entity carrying on any Restricted Business in Restricted Area; 15.4.2 solicit, interfere with or
entice or endeavour to entice away from Company or any Group Company any client(s); 15.4.3 employ,
offer employment to or cause employment to be offered to any employee of the Company or any Group
Company; 15.4.4 communicate with or furnish any information or advice to any employee of the
Company or Group Company or to any prospective employer as such employee for the direct or indirect
purpose of inducing or causing the said employee to leave the employ of the Company or any group
Company and/ or become employed by or in any way directly or indirectly interested in or associated
with any Restricted Business; 15.5 The Employee, after due consideration, agrees and acknowledges
that 15.5.1 having regard to the damages that will result from a breach of any of the restraint undertaking
given herein, the restraint and undertakings imposed upon the Employee in terms of this Agreement are
fair and reasonable and are necessary as to subject matter, area and duration and are reasonably
necessary in order to preserve and to protect the proprietary interests of the Company and/ or Group;
15.5.2 she has entered into this Agreement freely and voluntarily and that no circumstances exist for her
alleging either now or at any future time that she was at a disadvantage in agreeing to the restraint
undertakings 6 contained herein or was in anything other than an equal bargaining position with the
Company in agreeing to such restraint undertakings; 15.5.3 notwithstanding the manner in which the
restraint in this clause 15 and the area comprising the Restraint Area have been grouped together or
described geographically, each of them constitutes a separate and independent restraint, divisible and
severable from each of the other restraints and separately enforceable, in regard to all aspect thereof
including 15.5.3.1 each month of the Restraint Period; 15.5.3.2 each state, province, division or council
area, municipal area, magisterial district, town, locality falling within the Restraint Area; 15.5.4 no restraint
or combination of restraints shall be limited by reference to or inference from any other restraint or
combination of restraints, provided however that the invalidity or unenforceability of any one or
combination of the restraints contained in this Agreement shall not affect the validity and enforceability
of the other restraints contained in this Agreement or any combination of such restraints. 15.6 The
Employee has given the restraint undertaking herein contained notwithstanding that the Employee
acknowledges that those restraints may limit the employment opportunities available to him, thereby
potentially limiting her income earning capacity. 15.7 The Employee agrees that should she at any time
dispute the reasonableness of the restraint undertakings herein contained, then the onus of proving
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such unreasonableness will be on her. 15.8 The undertakings given by the Employee in clause 9 and in
clause 15 shall also be the benefit of and may be enforced by any Successors-in-title and/ or any Group
Company. The undertakings shall be deemed to have been imposed as stipulation alteri for the benefit
of any Successor-in-title and/ or any Group Company at any time. 15.9 The Employee agrees that
irreparable damage would occur if any of the restraint undertakings recorded herein were not fully
complied with in accordance with its specific terms or were otherwise breached. The Employee
accordingly agrees that 7 the Company and/ or Group Company will be entitled to apply for and be
granted an interdict or an order for specific performance, in addition to any other remedy to which it may
be entitled in law. The provisions of this clause 15.9 shall be without prejudice to the right of the
Company or Group of Company to claim whatever additional damage may be sustained by it in
consequence of such breach. 1510 Should any provisions of this clause 15 be breached by the
Employee, then the Restraint Period will be deemed, at the instance and in the discretion of the
Company and/ or Group of Company, to be extended by a period equal to the period from the date
when such breach was first committed until the earlier of the date on which the Employee ceases to be
in breach of this clause 15. If the Company or Group of Company exercises its right to extend such
period as aforesaid, the provisions of this clause 15 will apply mutatis mutandis in respect of such
extended period.”

[5] The first respondent studied at the Carlton academy in Greenside. After completing a year of study,
he was required to complete a practical year in one of Carlton’s salons as part of his tuition. He entered
into an agreement with Carlton, which included the restraint quoted above, on 14 January 2015 and he
worked initially as a student hairdresser (with effect from 14 January 2015) and thereafter as an
unqualified Junior Stylist (with effect from 22 March 2015). On 13 May 2016 he became a qualified junior
stylist and remained at this level until he resigned from Carlton’s employ on 18 November 2016.

[6] First respondent, a 21 year old who suffers from dyslexia and who avers, as a result, did not obtain a
matric certificate, states in answer that when he graduated from student hairdresser to ‘junior stylist’ he
received a basic salary of R8000.00 per month and was able to receive limited commission. At Carlton a
client is offered the services of either a junior, senior, executive or master stylist.

[7]1 1t is first respondent’s case that as a junior stylist one has a limited customer base and one generally
provides less elaborate services. When he qualified as a junior stylist (six months before resigning) he
earned R5320, 72 a month and was able to perform the same functions as other more senior stylists but
remained the lowest status classification. He avers that he accrued some 20 to 30 regular clients during
his time with Carlton and that a more senior stylist can service between 12 and 20 regular clients a day.
He states that there is no guarantee that what he refers to as his ‘negligible customer base’ will follow
him to his new place of employment. He has furthermore made a written undertaking to not make
contact with any of the clients he served at Carlton.

[8] It is submitted by first respondent in the answering papers that the goodwill of a company is
traditionally represented by inter alia good customer relations which enhance the company’s brand and
reputation. However, in the hairstyling industry, where clients are loyal to their specific stylists, not the
companies at which the stylists work, the good will is established between the particular stylist and
client rather the particular company at which the stylist works. In other words, the interest sought to be
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protected is not one that resides in the company in this industry. Carlton for its part submits that it is
precisely because of the need for close customer relationships between its stylists and customers that
arestraint of this kind is necessary in the industry.

The applicable legal principles

[9] The law as it applies to restraints of trade was most usefully summarised by Mbha J (as he then was)
in Experian South Africa (Pty) Ltd v Haynes and Another as follows:

“Legal principles applicable to agreements in restraint of trade [12] The locus classicus on this subject is
Magna Alloys and Research (SA) (Pty) Ltd v Ellis 1984 (4) SA 874 (A) at 897F — 898E, where Rabie CJ
summarised the legal position, inter alia, as follows: [12.1] There is nothing in our common law which
states that a restraint of trade agreement is invalid or unenforceable. [12.2] It is a principle of our law that
agreements which are contrary to the public interest are unenforceable. Accordingly, an agreement in
restraint of trade is unenforceable if the circumstances of the particular case are such, in the court's
view, as to render enforcement of the restraint prejudicial to the public interest. [12.3] It is in the public
interest that agreements entered into freely should be honoured and that everyone should, as far as
possible, be able to operate freely in the commercial and professional world. [12.4] In our law the
enforceability of a restraint should be determined by asking whether enforcement will prejudice the
public interest. [12.5] When someone alleges that he is not bound by a restraint to which he had
assented in a contract, he bears the onus of proving that enforcement of the restraint is contrary to the
public interest.... [14] The position in our law is, therefore, that a party seeking to enforce a contract in
restraint of trade is required only to invoke the restraint agreement and prove a breach thereof.
Thereupon, a party who seeks to avoid the restraint bears the onus to demonstrate, on a balance of
probabilities, that the restraint agreement is unenforceable because it is unreasonable. [15] The test set
out in Basson v Chilwan and Others supra at 767G — H for determining the reasonableness or otherwise
of the restraint of trade provision, is the following: [15.1] Is there an interest of the one party which is
deserving of protection at the termination of the agreement? [15.2] Is such interest being prejudiced by
the other party? [15.3] If so, does such interest so weigh up qualitatively and quantitatively against the
interest of the latter party that the latter should not be economically inactive and unproductive? [15.4] Is
there another facet of public policy having nothing to do with the relationship between the parties, but
which requires that the restraint should either be maintained or rejected? [16] In Kwik Kopy (SA) (Pty)
Ltd v Van Haarlem and Another A 1999 (1) SA 472 (W) ([1998] 2 All SA 362) at 484E Wunsh J added a
further enquiry, namely whether the restraint goes further than is necessary to protect the interest.”

[10] The question for this Court to determine is whether on the facts of this matter, the applicant has an
interest which is sufficiently deserving of protection and if so, whether any of the other enquiries laid
down in Basson v Chilwan would lead the court to find the restraint unreasonable.

[11] It is well established that the proprietary interests that can be protected by a restraint agreement are
of two kinds. The first consists of the relationships with customers, potential customers, suppliers and
others that go to make up what is referred to as the 'trade connections' of the business, being an
important aspect of its incorporeal property known as goodwill. The second kind consists of all
confidential matter which is useful for the carrying on of the business and which could therefore be used
by a competitor, if disclosed to him, to gain a relative competitive advantage. Such confidential material
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is sometimes referred to as 'trade secrets'.
[12] In Rawlins and Another v Caravantruck (Pty) Ltd Nestadt JA stated that —

'(t)he need of an employer to protect his trade connections arises where the employee has access to
customers and is in a position to build up a particular relationship with the customers so that when he
leaves the employer's service he could easily induce the customers to follow him to a new business'.

[13] In Aranda Textile Mills v Hurn & Another the court emphasised that proprietary interests sought to
be protected must be properly described as belonging to the employer. As explained by Kroon J:

“A man’s skills and abilities are a part of himself and he cannot ordinarily be precluded from making use
of them by a contract in restraint of trade. An employer who has been to the trouble and expense of
training a workman in an established field of work, and who has thereby provided the workman with
knowledge and skills in the public domain, which the workman might not otherwise have gained, has an
obvious interest in retaining the services of the workmen. In the eye of the law, however, such an interest
is not in the nature of property in the hands of the employer. It affords the employer no proprietary
interest in the workmen, his know-how or skills. Such know-how and skills in the public domain become
attributes of the workman himself, do not belong in any way to the employer and the use thereof cannot
be subjected to restriction by way of a restraint of trade provision. Such a restriction, impinging as it
would on the workman’s ability to compete freely and fairly in the market place, is unreasonable and
contrary to public policy.”

[14] It was stated in Rawlins v Caravantruck5 that establishing customer connections depends on the
notion that:- “the employee, by contact with the customer, gets the customer so strongly attached to
him that when the employee quits and joins a rival he automatically carries the customer with him in his
pocket”.

[15] Taking the above legal principles into account, | note the following: 15.1 In this matter, the applicant
has proved the existence of the restraint and the breach thereof. | am unconvinced by the argument by
first respondent that customer connections and goodwill of a brand such as Carlton do not amount to a
proprietary interest. Part of the skills for which such a company employs stylists is their ability to foster
customer connections for the employer. 15.2 There is no evidence on the papers that any of Carlton’s
clients have followed the first respondent to his new place of employ, although there is a risk of same.
Taking into account the Plascon Evans rule, | accept the evidence contained in the answering papers
that first respondent’s client base is in the region of 20 30 persons and that same is negligible in relation
to the entire client base of the Hyde Park salon of Carlton. 15.3 The fact that the restraint in question
appears to be a ‘one size fits all’ covenant is problematic. The ambit of its terms cannot be considered
proportional in relation to all of Carlton’s stylists. It was contained in the first respondent’s contract in the
same form even when he was an apprentice. There appears to be no differentiation made in the wording
of the restraint in respect of different levels of stylists. 15.4 The Court is of the view that the first
respondent has established that it is unreasonable and against public policy, for such a restraint to be
upheld in respect of a junior employee, qualified for only 6 months and who is a mere 21 year old.

Order [16] | therefore make the following order:
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1. The application is dismissed with costs.

H. Rabkin-Naicker Judge of the Labour Court of South Africa

——LEGALISSUES — —
— Whether client relationships developed by a junior hairdressing employee constitute a
protectable interest sufficient to justify enforcement of a restraint of trade.

— How the seniority and role of an employee affect the assessment of reasonableness of a restraint
of trade clause.

— The proportionality of a geographic and temporal restraint imposed on an entry-level employee
in the hairdressing industry.

SEE ALSO
Mavundla v Frame Leisure Trading [2024] ZALCJHB 342 - Nutrichem (Pty) Ltd v SACTWU [2025] ZALAC 13
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Manufacturers (Pty) Ltd
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Sale of goods - Standard conditions of sale - Incorporation - Defective fabric - Counterclaim - Textile industry - South
Africa

—— HEADNOTE ——

Where a seller’s standard Conditions of Sale are incorporated into the transaction by express
reference in the credit application, they govern the rights and obligations of the parties in
respect of all subsequent transactions. A buyer who counterclaims for defective goods bears
the onus of proving both the defect and the causal loss; that onus is not discharged by bare

assertion.

HELD Judgment for Mediterranean Textile Mills. Marburg ordered to pay R2.1 million for fabric
sold and delivered, plus interest and costs. The standard Conditions of Sale were held
incorporated and binding. The counterclaim for defective goods was dismissed with costs.

——RULING — KOENJ ——

[1] This matter has come before me as an action in which the Plaintiff claims: (a) payment of R2 150
045.68; (b) interest on the sum of R3 588 286.83 at the rate of 15.5% per annum from 1 December 2010
to 19 May 2011, both dates inclusive; (c) interest on R2 150 045.68 at the rate of 15.5% per annum from
20 May 2011 to date of payment; (d) costs of suit, including, where employed, the costs of two Counsel,

on the scale as between attorney and client.
The Defendant counterclaims for payment of the sum of R2 305 080.00, interest thereon and costs.
[2] The quantum of the Plaintiffs claim, should liability be established, is agreed.

[3] The Plaintiffs claim is in respect of the balance of the purchase price of certain fabric referred to as
12C97 sold and delivered during the period April 2010 to August 2010. The Defendant maintains that the
fabric supplied by the Plaintiff was unfit for use in the production of work wear garments and, as a result,
that it has suffered damages in the sum of R2 305 080.00.

[4] Briefly stated, the Plaintiff avers that:
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(a) On or about 25 November 2004 and at Durban it and the Defendant concluded a written contract
comprising the 'Credit Application and Standard Trading Terms Agreement annexed as annexure 'A'to
the Particulars of Claim. (b) This agreement incorporates the Plaintiffs '‘Conditions of Sale'. (c)
Subsequently, during the period April 2010 to August 2010 and pursuant to that agreement, the Plaintiff
sold and delivered the fabric to the Defendant for agreed prices alternatively Plaintiffs usual price in the
sum of R5 401 992.83. [5] The essence of the Defendants case is that the fabric was sold pursuant to a
partly written and partly oral agreement concluded during or about December 2009, the written
portions comprising two emails, namely one from the sales director of the Plaintiff, Mr Lindsay Meyer, to
the managing director of the Defendant, Mr Leon Raubenheimer dated 11 November 2009 and Mr
Raubenheimer's reply dated 12 November 20009. It pleads that the parties were represented, in the case
of the Plaintiff by Mr Varoli and/or Mr Meyer and/or Mr Broughton, and the Defendant by Mr
Raubenheimer. In terms of this agreement 60 000 meters of the fabric was to be supplied and it was to
be identical to and have all the qualities of a fabric manufactured by Berg River Textiles using the fabric
code TOO06 of which a sample was provided to the Plaintiff. The Defendant would pay the Plaintiffs
agreed price for such fabric within 90 days of delivery. It was further pleaded that at the time that the
agreement was concluded the parties were aware that the fabric would be used by the Plaintiff in the
production of certain work wear garments which were to be exported by the Defendant to a company
known as Wenaas in the United Kingdom, which would in turn supply the garments to BP for use by the
tatter's employees, and that if,- for any reason, the garments were not suitable, the garments would be
rejected and Wenaas would refuse to pay the Defendant and/or claim compensation from the
Defendant. The Defendant pleads that the fabric manufactured and supplied by the Plaintiff pursuant to
the agreement pleaded by it, was unfit for use in the production of garments in that it shrank and frayed
after washing.

THE ISSUE SEPARATED FOR DETERMINATION:

[6] At the commencement of the action and on the application of the Plaintiff, agreed to by the
Defendant, | granted an order in terms of rule 33 (4) separating for determination, prior to all other
issues, the question whether the Plaintiffs' Conditions of Sale', attached to annexure 'A to the Plaintiffs
Particulars of Claim, were applicable to the sale of the 12C97 fabric. The respective contentions of the
parties in regard thereto were identified as those arising from paragraphs 3 to 7 of the Particulars of
Claim, paragraphs 3 to 11, 15 and 17 to 29 of the Defendants plea and paragraphs 2 to 4, 9, 12 to 17 of the
Plaintiffs replication.

THE PARTIES' CONTENTIONS IN RESPECT OF THE ISSUE SEPARATED

[7] The Defendant raised a number of specific defences to the Plaintiffs contention that the sale was
governed by the Plaintiffs conditions of sale. They have been referred to by Mr Smithers SC as the first,
second, third, forth and fifth defences. For the sake of convenience that designation will also be followed
in this judgment. Briefly stated, they are as follows: (a) A lack of authority on the part of the signatory to
the credit application, Mr Thevan, to have bound the Defendant to the terms of the Credit Application; (b)
Alternatively, the second defence was that: (i) Mr Raubenheimer, who represented the Defendant in the
negotiations leading up to the conclusion of the agreement for the supply of the fabric, was unaware of
the existence of annexure 'A; (ii) Annexure 'A had been signed five years previously and at a time when
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Mr Raubenheimer had no involvement in the Defendant; (iii) The Plaintiffs representatives, Messrs Varoli,
Meyer and Broughton ought therefore to have realized that Mr Raubenheimer may be unaware of the
existence of annexure 'A and should therefore have drawn his attention thereto and in particular to the
conditions of sale contained therein; (iv) They failed to do so and accordingly the conditions of sale must
be deemed not to apply to the sale of the fabric' (c) Alternatively, the third defence raised is that: (i) The
Plaintiffs representatives' failure to draw the existence of the conditions of sale in annexure 'A to the
attention of Mr Raubenheimer, amounted to a representation by silence that no previously agreed
conditions of sale would apply to the sale of the fabric; (ii) The Defendant acted on such representation
to its detriment in as much as: (aa) The conditions of sale are highly detrimental to a purchaser of fabrics
in that they negate the purchases common law rights; (bb) Had Raubenheimer been aware that the
conditions of sale were to apply to the purchases of the fabric he would not have caused the Defendant
to have entered into the transactions; (iii) In the circumstances the Plaintiff is estopped from relying on
the conditions of sale, (d) Alternatively, the fourth defence is as follows: (i) Annexure 'A was signed at a
time when the Defendant was purchasing small amounts of other types of fabric from the Plaintiff for use
in thedomestic market and when the Defendant required credit facilities up to a maximum of R300
000.00 for a period of sixty days; (ii) Conversely, when the parties concluded the agreements for the
sale of the fabric, they intended that, depending upon the delivery rate of the fabric, the Defendant might
enjoy credit facilities up to an amount of R10 million for a period of ninety days; (iii) Furthermore the
parties contemplated that by reason that the garments were to be exported, if the fabric should prove to
be defective, the Defendant would not be able to comply with the provisions of paragraph 10.1 and 10.2
specifically of the conditions of sale; (iv) Clause 1 of the conditions of sale provides that no variation
thereof shall be binding unless made in writing by the Plaintiff. No such variation was made in writing by
the Plaintiff to cater for any of the above changed trading conditions; (v) In the circumstances, the
parties could never have intended that the conditions of sale contained in annexure 'A' would apply to
agreements for the sale of the fabric. (e) Finally, the fifth defence advanced is that in the event of it being
held that the conditions of sale did apply to the sale of the fabrics, the Defendant pleads as follows: '(a)
The Defendant has a constitutional right enshrined in s 34 of the Constitution to have any dispute which
might arise between it and the Plaintiff determined by application of law in a fair public hearing before a
court; (b) Clauses 10.1 and 10.2 of the Conditions of Sale amount to a limitation of that right; (c) The
parties were at ali times aware that by the reason of the fact that the goods were to be exported, the
defendant would be unable to comply with clauses 10.1 and 10.2 before instituting a claim against the
Plaintiff in a court of law; (d) Accordingly, in the circumstances of the case, it is unreasonable and
unconstitutional for the Plaintiff to seek to enforce clauses 10.1 and 10.2, and therefore may not do so.'

[8] In paragraph 3 of its Plea the Defendant denied the enforceability and validity of the original
agreement concluded during November 2004. In amplification of that denial the Defendant pleaded that
the credit application form was signed by one Suggie Thevan purportedly on behalf of the Defendant,
but that he had neither actual nor ostensible authority to conclude that agreement on behalf of the
Defendant. This led to a replication by the Plaintiff persisting with its original averments, but replicating
further that should it be found that Mr Thevan was not so authorized, that the Defendant is estopped
from denying his authority for a number of reasons, which need not be detailed herein. At the conclusion
of the trial the Defendant conceded that it was unable to gainsay the Plaintiffs contentions that Mr
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Thevan had been ostensibly authorized to conclude the agreement, but cautioned that such concession
was not to be construed as an admission that the Plaintiffs standard trading conditions applied to the
transaction giving rise to the present proceedings.

RELEVANT FACTUAL BACKGROUND:

[9] In the light of the concession by the Defendant, it became common cause that an enforceable and
binding agreement was concluded between the Plaintiff and the Defendant on 25 November 2004
incorporating inter alia the following material terms of the Plaintiffs standard conditions of sale as they
would apply to the Defendant: (a) The particulars of the particular sale read with the Plaintiffs standard
conditions would constitute the agreement of sale between the parties and in the case of any
inconsistency with and any form of contract sent by the Defendant to the Plaintiff the terms of the
confirmation shall prevail. No variation of the terms of the contract shall be binding unless made in
writing by the Plaintiff; (b) In executing orders to the Defendants requirements, the Plaintiff shall be
entitled to exceed, or deliver less than the quantity ordered by not more than 10 per cent in respect of
yarn and cloth. Weight and width, shall be subject to a tolerance of 5 per cent, provided that cloth
manufactured to a South African Bureau of Standards speci- -fication shall comply with the tolerances
prescribed therein; (c) The delivery date specified in the contract shall be the date on which the goods
are ready for dispatch by carrier from the Plaintiffs premises; (d) The Plaintiff does not guarantee
delivery on any specified date, but will endeavour to make delivery within the reasonable time of the
dates mentioned in the order confirmation. The Plaintiff shall not be liable for any damages suffered by
the buyer as a result of the failure of the Plaintiff to make timeous delivery; (e) Should the Plaintiff be
prevented by any cause whatsoever from delivering the goods at the time specified, then the time for
delivery shall be extended until the operation of the cause preventing delivery has ceased, or this
contract, may at the Plaintiffs sole option be cancelled either wholly or in part. The Plaintiff shall not be
liable for any loss or damages that the Defendant may thereby suffer; (f) If the full manufacturing
specifications on all goods ordered are not contained in the order or in this document, the Defendant
shall furnish such specifications in writing to the Plaintiff as soon as possible but not later than three
months before the agreed delivery dates. Failing receipt of the complete specifications for the whole
order within such period, the delivery date shall be deemed to be postponed to a date acceptable to the
Plaintiff without minimizing the purchases obligations under the order or, alternatively, the Plaintiff shall
at its option be entitled to cancel any unspecified portion of the order or to deliver such portion as nearly
as possible in accordance with any specifications received; failing such receipt of any specifications the
Plaintiff shall be entitled to deliver against such manufacturing specifications as the Plaintiff in its sole
discretion may deem fit. (g) The full purchase price is payable within 60 days from date of statement. A
1.25 per cent discount on the purchase price is allowed if settlement is received within 30 days from
date of statement. (i) Each delivery is to be considered as a separate contract on the Plaintiffs standard
terms and conditions of sale and the price is payable accordingly. (j) All goods sold shall remain the
property of the Plaintiff until payment thereof has been made in full notwithstanding that the delivery of
the goods may have been made. (k) In the event of any yarn, materials or other goods hereby sold being
used in the manufacture of any material or articles, such material or articles shall be the sole property of
the Plaintiff until all yarn, materials and other goods purchased by the Defendant from the Plaintiff have
been paid for. (1) All future sales entered into between the Defendant and the Plaintiff shall be concluded
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mutatis mutandis on the terms and conditions herein set out, until such time as the Plaintiff amends his
standard conditions of sale. (m) The Defendant shall within 21 days from the date of delivery of the
goods give written notice to the Plaintiff of the particulars of any matter or thing by reason whereof he
may allege that the goods are not in accordance with the contract. If the Defendant fails to give such
notice the goods shall be deemed to be in accordance with the contract in all respects and it shall
thereafter not be open to the Defendant to allege that the goods are not in accordance with the contract.
(n) Notwithstanding the aforegoing, the Defendant shall have no claim whatsoever in respect of goods
which have been cut or processed by the buyer. The Defendant shall furthermore have no claim in
respect of unprocessed goods, nor may these be returned to the Plaintiff without the latter first being
given an opportunity to inspect and analyze same. (0) In no circumstances will the Plaintiff be liable for
consequential loss of any kind howsoever caused. (p) The Defendant agrees to pay all costs incurred by
the Plaintiff as between attorney and client including collection commission in the event of any amount
being handed over for collection or in the event of the Plaintiff consulting an attorney arising out of any
breach of the agreement by the Defendant.

[10] It is common cause that subsequent to November 2004, the Defendant purchased goods from the
Plaintiff sporadically on the following dates, per the following invoice numbers and for the
under-mentioned amounts: 25 January 2005 Invoice No 86772 R123 455.96 10 June 2005 Invoice No
87265 R123 492,55 19 July 2007 Invoice No 90260 R 72 005,21 25 September 2009 Invoice No 94077
R 57 569.95

[11] The exact circumstances and terms and conditions relating to these further transactions were not
investigated in any detail during the evidence.

[12] Mr Raubenheimer had some dealings with the Plaintiff while he was still with Breslin during the late
1990s. He became involved with the business of the Defendant from September 2005 following an
amalgamation of businesses. He became the managing director. The Defendant previously had three
directors. Of these a Mr Steven Bernstein remains the sales director to this day although he does not
live in the Republic of South Africa. Mr Daryl Aaron also does not live in the Republic of South Africa but
remains a director with the designation ‘joint managing director" of the Defendant with Mr
Raubenheimer.

[13] The Defendant used to obtain its supply of a fire retardant fabric referred to as TO06 from the
Frame Group and after its closure, from a 'sister company, Berg River Textiles. Certain problems
regarding deliveries from that supplier were experienced. During September 2009 it was suggested to
the Defendant that consideration be given to securing that kind of fabric from the Plaintiff. In an email
from one Bruce to Mr Raubenheimer dated 3 September 2009 the author indicated that'a swatch of the
TOOG6 fabric to work on" had been provided to Mr Lindsay Meyer of the Plaintiff. This resulted in a follow
up negations relating to the acquisition of the fabric.

[14] The TOOG6 fabric sample was analyzed by the Plaintiff and its equivalent, being not a product with
specifications prescribed by the South African Bureau of Standards or any similar authority, duplicated
under the designation 12C97.
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[15] The Plaintiff maintains that a sample of this newly developed fabric was sent to the Defendant on or
about 18 November 2009. This sample, grey in colour, was delivered by Mr Broughton on behalf of the
Plaintiff, to the Defendants preferred transporter, Zultrans, for delivery to it in Port Shepstone. Mr
Raubenheimer testified that he personally had no recollection of the receipt of such a sample, although
he could not dispute that it could have been received by the Defendant. Mr Raubenheimer is however
not present at the premises of the Defendant every day. Nothing much however appears to turn on this
aspect.

[16] Negotiations ensued during November not only in respect of the 12C97 fabric but also J54 and D59
fabric. Inissue was the price and final colour of the fabric, terms of payment, and a rebate.

[17] On 17 November 2009 and as part of the ongoing negotiations Mr Meyer wrote to Mr Raubenheimer
that Defendant could give 90 days terms for payment. The issue of a rebate and the amount thereof was
still in dispute. Counter proposals were made and exchanged. These negotiations do not suggest
anything other than two contracting parties of equal or very near equal bargaining power driving at the
best possible financial bargain, the Plaintiff wanting to achieve a sale and the Defendant wanting to
secure the fabric on the best terms to it.

[18] On 9 December 2009 the Defendants order number 25412 was faxed to the email address of Mr
Broughton on behalf of the Plaintiff, requesting the supply of 59 000 meters of 12C97 white width 150
centimeters at R30.00 for supply and to 'charge to (the Defendants) account. The first delivery was to
be on 25 January 2010 with three further weekly deliveries thereafter. As regards the colour, the order
recorded that the Plaintiff Will send you a sample of the shade of white we require'. This order was
signed on behalf of the Defendant by a Mr Naidoo and co-initialled by Mr Thevan. Although Mr
Raubenheimer testified that Mr Naidoo and Mr Thevan did not have authority to place orders on their
own and that he decides on all purchase requirements of the Defendant, it is clear from their signature to
the order that they were authorized by him, and viz a viz third parties would appear to be authorized to
place the order on behalf of the Defendant.

[19] On 11 December 2009, two days after the order was placed and in an email from Mr Raubenheimer
to Mr Meyer, Mr Raubenheimer indicated that he had spoken to his partners' and that he would motivate
that they accept an annual rebate of 1.75 per cent. He proposed that Mr Meyer obtain a similar mandate
from the Plaintiff.

[20] Although there is no email or other documentation confirming the 90 day term for payment
contended for by the Defendant, or an annual rebate of 1,75 per cent, the parties are ad idem that these
were subsequently agreed.

[21] When the sample relating to the shade of white was received by the Plaintiff, it was noted that it was
an 'optical white' that was required. This entailed a further process and an increase in price from R30 to
R31.00 per meter.

[22] The Plaintiffs factory closed for the 2009 festive season reopening early, around or about the 11th
January 2021. The price of R31 per meter was agreed.
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[23] On 20 January 2010 the Plaintiff issued its first confirmation note number D 1461, which was sent to
the Defendant per post indicating as the "scheduled delivery" the 12 February 2010 . The quantity of
12C97 optical white was stated to be 15 000 meters at a price of R31.00 per meter excluding VAT. The
confirmation note furthermore recorded terms 1.25% disc for payment within 30 days FRM DTE of
statement strictly 60 days net - subject to available CJIC cover. At the bottom of the confirmation note it
records 'REFER TO CONDITIONS OF SALE OVERLEAF. These conditions whichappear overleaf, and
which per a specimen example of a confirmation note which became exhibit 'B, appear even when
viewed from the front as the printing is on flimsy paper, repeat the Plaintiffs conditions of sale.

[24] Although, in the experience of Mr Varoli the confirmation notes are not normally signed and
returned by South African purchasers, the purpose thereof was explained to be confirmation/
acceptance of the order, price, delivery date and of the terms upon which the supply would occur. The
evidence was that confirmation notes, of which the aforesaid one was the first in the series, are sent by
post. This evidence, and with it the implication that it would in the ordinary course have been received by
the Defendant, could not be disputed by Mr Raubenheimer His version however was that as the
managing director, confirmation notes would not come to his attention.

[25] Garments were thereafter made up by the Defendant from the fabric and the first batch shipped on
the 16 March 2010 and received by Wenaas on 26 March 2010.

[26] On the 9 July 2010 an email was sent by Mr Raubenheimer to Mr Meyer in which he stated that he
had received the odd report of shrinkage'. It also recorded that following a meeting between the
Defendants country manager in the UK and a senior executive of the Defendants client, the problem
appeared a lot more serious.

[27] Thereafter followed a period during which discussions took place, emails were exchanged
expressing various levels of frustration, but all seemingly aimed at trying to achieve a practical business
resolution to the complaints of alleged shrinkage. Tests were being conducted and a report was
compiled by Mr Broughton which suggests high levels, if not unacceptable levels, of shrinkage and
exploring possibilities to correct same by introducing a different suitable sanforising chemical agent and
replacing the sanforising belt. Offers were also made to give a credit for the purchase price of the fabric.
Ultimately, however, these discussions came to naught. That such negotiations would ensue appears to
be a feature of this industry. It is consistent with Mr Raubenheimer's evidence that when in the past he
had problems regarding the quality of fabrics supplied, the parties have always resolved it through
negotiations and that he has never had the terms of any standard terms and conditions "raised against
him'. That, of course, would not necessarily mean that standard terms and conditions might not have
applied in respect of other contracts for the supply of fabric he might previously have concluded
whether on behalf of the Defendant or Beslin with other textile suppliers.

[28] During September 2010 and later that year, the Plaintiff had agreed to take back 10 000 meters of
fabric. When the fabric was collected, a quantity of only just over 5 000 meters was available, the rest
having been cut up for the manufacture of garments. The evidence on this aspect is inconclusive. The
suggestion by the Plaintiff is that this would show that the fabric was in fact not defective in the respects
contended for by the Defendant, whereas the Defendant maintains that it still was, but that garments
were cut two sizes larger. Whether the fabric was defective or unfit for the purpose supplied is irrelevant
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at this stage of the proceedings. The issue is simply whether the standard conditions applied to the sale
of the fabric.

[29] The concession of Mr Thevan's authority means that the Plaintiffs standard conditions applied to
the 2004 sale. But it goes beyond that. Unless varied in writing by the Plaintiff and even if any
subsequent document is sent by the Defendant to the Plaintiff, whatever the date i.e. including
subsequent orders, the conditions of sale would apply. Further, all future sales entered into between the
Defendant and the Plaintiff would be concluded mutatis mutandis on the terms and conditions set out in
the conditions of sale, until such time as the seller amends his standard conditions of sale (clause 9),
which amendment could either be an amendment of the conditions of sale in toto or stipulating a term
pertaining to a particular transaction which amends or varies his standard conditions of sale'.

[30] | accordingly have no hesitation in concluding that in the ordinary course, the conditions of sale
which pertain to the transaction in November 2004 would mutatis mutandis have applied to the
subsequent sales on the 25 January 2005, the 10 June 2005, the 19 July 2007 and the 25 September
2009 save and insofar as the Plaintiff may have stipulated in writing, for example in the form of a
confirmation note that a discount rate different to that stipulated in clause 6 might apply, or any other
term of the contract might have been amended.

[31] The negotiations pertaining to the supply of the 12C97 fabric and the conclusion of the agreement
pursuant thereto, must be viewed against the background of that simply being 'a future sale entered into
between the buyer and the seller”, on terms some of which now vary from those originally agreed in the
2004 insofar as the particular fabric, price, quantity, colour, delivery date(s), terms of payment and a
annual rebateannual rebate of 1.75 per cent (which is not normally provided for) may require, but in all
other respects mutatis mutandis save insofar as peculiar to that particular sale subject to the Plaintiffs
conditions of sale. Accordingly, if the Defendant did not avail itself of the 90 day term for payment but
elected to make payment within 30 days, then a discount of 1.25 per cent would have applied. The
variation to the term of 90 days was one made in writing by the seller in an email of 17 November 2009.
However, even if not reduced to writing, just as the final agreement regarding the annual rebate of 1,75
per cent apparently never was reduced to writing by the Plaintiff, the Defendant would probably be
entitled to hold the Plaintiff to the actual terms agreed. The Plaintiff would not, in my view, be allowed to
defeat the effect of the true agreement between the parties, by relying on the non-variation provision.
That would be unfair and unconstitutional and contrary to the good faith which underlies our law of
contract. It would be an appropriate instance where a party would be allowed to escape the effect of
such a Shifren clause which might otherwise apply, just as an exception was also made in Nyandeni
Local Municipality v Hlazo 2010 (4) SA 261 (ECM).

[32] Unless excluded or rendered unenforceable in terms of the second to fifth defences raised, clause
10.1 and 10.2 of the conditions of sale would therefore apply to the sale of the fabric.

[33] The aforesaid legal interpretation also appears consistent with Mr Raubenheimer's factual
understanding as testified to in the Defendant's first affidavit opposing summary judgment. In paragraph
5 thereof he implicitly accepted that the standard conditions would apply to the transaction, by stating
that they 'had been amended as new terms of trade had been negotiated with the Plaintiff. His attempt in
his evidence to draw some distinction between 'amend' in a wide and narrow sense is futile. An
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‘amendment presupposes the existence of something which requires to be changed. What was to be
changed were some of the terms of the standard conditions as affected by the negotiations, either by
the variation or addition of terms. If he was totally unaware of the standard conditions, then his simple
response would have been not to refer to an amendment of those conditions, but to say that they didnt
apply at all and that he was not aware thereof. His attempts in a further 'Supplementary Affidavit to try
and explain away the application of clauses 10.1, 10.2 and 10.3 of the standard conditions on the basis
that he had not previously appreciated the significance' thereof, is highly improbable. His first reaction
was that the standard conditions had been amended to the extent stated in paragraph 5 of his first
affidavit opposing summary judgment. He did not say that clause 10 of those conditions was amended
by the deletion thereof. Appreciating the significance of those clauses does not come into play at all if
his state of mind was that he did not know they existed.

The second affidavit was tendered on the basis that Mr Raubenheimer wanted to include 'some factual
matters which ought to have been included in [the first] affidavit and which will indicate that the
Defendant indeed has a bona fide defence to the Plaintiffs claim'. However, the second affidavit did not
supplement the first so as to 'include' matters which had been omitted from the first affidavit. It
proceeded on a different premise altogether. Whereas the first affidavit accepted that the conditions of
sale were applicable, the second affidavit was devoted in its entirety to an endeavour to exclude the
conditions of sale, and then on alleged facts which were within the knowledge of Mr Raubenheimer at
the time he signed the first summary judgment answering affidavit when he would have realized their
relevance to the Defendants defences. In evidence his version was that when contracting, the
conditions of sale were never in his mind and that he had never intended to include them. However, if
that was so, then the insurmountable hurdle remaining is why he did not say so in his first affidavit. The
only inference is that the Defendant knew that the conditions of sale were applicable, but possibly had
not realized at that time that they could defeat the Defendants defence and claim in reconvention. [34] |
agree with the submission by the Plaintiff that the effect of the concession of authority on the part of Mr
Thevan necessarily means that: (a) The Plaintiffs conditions of sale would apply and be binding on the
Defendant in respect of all future transactions until varied in writing by the seller or it is recorded in
writing not to apply; (b) The conditions of sale together with the particulars of sale appearing on any
confirmation would constitute the contract of sale. (c) No variation of the terms of the contract would be
binding unless made in writing by the Plaintiff.

[35] The situation is not one in which the doctrine of quasi-mutual assent would find application. The
conditions of sale applied. However, even if | was wrong in that regard and the doctrine of quasi-mutual
assent found application requiring, as the Defendant contended, that the Plaintiff would have to
demonstrate that it was actually misled by the Defendant into believing that the Defendant contracted
with the Plaintiff on the basis of including the standard conditions, a reasonable man having regard to the
terms of the conditions of sale could not have concluded otherwise than that this was just a future sale'.
This position is not changed by the fact that the parties were embarking on a new venture, with potential
volumes far in excess of what their previous transactions entailed, with negotiations even being
conducted between them at managing director level. The conditions of sale set out the basis upon
which a credit line had been opened for the Defendant with the Plaintiff as long ago as 2004 and it would
continue to apply according to its terms, notwithstanding any changes in management, until amended or
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otherwise varied in terms thereof. To arrive at a different conclusion would mean that changes in board
management of a corporate structure could be used to escape binding legal obligations to which that
corporate entity, properly authorized but with different directors had previously lawfully bound itself to
set up a credit line or other continuous basis for management. That would be an untenable situation. If
that is the kind of situation that is sought to be avoided, then business entities should not arrange
themselves in a corporate structure of any nature but trade as either sole proprietorships or
partnerships. Arranging one's affairs in a corporate structure or carrying on business in such a structure
carries with it the obligation for management to familiarize itself with exactly what standard conditions
govern any relationship, particularly an existing relationship between it and any supplier, or alternatively
then at the very least to stipulate, preferably in writing, that no conditions other than those expressly
agreed upon in respect of a particular transaction were to apply, thereby excluding the possible
application of any other terms or conditions. This the Defendant did not do.

[36] That the standard conditions were practically unworkable would also not be of any assistance.
There is no express contractual requirement that the Defendant should have tested the fabric it
received for any shrinkage. But that is not the issue. The reality is that the Defendant could have tested
the fabric, even simply by way of a domestic wash of part of the fabric as a test sample, or alternatively
by more advance laboratory testing, to determine any possible shrinkage. The evidence is that such
testing could comfortably have been done within 21 days. Accordingly, the 21 day period within which
notice was required to be given, could practically have been complied with before any garments were
made up or while they were made up. Objectively, it is not a practically unworkable situation.

[37] I turn then to the specific defences.

[38] I agree with the Plaintiffs submission that it is difficult to fathom the basis of the second defence. Mr
Raubenheimer testified that he was unaware of the existence of annexure 'A'. That is inconsistent with
what he said in his first affidavit opposing summary judgment. Granted, he does not specifically say that
he was aware of the existence of annexure 'A, but his allegation that the standard conditions were
amended is inconsistent with the notion that he was unaware thereof. Against that background it is all
the more difficult to understand on what basis the Plaintiffs representatives then ought to have realized
that Mr Raubenheimer may be unaware of the existence of annexure 'A and therefore to have drawn his
attention thereto. The failure to draw attention to any particular state of affairs normally only give rise to
any action in law if there was a duty on the part of the Plaintiff to draw attention to the true state of
affairs. The Plaintiff is correct in saying that if this defence is founded in delict, that it is bad in law
because it makes not attempt to establish any legal duty on the part of the Plaintiff which would suggest
unlawfulness in the event of a breach thereof, it makes no allegation of any fault on the part of the
Plaintiff in the form of intention or negligence, it fails to establish the causation requirement for delictual
liability, and it fails to establish or allege any loss on the part of the Defendant. [39] Indeed it would more
likely amount to an inversion of the South African Law of Agency and Company Law because the effect
thereof would be that a principal with knowledge of a contract to which it previously committed itself,
can escape the contract on the basis of ignorance on the part of its agent. The principles of the Law of
Agency also govern the representation of companies.
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[40] As a director, Mr Raubenheimer was also under a fiduciary duty to act with reasonable care and
skill. He had a statutory right of access to all the books and records of the Defendant in terms of section
284 (3) of the Companies Act 1973, being the applicable Companies Act at the time. In those
circumstances he as a director cannot escape liability based on his alleged ignorance.

[41] The judgment in D & H Piping Systems (Pty) Ltd v Trans Hex Group Ltd and Another which the
defendant relied upon must be understood in the context of the facts of that case.

[42] The decision in Durban Water Wonderland (Pty) Ltd v Botha and Another also does not find
application. The present is not an instance where the question is whether the Plaintiff did what was
reasonably sufficient to give the Defendant notice of a term. The conditions of sale are contractual
conditions to which the Defendant had previously bound itself to apply also in respect of all future
transactions. When it requested that the order be charged to its account, it clearly intended to refer to
the line of credit previously established and which it enjoyed with the Plaintiff. In any event, the
application of the standard conditions was again drawn to the attention of the Defendant in the
confirmation notes which served to confirm the order placed by the Defendant. The fact that the
Defendant might have styled its internal management in such a way that Mr Naidoo/Mr Thevan may
place orders on behalf of the Defendant also entitles the Plaintiff to confirm its terms of acceptance of
any such order to those officials and level of management. That is the management style which Mr
Raubenheimer has elected to follow and he cannot be heard to complain if the confirmation note did not
come to hispersonal attention. There was no evidence that Mr Naidoo and/or Mr Thevan had not
received the confirmation note preceding the first delivery on the 12 February 2010.

[43] The third defence of an estoppel based on a representation by silence must fail for similar reasons.
Silence can only be actionable if it follows in circumstances where there was a duty to speak. The
Defendant had previously during 2004 committed itself to an agreement that provided that the standard
conditions of sale were to be applicable to ail future transactions between the Plaintiff and the
Defendant without variation, or only subject to limited variation as provided for in terms of the standard
conditions.

[44] Spencer-Bower states:

75 The main condition subject to which alone silence or inaction amounts to a representation is that at a
legal (not a mere moral or social) duty shall have been owed by the representor to the representee to
make the disclosure, or take the steps, the omission of which is relied upon as creating the estoppel.’

[45] The present is not an instance where the Plaintiff had exclusive knowledge of the standard
conditions and that such conditions were inaccessible to Mr Raubenheimer, on behalf of the Defendant,
to the point that the result is an involuntary reliance on the Plaintiff-see Absa Bank Ltd v Fouche 2003 (1)
SA 176 (SCA) par [1] - [5]. Mr Raubenheimer was not so reliant. He could have ascertained the basis
upon which a credit line was open for the Defendant with the Plaintiff from the Defendants
documentation.

[46] Even if the Defendant was reliant on the representation, it cannot in my view said to be reasonable.
No person in the position of Mr Raubenheimer could reasonably have thought that a supplier in the
textile industry would contract on common law terms with no standard conditions to protect the
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supplier. Mr Raubenheimer was aware of and accepted that De Gama, Berg River Textiles and formerly
Frame and SBH all have standard terms and conditions and would contract thereon, even if they would
not necessarily be enforced in the interest of promoting sound business relationships. Mr Varoli had
testified that such conditions exist in respect of these other entities and that they contract on the basis
thereof. All Mr Varoli conceded was that he could not of his own knowledge say that the Defendant and
or-Mr Raubenheimer had contracted on the basis of such conditions with those entities. THE FOURTH
DEFENCE:

[47] The fact that annexure 'A to the Particulars of Claim was signed at a time when the Defendant was
purchasing smaller quantities of fabric other than the 12C97 fabric, that facilities which might extend to
an amount to R10 million for a period of 90 days were not previously required, and that it might not
previously have been contemplated that fabric would be used in the manufacture of garments for
export, is neither here not there.

[48] The credit application form expressly provided that the Defendant: '...accepted] the Standard
Trading Terms appearing herein, which I/We have read and understood shall apply and be binding on
[the Defendant] in respect of all transactions.'

[49] There is no provision in the conditions of sale that if the approximate credit limit applied for initially
would be exceeded, that the sale conditions would no longer be applicable. Indeed such a contention
would be absurd because it would enable a delinquent debtor to circumvent the sale conditions by
exceeding its credit limit.

[50] Where the credit application expressly provided that it would apply in respect of ‘all transactions', it
would apply irrespective of value. The increase in the credit limit was in any event a purely administrative
matter to be taken care of by an increased facility being arranged with Credit Guarantee Insurance
Corporation. The parties had accepted that procuring an increase in the guarantee facility would in any
event not stand in the way of the Plaintiff fulfilling the 12C97 order

[51] The fifth defence entails this court being persuaded that it would be 'unreasonable and
unconstitutional for the Plaintiff to seek to enforce Clauses 10.1and 10.2.

[52] In Barkhuizen v Napier the Constitutional Court per Ngcobo J expressed: 'grave doubt on the
appropriateness of testing the constitutionality of a contractual term directly against a provision in the
Bill of Rights', in this instance, section 34 of the Constitution enshrining the constitutional right to have
any dispute which might arise determined by application of law in a fair public hearing before a court or
other tribunal.

[53] The Constitutional Court divided any such inquiry into two questions namely: (a) Is the clause itself
unreasonable; (b) If the clause is reasonable, whether it should be enforced in the light of the
circumstances.

The first question requires that two considerations to be weighed up against each other, namely pacta
sunt servanda and the right to seek judicial redress. The test to be employed is an objective one. If
objectively, the terms are not inconsistent with public policy, the question arises whether the clause is
nevertheless contrary to public policy in the light of the 'relative situation’ of the parties, on which issue a
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relevant factor would, for example, be unequal bargaining power. In casu, of course, there was no
material unequal bargaining power, if there was unequal bargaining power at all.

[54] It has always been a trite principle of our law, long before the decision in Barkhuizen v Napier that a
clause in a contract which is contra bonos mores, is unenforceable. Barkhuizen's case went further only
in that it, with respect correctly, found that the mores of society had to be judged against the values and
entrenched in the Bill of Rights. That is consistent also with section 39 of the Constitution. It was held
that public policy takes into account the necessity to do simple justice between individuals. Accordingly,
it was found to be contrary to public policy to enforce a timelimitation clause that does not afford the
person bound by it an adequate and fair opportunity to seek judicial redress.

[55] In casu, the Defendant relies on the second of the two questions posed to determine fairness,
namely, accepting that clauses 10.1 and 10.2 are reasonable, whether they should be enforced in the
light of the circumstances of this particular case. Specifically, the question becomes whether there was
good reason why the Defendant could not comply with clauses 10.1 and 10.2 of the sale conditions. In
support of this contention the Defendant relied not only upon the judgment in Barkhuizen but also of that
in Brummer v Minister for Social Development and others where the time limitation of 30 days notice
required in terms of the Promotion of Access to Information Act 2 of 2000 were held to be unreasonable
and unconstitutional.

[56] The only reason advanced by the Defendant as a reason why it could not comply with clauses 10.1
and 10.2 of the standard conditions is that the parties were at all times aware that 'by reason of the fact
that the goods were to be exported, the Defendant would be unable to comply with clauses 10.1and 10.2
before instituting a claim against the Plaintiff in a court of law, hence, the Defendant pleads that it is
unreasonable and unconstitutional for the Plaintiff to seek to enforce clauses 10.1 and 10.2. The alleged
unreasonableness and unconstitutionality is sought only with reference to section 34 of the constitution.
There is no specific separate reliance on 'public policy".

[57] 'Unreasonableness' and 'unconstitutionality are two different concepts with different pedigrees,
different applicability and different consequences. The Defendant did not make much of that distinction
but simply emphasized that like the Plaintiff itultimately concludes with the issue whether there was a
good reason for the Defendants failure to comply with clauses 10.1and 10.2.

[58] The precise ambit of reasonableness and fairness has not been dealt with definitively by the
Constitutional Court. In EverFresh Market Virginia (Pty) Ltd v Shoprite Checkers Moseneke DCJ
delivering the majority judgment held that had the case been properly pleaded, it would have raised a
number of interlinking constitutional values which would inform the development of the common law
relating to contract. He said that 'indeed, it is highly desirable and in fact necessary to infuse the law of
contract with constitutional values, including values of ubuntu which inspire much of our constitutional
compact Further on he held that 'contracting parties certainly need to relate to each other in good faith'.
The minority judgment of Yacoob J in the same matter reaffirmed the general principle that: 'a court
should always be alive to the possibility of the development of the common law in the light of the spirit,
purport and objects of the Bill of Rights. The development of the common law would otherwise be no
more than a distant dream. A court should always be at pains to discover whether the development of
the common law is implicit in a case.
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[59] In Maphango and Others vAengus Lifestyle Properties [20121 ZACC 2 Zondo AJ in a minority
judgment referred to the Barkhuizen judgment but found that the conduct complained of did not amount
to an unfair practice. In a minority but concurring judgment Froneman J (with Yacoob J concurring)
stated that 'under the constitution all law is, or needs to be, infused by constitutional values and that
'interpretation andapplication of the law under the Constitution is never a mechanical application of
rules, it always involves a value judgment. Our Constitution and law are infused with moral values. The
days of denying the value - laden content of law are long gone'. Froneman J further held that ‘courts
deciding constitutional matters may, and at some circumstances are obliged to, make an order that is
just and equitable'. He concluded however that 'determining the true ambit of Barkhuizen must wait for
another day.

[60] Until 'another day | can only be guided, but more importantly am bound by the pronouncements of
the Supreme Court of Appeal on this issue.

[61] Dealing firstly with the issue of unreasonableness as distinct from 'unconstitutionality, it was held in
South African Forestry Co Ltd v York Timbers Ltd that abstract values such as good faith,
reasonableness and fairness are fundamental to the law of contract, but they do not constitute
independent substantive rules that courts can employ to intervene in contractual relationships. It follows
that courts will not deviate from parties' intention, as determined by the interpretation of their contract,
because it may be regarded as unfair to one of them. The position is different when a contract is
ambiguous as all contracts are governed by good faith and the intention of the parties then falls to be
determined on the basis that they negotiated with one another in good faith.

[62] In casu, there was nothing ambiguous about the conditions of sale. Indeed the conditions were
clearly stated that they would relate to 'all future sales'.

[63] The aforesaid principles were reaffirmed in Bredenkamp and Others v Standard Bank of SA Ltd
where it was held that fairness is not a freestanding requirement for the exercise of a contractual right.
[64] In Maphango and Others v Aengus LifeStyle Properties (Pty) Ltd it was held under the heading of
'reasonableness and fairness' with reference to the decision of the constitutional court in Barkhuizen
that the contention that as a matter of public policy courts will not give effect to the implementation of a
contractual provision that is unreasonable and unfair that:

'l believe that the argument is fundamentally flawed because the proposition on which it relies is not
supported by the decision of the constitutional court in Barkhuizen, nor does it reflect the principles of
our law of contract as they stand. Reasonableness and fairness are not freestanding requirements for
the exercise of a contractual right.'

The Supreme Court of Appeal stated that:

'unless and until the constitutional court holds otherwise, the laws therefore as stated by this court, for
example in South African Forestry Company, Brisley and Bredenkamp. Accordingly, a court cannot
refuse to give affect to the implementation of the contract simply because that implementation is
regarded by the individual judge to be unreasonable and unfair. Strictly speaking the enquiry into the'
reasonableness andfairness of the respondents termination of the contract of the leases is therefore
unnecessary.
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[65] The judgment in Potgieter and Another v Potgieter NO and Others is to similar effect.

[66] On that interpretation to which | am bound, but in any event appears to me to be an entirely correct
statement of the law, the reliance upon alleged unreasonableness in the enforcement of clauses 10.1and
10.2 has no merit and falls to be dismissed.

[67]1 turn next to deal with the question of constitutionality.

[68] As a starting point and as a general rule, | respectfully concur with the statement in Bredenkamp
and Others v Standard Bank of SA Ltd where after having considered the implications of the judgment in
Barkhuizen v Napier it was held that:

'Public policy and boni mores are now deeply rooted in the Constitution and its underlying values. This
does not mean that public policy values cannot be found elsewhere. A constitutional principal that tends
to be overlooked, when generalised resort to constitutional values is made, is the principal of legality.
Making rules of law discretionary or subject to value judgments may be destructive of the rule of law.’
(my emphasis).

Contractual Autonomy is part of freedom and shorn of its obscene excesses, contractual autonomy
informs also the constitutional value of dignity.

[69] Harms DP in Bredenkamp further emphasized that '..if evidence is required to determine whether a
contract is in conflict with public policy or whether its enforcement would be so, the party who attacks
the clause at either stage must establish the facts.

[70] Reference has already been made earlier to the statement by Ngcobo J in Barkhuizen expressing
'grave doubt on the appropriateness of testing the constitutionality of a contractual term directly against
a provision in the Bill of Rights'. The judgment in Barkhuizen held that there is no reason why public
policy would not tolerate time limit or time limitation clauses and contracts, subject to the consideration
of reasonableness and fairness.

[71] The parties are ad idem that the issue confronting this court is whether the Defendant had an
adequate and fair opportunity to seek judicial redress.

[72] It has always been a principle of our law that:

'the power to declare contracts contrary to public policy should, however, be exercised sparingly and
only in the clearest of cases, lest uncertainty as to the validity of contracts result from an arbitrary and
indiscriminate use of the power. One must be careful not to conclude thata contract is contrary to public
policy merely because its terms (or some of them) offend ones individual sense of propriety and
fairness'

[73] Reduced to its essentials, the enquiry is whether the Defendant has shown that in the
circumstances of this case it was unreasonable for it to have determined that the fabric supplied was
unfit within the 21 day time period stipulated in clause 10.1 and before it started cutting the fabric to
manufacture garments, as per clause 10.2. [74] The Plaintiff maintains that: (a) The clauses complained
of are not unreasonable having been entered into freely and voluntarily between parties enjoying at least
equal bargaining power, as is evident from the negotiations relating to the annual rebate which
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culminated in agreement at exactly one half of that originally contended for by the Defendant and the
increase in the credit term from 60 to 90 days at the instance of the Defendant; (b) The clauses do not in
any way limit the right to seek judicial redress. All they do is require the Defendant to give notice to the
Plaintiff that the fabric received was not in accordance with the order within 21 days of receipt and to
preclude any claim by the Defendant after the goods have been cut or processed; (c) That the single
circumstance peculiar to this case, namely that the goods were to be exported, which Mr Varoli
conceded he knew by February 2010, is irrelevant as the Defendant has not established that a customer
locally or in an export country would be better placed to ascertain the fact that the fabric in the garments
was defective within a period of 21 days from receipt of the fabric at the Defendants factory; (d) There
was no reason that could be advanced by the Defendants witness Mr Raubenheimer, indeed he
conceded that there was no reason why the Defendant could not have carried out a test to establish
whether the fabric supplied was in compliance with that required, within a matter of days after receipt of
each load of fabric,. The Defendant might not necessarily have had sophisticated testing facilities
available to it, but all it had to do was to subject the fabric or a portion thereof and/or the made up
garments to a simple stability test, such as a domestic washing test, which would have entailed laying
out a suitable size square of the fabric, marking a particular length on it, washing the fabric, and then
re-measuring the points marked on the fabric which would reveal whether or not the fabric shrinks and if
so to what extent. There was no reason advanced why the Defendant could not have performed such
tests.

[75] The Defendant contends for a finding that it was unreasonable to expect of the Defendant to have
complied with the clauses in question in the light of the following facts: (a) Mr Raubenheimer was
unaware of the existence of the standard trading conditions; (b) The parties were aware that the fabric
was to be used in the manufacture of garments which were to be exported; (c) The manufacturing
process obviously required the cutting of the fabric; (d) If the fabric contained any latent defect, because
the garments were to be exported, such defect would only become apparent well after the 21 day limit
referred to in clauses 10.1 as 10.2 had expired; (e) That in view of the existing common law that if goods
are ordered for a particular purpose there is an implied warranty that they are fit for that purpose and
that if a manufacturer is bound to supply goods corresponding exactly to the description ordered, then
they must comply, that it could not be said that it was incumbent upon the Defendant to have tested the
fabric; (f) That the Defendant was entitled to assume that the 12C97 fabric supplied complied with the
sample of TOO6 it had obtained from Berg River Textiles and which was given to the Plaintiff to
duplicate.

[76] Whether Mr Raubenheimer was aware of the existence of the standard conditions, is of no
consequence. The Defendant was aware of the standard conditions and that it would apply to all future
sales as well until amended. In any event, it is doubtful that Mr Raubenheimer was not aware of the
standard conditions, particularly in the light of his response in the first affidavit opposing summary
judgment. His attempts during evidence to explain the wording of paragraph 6 of the first opposing
affidavit was improbable.

[77] That the defendant would have certain implied warranties and common law in respect of the fabric
supplied is also not of consequences. If the fabric supplied did not comply with any such implied
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common law warranties, it would afford the Defendant certain remedies. The existence of those
remedies is not affected by clause 10.1 or 10.2. It is merely the notice requirement, that the Plaintiff be
given within 21 days andthat the fabric not be cut, which limits the exercise of any remedies arising from
the common law implied warranties. That such implied warranties exist is therefore not of any decisive
importance. Ultimately the issue is still the reasonableness of the limitation imposed by clauses 10.1 and
10.2.

[78] Whether the parties were aware that the fabric was to be used in the manufacture of garments
which were to be exported, is also not decisive. Provided some form of test could be conducted
comfortably within that time, from which any alleged 'defect would be detected, the period would be
reasonable (unlike the clauses in Barkhuizen and Swinburne v Newbee Investments (Pty) Ltd. Obviously
the time limitation cannot be seen in isolation but must be adjudged in the light of the facts and
circumstances relating to each case. Although clauses 10.1 and 10.2 were contained in what might
otherwise be referred to as Tine print, they were contained in the original credit application form which
clearly referred to the conditions of sale. Subsequent confirmation notes also referred to such
conditions of sale which appeared overleaf. Furthermore, such conditions, if regard is had to the
specimen exhibit 'B, are clearly visible on the flimsy paper even from the front of that paper. The
Defendants representative at the time that the original agreement was concluded was alive to the
conditions and clearly had perused them attentively as he deleted clause 17 thereof which otherwise
would have held him liable as surety.

[79] The time limitation is not contrary to the Defendants common law rights or any implied warranties. It
does not exclude the Defendants rights to have disputes decided by a court of law or appropriate
tribunal as guaranteed in terms of section 34 but merely places a limitation on the period within which
written notice of an intention to exercise any contractual remedy needs to be given. Any latent defect
could have been discovered by an appropriate domestic testing within a matter of days. That evidence
was not contradicted.

[80] Any Defendant with knowledge of the conditions, as the Defendant in casu had, should, if unhappy
with the provisions of clauses 10.1 and 10.2, have specifically negotiated and concluded an agreement
excluding the placing of any time limitation on the contractual remedies it would otherwise have.

[81] The Defendant has in my view not discharged the onus of showing that factually there was good
reason why the Defendant could not have complied with the provisions of clauses 10.1and 10.2. The true
ambit of Barkhuizen must continue to wait for another day

[82] That is accordingly the end of the matter as the Defendants plea discloses no other defence and
the Defendants claim in reconvention is then without merit. | did not understand Defendants
representatives to argue to the contrary, should that be the conclusion reached by this court.

[83] Accordingly: (a) Judgment is granted in favour of the Plaintiff for: (i) Payment of the sum of R2 150
045.68; (i) Interest on R3 588 286.83 at the rate of 15.5% per annum from 1 December 2010 to 19 May
2011, both dates inclusive; (iii) Interest on R2 150 045.68 at the rate of 15.5% per annum from 20 May
2011 to date of payment, both dates inclusive; (iv) Costs of suit, including where employed, the costs of
two counsel, on the scale as between attorney and client. (b) The Defendants claim in reconvention is
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dismissed with costs including where employed, the costs of two counsel.

Koen J Judge of the High Court SA HOME TEXTILE MANUFACTURER'S
EMPLOYERS' ORGANISATION (HOMETEX) v. SA CLOTHING AND TEXTILE WORKERS UNION
(SACTWU) AND OTHERS

Court: The Labour Court of South Africa Date Delivered: 16 August 2024 Citation: South African Home
Textile Manufacturers Employers Organisation v South Africa Clothing And Textile Workers Union and
Others (D800/21) [16 August 2024] ZALCD 28 Country: South Africa Region: Southern Africa Legal
Area: Labour Law (Wages)

SUMMARY: This case involves a dispute between the Southern African Clothing and Textile Workers’
Union (SACTWU) and HOMETEX over the interpretation of a collective agreement concluded at the
National Textile Bargaining Council, specifically regarding a 5.9% wage increase and a R1.23 hourly
raise for grade 1 employees. SACTWU argued the increase should be applied to the actual wages
employees were earning at the time, including any National Minimum Wage Adjustment (NMWA), while
HOMETEX contended it should only apply to the industry minimum wage rate. The arbitrator ruled in
favour of SACTWU, holding that the 5.9% increase applied to the actual wages earned, and that any
shortfalls should be back paid. However, the Labour Court later set aside the arbitration award, finding
the arbitrator’s interpretation unreasonable and holding that the agreement applied solely to the
industry minimum rates.

JUDGEMENT: NAIDOO, AJ

[1] This is an application to review and set aside an arbitration issued by the Second Respondent under
case number TCR 01432 dated 23 November 2021.

[2] The application is brought in terms of section 145 of the Labour Relations Act (LRA), read with
section 51(8), alternatively section 33(1) of the Arbitration Act.

[3] The arbitration proceedings concerned the interpretation and application of a collective agreement
on wages and conditions of employment concluded by the parties at the National Textile Bargaining
Council.

The nature of the arbitration proceedings and the award

[4] The Applicant submitted that it is not clear whether the arbitration proceedings were conducted
under the auspices of the Third Respondent or whether the process was conducted as a private
arbitration. The Applicant submitted that nothing material or significant turns on this issue. No issue was
taken on this point by the First Respondent.

[5] It is common cause that a dispute was declared by the First Respondent to the Third Respondent
over the interpretation and application of the 2021/2022. It is furthermore common cause that the
parties agreed to the process being conducted as an arbitration by an arbitrator appointed by Tokiso
Dispute Settlement (Pty) Ltd. An arbitration award was issued by the appointed arbitrator reflecting that
the process was conducted under the auspices of the Third Respondent. The arbitration award is thus
subject to the review provisions of section 145 read with section 51(8) of the LRA.
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[6] The Second Respondent issued the following award: * 6.1 The correct interpretation of the
2021/2022 wage agreement increase for grade 1 employees is that they are to be awarded a 5.9%
increase on the wage that they were earning at the time that the wage agreement was concluded. 6.2
Where grade 1 employees received an NMWA increase (to R21.69 per hour), the 5.9% increase applies
to this adjusted hourly rate. 6.3 Any employees who have not been paid the increase correctly as per
clause 6.2 above should be back paid the short fall for the period July to November 2021, within 30 days
of receipt of this award.’

[7] It is common cause that the dispute arises from the interpretation and application of a “National
Textile Bargaining Council memorandum of agreement on wages and conditions of employment for
2021/2022".

[8] The Applicant’s position at the arbitration proceedings was that the collective agreement provided
for a 5.9% increase on the then current industry minimum rates as set out in the previous collective
agreement. The collective agreement is distinct from anything to do with the National Minimum Wage
Act[

[9] On the other hand, the First Respondent’s position at arbitration was that the rand value of the
increase from the old industry minimum wage to the new industry minimum wage of R1.23 had to be
implemented on top of Grade 1employee’s existing wage.

[10] As the national minimum wage had increased prior to the date of the implementation of the
collective agreement, this meant, according to the First Respondent, that grade 1 employees earning the
minimum wage had to be paid an additional R1.23 above the increases implemented to comply with the
then, national minimum wage rate.

[11] The Applicant’s response at arbitration was that they must pay the national minimum wage as
prescribed, but since the industry minimum wage is marginally above the national minimum rate, they
must pay the industry minimum rate and not increase the amount by R1.23 above the national minimum
wage rate as contended for by the First Respondent.

[12] The grounds of review are the following: 12.1 The Second Respondent misconceived the nature of
the enquiry that she had to undertake. The Applicant submitted that: 12.1.1 The Second Respondent
understood her task to decide whether the 5.9% increase set out in the collective agreement applied to
the current industry minimum rate or the national minimum wage rate. This was not the dispute before
her at all. What she was required to decide was whether the R1.23 amount (being the rand value
increase to the current industry minimum wage, applying the 5.9% to that industry minimum rate) had to
be applied to existing wages and in particular to the existing wages of employees earning the national
minimum wage rate that had just been increased and whether this was the correct interpretation of the
collective agreement. 12.1.2 The dispute that was referred was the alleged failure to implement the wage
agreement by four employers who are members of the Applicant. The Second Respondent in her award
saw her function as determining “the correct interpretation” of the agreement as well as resolving “in
particular, a dispute about the interpretation of the grade 1 wage increase”. This went beyond the scope
of the dispute which was referred and a further indication of misconceiving the nature of the enquiry
before her.

158



[13] The interpretation of the collective agreement as set out below is an interpretation that no
reasonable decision maker could arrive at based on the material before her: ‘6.1 The correct
interpretation of the 2021/2022 wage agreement increase for grade 1 employees is that they are to be
awarded a 5.9% increase on the wage that they were earning at the time that the wage agreement was
concluded. 6.2 Where grade 1 employees received an NMWA increase (to R21.69 per hour), the 5.9%
increase applies to this adjusted hourly rate. 6.3 Any employees who have not been paid the increase
correctly as per clause 6.2 above should be back paid the short fall for the period July to November
2021, within 30 days of receipt of this award.’

[14] The Second Respondent based her award on factual findings that she stated as common cause
which were not common cause thereby committing a gross irregularity in the proceedings.

[15] The First Respondent submitted that it contended at the arbitration, and still does, that all grade 1
employee hourly wage rates, should have been increased by R1.23 per hour and that the increase must
be applied or added to what workers were earning on 30 June 2021. The crux of the review application
is whether the increase of R1.23 should be applied to what workers earned at the time (30 June 2021) or
to what they earned before the implementation of the new national minimum wage.

[16] The First Respondent submitted that the increase should be applied to what workers earned at the
time and should not include an increase workers received through legislation.

[17] It is common cause that some employers implemented increases in this way whilst others did not.
Those employers that did not implement the increase in this way contended that because they had
increased grade 1 workers’ hourly wages by R0.93 per hour on the industry minimum wage of R20.76
per hour to the national minimum wage of R21.69 per hour from 1 March 2021, they should only have to
increase grade 1 employees hourly wage by R0.30 to the new industry minimum wage of R21.99 per
hour.

[18] The Applicant contends that the First Respondent’s position amounts to “double dipping” because,
according to them, employees earning the industry minimum wage should have already received an
increase of R0O.93 per hour from 1 March 2021 and could not now obtain an increase of R1.23 per hour as
that would amount to a total increase of R2.16 or 10.4%.

[19] | am required to determine whether the arbitration award should be reviewed and set aside based
on the grounds of review summarised hereinabove.

[20] It is trite that the test review application set out by the Constitutional Court in Sidumo and Another v
Rustenburg Platinum Mines Ltd and Others is to test whether “the decision reached by the
Commissioner is one that a reasonable decision-maker could reach?”

[21] In Heroldt vs Nedbank Ltd (Congress of South African Trade Unions as amicus curiae), the court
stated the following: ‘A defect in the conduct of the proceedings to amount to a gross irregularity as
contemplated by section 145(2)(a)(ii), the Arbitrator must have misconceived the nature of the inquiry or
arrived at an unreasonable result. A result will only be unreasonable if it is one that a reasonable
arbitrator could not reach on all the material that was before the Arbitrator.’
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[22] It is common cause that when the collective agreement was concluded on 27 July 2021, the parties
were aware that the historical industry minimum hourly wage being increased by 5.9% was lower than
the then current national minimum wage and was de facto being paid to some grade 1 employees after
the increase in the national minimum wage in March 2021.

[23] Clause 2.1 of the collective agreement provides for a 5.9% increase in the current industry minimum
hourly rates of pay and it quantifies the rand value of the increase applicable to grade 1 employees as
R1.23 per hour.

[24] | have considered the material placed before the Second Respondent. It is express that the
agreement only deals with the industry minimum hourly rate which increased from R1.23 per hour (to
R21.99 per hour). There is a clear distinction drawn between the industry minimum hourly rate and the
prescribed national minimum wage. [25] The collective agreement itself does not deal with its
application in respect of employees in grade 1 who were earning more than the industry minimum on 1
July 2021, at all.

[26] Based on the above, it is evident that the Second Respondent rendered an award based on
considerations that were not common cause or established on the material before her.

[27] The following reflects a material misdirection by the Second Respondent in grasping the essence of
the dispute that she was tasked to determine:

‘I'm clear then, Mr Simmons. They applied for 5.9% to whatever they were already paying regardless of
what the industry minimum was.’

[28] That was not the dispute that the second respondent was required to determine.

[29] It is plain from the collective agreement that it only dealt with wage increases to the industry
minimum wage rates that applied at the time. It was common cause that the collective agreement was
negotiated and concluded after the implementation of national minimum wage increases. Furthermore,
clause 4 of the collective agreement provides the following:

‘National minimum wage When any of the prescribed wage rates are less than the national minimum
wage, the NMW shall be applied. The employer must ensure that they are not in contravention of the
NMW.

[30] To interpret the collective agreement in the manner that the Second Respondent did, based on the
material before her, is not an interpretation that a reasonable decision-maker could reach.

[31] The First Respondent submitted that if the court is inclined to correct the award, it should do so by
substituting the Arbitrator’s award with the following: ‘6.1 The correct interpretation of the 2021/2022
wage agreement increase for grade 1employees is that they are to be awarded an increase of R1.23 per
hour on the wage that they were earning at the time the wage agreement was concluded. 6.2 Where
grade 1 employees received the NMWA increase (to R21.69 per hour) the R1.23 increase applies to this
adjusted hourly rate. 6.3 Any employees who have not been paid their increase correctly as per clause
6.2 above should be back paid the shortfall for the period July to November 2021 within 30 days of
receipt of this award.’
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[32] The First Respondent submitted that the relief sought above is not an admission that the arbitration
award of the Commissioner is not one that a reasonable Commissioner would arrive at, but merely uses
arand value of R1.23 instead of 5.9% for clarity’s sake.

[33] In my view the above is a partial concession that the Second Respondent misconceived the nature
of the enquiry and reached an interpretation that no reasonable decision maker could have reached. By
making this submission the First Respondent shifts from referring to a percentage increase to rather a
rand value amount. The First Respondent however does not deal with the reality of the position that if its
interpretation is to apply, then the industry minimum wage rate would not be R21.99 as agreed in the
collective agreement but rather R22.92 which effectively is a 10.4% increase to the previous industry
minimum wage rate.

[34] Based on the terms of the collective agreement, | concur with the Applicant’s submissions that
there is no room for such an interpretation that the R1.23 increase is to apply to wages that were being
earned at the time. The collective agreement expressly deals only with increases to industry minimum
wages, the specific rand value applicable to grade 1 industry minimum wages is R1.23, that is, an
increase to R21.99 per hour. The increase would be an “all inclusive” of any increase implemented prior
to 30 June to comply with the provisions of the Minimum Wage Act.

[35] The First Respondent did not contend for a 5.9% increase on the national minimum wage for grade
1 employees, but rather for all grade 1 employees to be paid an increase of the rand amount in the
agreement applicable to them, i.e. R1.23 per hour, on top of whatever they were earning as grade 1
employees immediately prior to 1 July 2021. [36] The error in the Second Respondent’s understanding
of the First Respondent’s case (i.e. that the Rand value rather than the percentage was sought) is
apparent from the third paragraph under the heading “Preliminary Issues” on page 2 of the award where
she states the union position to be that a 5.9% increase should be applied to the March rate, but in the
same sentence states that this would bring the wage rate to R22.92. The arithmetic reveals that the
Second Respondent misunderstood what was being advanced.

[37] The First Respondent’s position is set out clearly under the heading in the award, “The Union’s
Reply” in the arbitration award where it is stated to be that the rand increase in the amount of the
minimum applicable grade 1employees, namely R1.23 per hour should be added to the national minimum
wage the grade 1 employees were earning prior to 1July 2021, namely that their increase should not be
to the agreed industry minimum wage of R21.99, but rather to R22.92.

[38] The First Respondent did not contend for a 5.9% increase on R21.76 as the award states under the
heading, “The Union’s Case” (which would be R22.97 per hour — a figure that was not used by anyone at
the hearing). Mr Simons expressly submitted that the 5.9% was an increase to the current industry
minimum and the rand component was based on the industry minimum. The Second Respondent then
said to Mr Simons for the First Respondent when he was explaining that companies who were paying
above the national minimum wage had increased their grade 1 employees’ wages by R1.23 (which
arithmetically has to be less than 5.9% for that employee) that the employers applied 5.9% to whatever
they were already paying regardless of what the industry minimum was (an incorrect restatement of
what Mr Simons had said to her) and he responded in the affirmative. He went on to expand however
that what he was saying was that they agreed on 5.9% as set out in the agreement, i.e. to industry
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minimum wage amount. From Mr Tshabalala’s submissions clarified that the First Respondent was
seeking a R1.23 per hour increase and not 5.9% on whatever the employee was earning.

[39] This error had a direct impact on the result of the award in which the Second Respondent found
that there was an agreement to increase the wage by 5.9% on the national minimum wage that was
being paid. That was not what was sought. There was no evidence to support such a finding, and the
result is one that no reasonable decision maker could have reached.

[40] Furthermore, the collective agreement itself does not deal with its application in respect of
employees in grade 1 who were earning more than the industry minimum on 1 July 2021. To interpret the
agreement to apply to that class of employees and to entitle them to more than the agreed industry
minimum on a reading of the agreement is an interpretation that no reasonable decision maker could
have reached based on the material before her.

[41] Accordingly, the arbitration award falls to be reviewed and set aside.

[42] The Applicant did not pursue an order for costs; accordingly, it was not necessary to determine
whether any costs order should be made. In any event, based on the ongoing relationship between the
parties it would not have been appropriate to grant any cost order.

[43] Accordingly, the following order is made:

1. The arbitration award issued by the Second Respondent dated 23 November 2021 is reviewed and
set aside. 2. No order is made as to costs.

M Naidoo Acting Judge of the Labour Court of South Africa EAGLES PRIDE
HATCHERY (PTY) LIMITED v. SOUTH AFRICAN CLOTHING AND TEXTILE WORKERS UNION AND
OTHERS

Court: The Labour Court of South Africa

——LEGALISSUES ——
— Whether the seller’s standard Conditions of Sale were incorporated into the contract of sale by
the credit application.
— Whether the Conditions of Sale continued to apply where the buyer’s credit limit was exceeded.

— Whether the buyer established that the fabric supplied was defective and caused the losses
claimed in the counterclaim.

— The allocation of the onus of proof in a defective goods counterclaim in a commercial textile sale.

SEEALSO

NDK Financial Services Ltd v Kwashie Tailors & Dry Cleaners Ltd [2018] - Eagles Pride Hatchery v SACTWU [2024]
ZALCJHB 531
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SA Home Textile Manufacturers Employers’
Organisation (HOMETEX) v. SA Clothing and Textile
Workers Union (SACTWU) and Others

Court: Labour Court of South Africa

Date delivered: 16 August 2024

Citation: South African Home Textile Manufacturers Employers Organisation v South African
Clothing And Textile Workers Union and Others (D800/21) [16 August 2024] ZALCD
28

Country: South Africa

Region: Southern Africa

Legal area: Labour Law — Collective Agreement - Wage Interpretation

Collective agreement - Wage increase - National Minimum Wage Adjustment - Interpretation - Actual wages - Industry
minimum - Bargaining council - South Africa

—— HEADNOTE ——

Where a collective agreement provides for a percentage wage increase, the proper
interpretation of whether that increase applies to the industry minimum rate or to the actual
wages earned (including National Minimum Wage Adjustments) depends on the language of
the agreement and the objective intention of the parties. An arbitrator’s interpretation that
extends the increase beyond the plain meaning of the agreement may be set aside as

unreasonable on review.

HELD Arbitration award set aside. The Labour Court found the arbitrator’s interpretation
unreasonable. The collective agreement applied the 5.9% wage increase to industry
minimum rates only, not to actual wages earned including NMWA adjustments.

—— RULING — COURT ——

This case involves a dispute between the Southern African Clothing and Textile Workers’ Union
(SACTWU) and HOMETEX over the interpretation of a collective agreement concluded at the National
Textile Bargaining Council, specifically regarding a 5.9% wage increase and a R1.23 hourly raise for
grade 1 employees. SACTWU argued the increase should be applied to the actual wages employees
were earning at the time, including any National Minimum Wage Adjustment (NMWA), while HOMETEX
contended it should only apply to the industry minimum wage rate. The arbitrator ruled in favour of
SACTWU, holding that the 5.9% increase applied to the actual wages earned, and that any shortfalls
should be back paid. However, the Labour Court later set aside the arbitration award, finding the
arbitrator’s interpretation unreasonable and holding that the agreement applied solely to the industry
minimum rates.
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JUDGEMENT: NAIDOO, AJ

[1] This is an application to review and set aside an arbitration issued by the Second Respondent under
case number TCR 01432 dated 23 November 2021.

[2] The application is brought in terms of section 145 of the Labour Relations Act (LRA), read with
section 51(8), alternatively section 33(1) of the Arbitration Act.

[3] The arbitration proceedings concerned the interpretation and application of a collective agreement
on wages and conditions of employment concluded by the parties at the National Textile Bargaining
Council.

The nature of the arbitration proceedings and the award

[4] The Applicant submitted that it is not clear whether the arbitration proceedings were conducted
under the auspices of the Third Respondent or whether the process was conducted as a private
arbitration. The Applicant submitted that nothing material or significant turns on this issue. No issue was
taken on this point by the First Respondent.

[5] It is common cause that a dispute was declared by the First Respondent to the Third Respondent
over the interpretation and application of the 2021/2022. It is furthermore common cause that the
parties agreed to the process being conducted as an arbitration by an arbitrator appointed by Tokiso
Dispute Settlement (Pty) Ltd. An arbitration award was issued by the appointed arbitrator reflecting that
the process was conducted under the auspices of the Third Respondent. The arbitration award is thus
subject to the review provisions of section 145 read with section 51(8) of the LRA.

[6] The Second Respondent issued the following award: * 6.1 The correct interpretation of the
2021/2022 wage agreement increase for grade 1 employees is that they are to be awarded a 5.9%
increase on the wage that they were earning at the time that the wage agreement was concluded. 6.2
Where grade 1 employees received an NMWA increase (to R21.69 per hour), the 5.9% increase applies
to this adjusted hourly rate. 6.3 Any employees who have not been paid the increase correctly as per
clause 6.2 above should be back paid the short fall for the period July to November 2021, within 30 days
of receipt of this award.’

[7] It is common cause that the dispute arises from the interpretation and application of a “National
Textile Bargaining Council memorandum of agreement on wages and conditions of employment for
2021/2022".

[8] The Applicant’s position at the arbitration proceedings was that the collective agreement provided
for a 5.9% increase on the then current industry minimum rates as set out in the previous collective
agreement. The collective agreement is distinct from anything to do with the National Minimum Wage
Act[

[9] On the other hand, the First Respondent’s position at arbitration was that the rand value of the
increase from the old industry minimum wage to the new industry minimum wage of R1.23 had to be
implemented on top of Grade 1employee’s existing wage.
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[10] As the national minimum wage had increased prior to the date of the implementation of the
collective agreement, this meant, according to the First Respondent, that grade 1 employees earning the
minimum wage had to be paid an additional R1.23 above the increases implemented to comply with the
then, national minimum wage rate.

[11] The Applicant’s response at arbitration was that they must pay the national minimum wage as
prescribed, but since the industry minimum wage is marginally above the national minimum rate, they
must pay the industry minimum rate and not increase the amount by R1.23 above the national minimum
wage rate as contended for by the First Respondent.

[12] The grounds of review are the following: 12.1 The Second Respondent misconceived the nature of
the enquiry that she had to undertake. The Applicant submitted that: 12.1.1 The Second Respondent
understood her task to decide whether the 5.9% increase set out in the collective agreement applied to
the current industry minimum rate or the national minimum wage rate. This was not the dispute before
her at all. What she was required to decide was whether the R1.23 amount (being the rand value
increase to the current industry minimum wage, applying the 5.9% to that industry minimum rate) had to
be applied to existing wages and in particular to the existing wages of employees earning the national
minimum wage rate that had just been increased and whether this was the correct interpretation of the
collective agreement. 12.1.2 The dispute that was referred was the alleged failure to implement the wage
agreement by four employers who are members of the Applicant. The Second Respondent in her award
saw her function as determining “the correct interpretation” of the agreement as well as resolving “in
particular, a dispute about the interpretation of the grade 1 wage increase”. This went beyond the scope
of the dispute which was referred and a further indication of misconceiving the nature of the enquiry
before her.

[13] The interpretation of the collective agreement as set out below is an interpretation that no
reasonable decision maker could arrive at based on the material before her: ‘6.1 The correct
interpretation of the 2021/2022 wage agreement increase for grade 1 employees is that they are to be
awarded a 5.9% increase on the wage that they were earning at the time that the wage agreement was
concluded. 6.2 Where grade 1 employees received an NMWA increase (to R21.69 per hour), the 5.9%
increase applies to this adjusted hourly rate. 6.3 Any employees who have not been paid the increase
correctly as per clause 6.2 above should be back paid the short fall for the period July to November
2021, within 30 days of receipt of this award.’

[14] The Second Respondent based her award on factual findings that she stated as common cause
which were not common cause thereby committing a gross irregularity in the proceedings.

[15] The First Respondent submitted that it contended at the arbitration, and still does, that all grade 1
employee hourly wage rates, should have been increased by R1.23 per hour and that the increase must
be applied or added to what workers were earning on 30 June 2021. The crux of the review application
is whether the increase of R1.23 should be applied to what workers earned at the time (30 June 2021) or
to what they earned before the implementation of the new national minimum wage.

[16] The First Respondent submitted that the increase should be applied to what workers earned at the
time and should not include an increase workers received through legislation.
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[17] It is common cause that some employers implemented increases in this way whilst others did not.
Those employers that did not implement the increase in this way contended that because they had
increased grade 1 workers’ hourly wages by R0.93 per hour on the industry minimum wage of R20.76
per hour to the national minimum wage of R21.69 per hour from 1 March 2021, they should only have to
increase grade 1 employees hourly wage by R0.30 to the new industry minimum wage of R21.99 per
hour.

[18] The Applicant contends that the First Respondent’s position amounts to “double dipping” because,
according to them, employees earning the industry minimum wage should have already received an
increase of R0.93 per hour from 1 March 2021 and could not now obtain an increase of R1.23 per hour as
that would amount to a total increase of R2.16 or 10.4%.

[19] | am required to determine whether the arbitration award should be reviewed and set aside based
on the grounds of review summarised hereinabove.

[20] It is trite that the test review application set out by the Constitutional Court in Sidumo and Another v
Rustenburg Platinum Mines Ltd and Others is to test whether “the decision reached by the
Commissioner is one that a reasonable decision-maker could reach?”

[21] In Heroldt vs Nedbank Ltd (Congress of South African Trade Unions as amicus curiae), the court
stated the following: ‘A defect in the conduct of the proceedings to amount to a gross irregularity as
contemplated by section 145(2)(a)(ii), the Arbitrator must have misconceived the nature of the inquiry or
arrived at an unreasonable result. A result will only be unreasonable if it is one that a reasonable
arbitrator could not reach on all the material that was before the Arbitrator.’

[22] It is common cause that when the collective agreement was concluded on 27 July 2021, the parties
were aware that the historical industry minimum hourly wage being increased by 5.9% was lower than
the then current national minimum wage and was de facto being paid to some grade 1 employees after
the increase in the national minimum wage in March 2021.

[23] Clause 2.1 of the collective agreement provides for a 5.9% increase in the current industry minimum
hourly rates of pay and it quantifies the rand value of the increase applicable to grade 1 employees as
R1.23 per hour.

[24] | have considered the material placed before the Second Respondent. It is express that the
agreement only deals with the industry minimum hourly rate which increased from R1.23 per hour (to
R21.99 per hour). There is a clear distinction drawn between the industry minimum hourly rate and the
prescribed national minimum wage. [25] The collective agreement itself does not deal with its
application in respect of employees in grade 1 who were earning more than the industry minimum on 1
July 2021, at all.

[26] Based on the above, it is evident that the Second Respondent rendered an award based on
considerations that were not common cause or established on the material before her.

[27] The following reflects a material misdirection by the Second Respondent in grasping the essence of
the dispute that she was tasked to determine:
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‘I'm clear then, Mr Simmons. They applied for 5.9% to whatever they were already paying regardless of
what the industry minimum was.’

[28] That was not the dispute that the second respondent was required to determine.

[29] It is plain from the collective agreement that it only dealt with wage increases to the industry
minimum wage rates that applied at the time. It was common cause that the collective agreement was
negotiated and concluded after the implementation of national minimum wage increases. Furthermore,
clause 4 of the collective agreement provides the following:

‘National minimum wage When any of the prescribed wage rates are less than the national minimum
wage, the NMW shall be applied. The employer must ensure that they are not in contravention of the
NMW.

[30] To interpret the collective agreement in the manner that the Second Respondent did, based on the
material before her, is not an interpretation that a reasonable decision-maker could reach.

[31] The First Respondent submitted that if the court is inclined to correct the award, it should do so by
substituting the Arbitrator’s award with the following: ‘6.1 The correct interpretation of the 2021/2022
wage agreement increase for grade 1employees is that they are to be awarded an increase of R1.23 per
hour on the wage that they were earning at the time the wage agreement was concluded. 6.2 Where
grade 1 employees received the NMWA increase (to R21.69 per hour) the R1.23 increase applies to this
adjusted hourly rate. 6.3 Any employees who have not been paid their increase correctly as per clause
6.2 above should be back paid the shortfall for the period July to November 2021 within 30 days of
receipt of this award.’

[32] The First Respondent submitted that the relief sought above is not an admission that the arbitration
award of the Commissioner is not one that a reasonable Commissioner would arrive at, but merely uses
arand value of R1.23 instead of 5.9% for clarity’s sake.

[33] In my view the above is a partial concession that the Second Respondent misconceived the nature
of the enquiry and reached an interpretation that no reasonable decision maker could have reached. By
making this submission the First Respondent shifts from referring to a percentage increase to rather a
rand value amount. The First Respondent however does not deal with the reality of the position that if its
interpretation is to apply, then the industry minimum wage rate would not be R21.99 as agreed in the
collective agreement but rather R22.92 which effectively is a 10.4% increase to the previous industry
minimum wage rate.

[34] Based on the terms of the collective agreement, | concur with the Applicant’s submissions that
there is no room for such an interpretation that the R1.23 increase is to apply to wages that were being
earned at the time. The collective agreement expressly deals only with increases to industry minimum
wages, the specific rand value applicable to grade 1 industry minimum wages is R1.23, that is, an
increase to R21.99 per hour. The increase would be an “all inclusive” of any increase implemented prior
to 30 June to comply with the provisions of the Minimum Wage Act.

[35] The First Respondent did not contend for a 5.9% increase on the national minimum wage for grade
1 employees, but rather for all grade 1 employees to be paid an increase of the rand amount in the
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agreement applicable to them, i.e. R1.23 per hour, on top of whatever they were earning as grade 1
employees immediately prior to 1 July 2021. [36] The error in the Second Respondent’s understanding
of the First Respondent’s case (i.e. that the Rand value rather than the percentage was sought) is
apparent from the third paragraph under the heading “Preliminary Issues” on page 2 of the award where
she states the union position to be that a 5.9% increase should be applied to the March rate, but in the
same sentence states that this would bring the wage rate to R22.92. The arithmetic reveals that the
Second Respondent misunderstood what was being advanced.

[37] The First Respondent’s position is set out clearly under the heading in the award, “The Union’s
Reply” in the arbitration award where it is stated to be that the rand increase in the amount of the
minimum applicable grade 1 employees, namely R1.23 per hour should be added to the national minimum
wage the grade 1 employees were earning prior to 1 July 2021, namely that their increase should not be
to the agreed industry minimum wage of R21.99, but rather to R22.92.

[38] The First Respondent did not contend for a 5.9% increase on R21.76 as the award states under the
heading, “The Union’s Case” (which would be R22.97 per hour - a figure that was not used by anyone at
the hearing). Mr Simons expressly submitted that the 5.9% was an increase to the current industry
minimum and the rand component was based on the industry minimum. The Second Respondent then
said to Mr Simons for the First Respondent when he was explaining that companies who were paying
above the national minimum wage had increased their grade 1 employees’ wages by R1.23 (which
arithmetically has to be less than 5.9% for that employee) that the employers applied 5.9% to whatever
they were already paying regardless of what the industry minimum was (an incorrect restatement of
what Mr Simons had said to her) and he responded in the affirmative. He went on to expand however
that what he was saying was that they agreed on 5.9% as set out in the agreement, i.e. to industry
minimum wage amount. From Mr Tshabalala’s submissions clarified that the First Respondent was
seeking a R1.23 per hour increase and not 5.9% on whatever the employee was earning.

[39] This error had a direct impact on the result of the award in which the Second Respondent found
that there was an agreement to increase the wage by 5.9% on the national minimum wage that was
being paid. That was not what was sought. There was no evidence to support such a finding, and the
result is one that no reasonable decision maker could have reached.

[40] Furthermore, the collective agreement itself does not deal with its application in respect of
employees in grade 1 who were earning more than the industry minimum on 1 July 2021. To interpret the
agreement to apply to that class of employees and to entitle them to more than the agreed industry
minimum on a reading of the agreement is an interpretation that no reasonable decision maker could
have reached based on the material before her.

[41] Accordingly, the arbitration award falls to be reviewed and set aside.

[42] The Applicant did not pursue an order for costs; accordingly, it was not necessary to determine
whether any costs order should be made. In any event, based on the ongoing relationship between the
parties it would not have been appropriate to grant any cost order.

[43] Accordingly, the following order is made:
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1. The arbitration award issued by the Second Respondent dated 23 November 2021 is reviewed and
set aside. 2. No order is made as to costs.

M Naidoo Acting Judge of the Labour Court of South Africa

—— LEGAL ISSUES ——

— Whether a collective agreement wage increase applies to actual wages earned or to the industry
minimum rate only.

— The standard of review applicable to arbitration awards in wage interpretation disputes under the
Labour Relations Act.

— The interaction between National Minimum Wage Adjustments and percentage increases
negotiated at industry bargaining council level.

SEE ALSO
Nutrichem (Pty) Ltd v SACTWU [2025] ZALAC 13 - Eagles Pride Hatchery v SACTWU [2024] ZALCJHB 531
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Eagles Pride Hatchery (Pty) Limited v. South African
Clothing and Textile Workers Union and Others

Court: Labour Court of South Africa

Date delivered: 18 November 2024

Citation: Eagles Pride Hatchery (Pty) Ltd v South African Clothing and Textile Workers Union
and Others (2024/092607) [18 November 2024] ZALCJHB 531

Country: South Africa

Region: Southern Africa

Legal area: Labour Law — Strike Action - Protected Strike

Protected strike - Bonus demand - Collective agreement - Full and final settlement - Procedural compliance - Labour
Relations Act - South Africa

—— HEADNOTE ——

A strike is protected where the demand driving it falls outside the scope of an existing
collective agreement — even where that agreement contains a full and final settlement clause
— if the parties’ conduct and intention demonstrate that the relevant issue was expressly
reserved for further negotiation. Procedural compliance with the LRA cannot be negated by
technical arguments anchored to a settlement clause that the parties themselves did not treat
as covering the disputed issue.

HELD Application to interdict the strike dismissed. The SACTWU strike was protected: the bonus
demand fell outside the existing collective agreement, the union complied with all
procedural requirements, and the applicant’s technical objections were rejected.

—— RULING — COURT ——

This case was about the legality of a stirke conducted by some workers iof the SACTWU over a demand
for bonus payment. The court found that the SACTWU strike was protected because the demand was
not covered by the existing collective agreement, as the union explicitly reserved it for further
negotiation and dispute resolution. Despite the substantive agreement containing a “full and final
settlement” clause, the context and parties’ intentions showed the bonus issue remained unresolved.
SACTWU complied with all procedural requirements for lawful strike action under the Labour Relations
Act, and the applicant’s attempt to interdict the strike on technical grounds was rejected. Consequently,
the strike is lawful and the application to prohibit it was dismissed.

JUDGEMENT: PHEHANE, J

[1] This is an urgent application launched in June 2024 by the applicant for final relief to interdict strike
action by the respondents and for ancillary relief.
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[2] The application was enrolled for hearing in June 2024 and was removed from the Court roll as the
first respondent (the union) gave an undertaking not to proceed with strike action. The applicant
reserved its right to re- enrol the application if the respondents at a later stage, demonstrates an
intention to embark on strike action.

[3] Pursuant to further developments in the dispute between the parties, the applicant has re-enrolled
the application and seeks leave to file a supplementary affidavit and to amend its notice of motion.

[4] The application is opposed by the respondents.
Leave to file supplementary affidavit and amend notice of motion

[5] The events following the launch of this application in June 2024 and its removal from the roll are
common cause. What is in dispute is whether the respondents gave an unconditional undertaking that
they would not pursue industrial action as alleged by the applicant.

[6] The applicant launched this application in anticipation of a strike notice by the respondents. The
respondents held the view that the application was premature as no strike notice had been served by
them and they demanded that the application be withdrawn as they intended to apply to the
Commission for Conciliation, Mediation and Arbitration (CCMA) for facilitation of the dispute in terms of
the provisions of section 150(1) of the Labour Relations Act[1] (LRA) and as contemplated in clause
16.4.4 of the Recognition Agreement concluded between the parties in July 2023.

[7] It is pertinent at this juncture, for proper context, as it is relevant to the determination of this dispute,
to set out the entirety of the provisions of clause 16.4 of the Recognition Agreement. It reads thus:

16.4 Disputes of Interest 16.4.1 Unless an alternative process is specifically provided for in this dispute
procedure, or has been agreed upon by the parties, all other disputes shall be processed in terms of this
Clause. 16.4.2 After notification has been received by the other party in terms of clause 16.2[2] above, a
dispute meeting shall be convened in an endeavour to resolve the dispute in a mutually acceptable
manner. The parties will meet on at least three (3) occasions in order to resolve the dispute, and
consideration shall be given to the use of alternative resolving mechanisms. 16.4.3 If meetings in terms of
16.4.2 fail to resolve the dispute, either party shall have the right to refer such dispute to the CCMA for
conciliation. 16.4.4 If conciliation in terms of 16.4.3 fail to resolve the dispute, parties agree to apply to the
CCMA for facilitation/ intervention in terms of Section 150(1) of the Labour Relations Act.’

[8] The respondents thus aver that they did not give a unconditional undertaking not to to engage in
strike action, but rather, they gave an undertaking not to engage in strike action pending the finalisation
of the conciliation process as contemplated in section 150(1) of the LRA.

[9] The process before the CCMA in terms of section 150(1) of the LRA took place on 5 August 2024.
The dispute remained unresolved and a settlement agreement was concluded by the parties at the
CCMA which simply recorded what had transpired in the dispute and that each party reserved its rights.
The settlement agreement reads: ‘1. A section 64(1) referral was lodged in terms of the Labour Relations
Act 66 of 1995 (Hereinafter referred to as “the LRA”) under case number GATW6282-24. 2. The matter
remained unresolved. 3. The union subsequently referred a section 69(4) referral in terms of the LRA for
picketing rules under case number GATW7572-24. 4. Picketing rules were subsequently agreed upon.
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5. The employer approached the Labour Court and issued a [cease] and desist letter to the union's
representatives. 6. The union's representatives agreed to comply with the contents of paragraph 5, on
the basis of the employer withdrawing the matter at the Labour Court. 7. The employer withdrew the
matter and reserved its right to re-enroll the matter. 8. The union subsequently approached the CCMA in
order to comply with clause 16.4 of their recognition agreement. 9. The union will exercise its right in
determining whether to engage in industrial action and the employer reserve[s] its right to take
appropriate recourse in that regard.’

[10] On 6 August 2024, the union placed on record that it had complied with the procedural
requirements as set out in the recognition agreement and confirmed that as the conciliation in terms of
section 150(1) of the LRA was unsucessful, it reserved its right to embark on strike action as
contemplated in section 64 of the LRA. In response to this letter, the applicant sent correspondence to
the union recording that the union had indicated that it would carry out a ballot with its members on
whether or not to proceed with strike action and warned the union that continuing with the balloting
process would be in breach of its earlier undertaking not to engage in industrial action and that any
strike action would be unprotected. The applicant accordingly warned the union that should it persist
with the strike action, it would re-enroll the urgent application.

[11] The union communicated to the applicant its proposed plan to conduct general meetings for the
purposes of balloting. The applicant granted permission for meetings to be held outside working hours
and reiterated that any balloting would be in breach of the union's undertaking and that any strike action
would be unprotected. In response, the union reiterated that the conciliation in terms of section 150(1)
LRA was unsucessful and that a 48-hour strike notice would be issued in due course.

[12] The applicant avers that the balloting is a farce as the union had already taken a decision to embark
on strike action. The applicant avers that the strike action will cause irreparable harm to its operations,
will put its employees in jeopardy, will enganger its livestock and put the production of food at serious
risk. Consequently, the applicant avers that the application is still urgent and on this basis, it appears, the
application was re-enrolled.

[13] The respondents deny that the balloting is a farce — they assert that they have complied with
procedures in terms of the Recognition Agreement relating to their bonus demand, are entitled to
embark on strike action; further, that the applicant has not been designated a maintenance service as
contemplated in section 75 of the LRA as the applicant suggests and accordingly, the application ought
to be dismissed as it is unmeritorious.

[14] The respondents take no issue with the filing of the supplementary affidavit. However, they take
issue with the amended notice of motion on the grounds that the applicant has not made out a case for
the amendment of the notice of motion nor has it demonstrated that it is in the interests of justice that
this Court grant leave to amend the notice of motion. The respondents aver that the amendments to the
notice of motion are to intimidate it and to threaten it into submission in circumstances where no strike
notice has been issued by it and no justification is made for an order fining the union R1 million should it
fail to communicate to its members to not engage in strike action should the strike action be interdicted.
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[15] The supplementary affidavit places before this Court the developments that transpired since the
application was removed from the roll in June 2024 and the reason that the matter is re-enrolled. These
developments are necessary in determining this matter. The respondents have placed their version in
answer to the supplementary affidavit befor this Court. In the circumstances, leave is granted to file the
supplementary affidavit.

[16] The respondents’ submission that no case is made by the applicant for the grant of leave to file an
amended notice of motion is valid. There is no explanation by the applicant why it is in the interests of
justice to amend the notice of motion. The amendments that appear in the notice of motion include
prayers that strike action in pursuance of a demand for bonus payment be interdicted; that any strike
action by the respondents is in breach of the collective agreement, alternatively, the undertaking to not
engage in strike action; and the steps the union is to take in communicating with its members, failing
which, it is to be fined R1 million. There is no justification for this substantial fine and no case is made out
for the amended relief sought.

[17] In the premises, leave is not granted to amend the notice of motion.

[18] Rule 38 (1) and (2) of the Labour Court Rules provide as follows in respect of urgent applications: ‘(1)
A party that applies for urgent relief must file an application that complies with the requirements of the
rules relating to applications generally. (2) The affidavit in support of the application must also contain:
(a) the reasons for urgency and why urgent relief is necessary; (b) the reasons why the requirements of
the rules were not complied with, if that is the case; and (c) if a party brings an application in a shorter
period than that provided for in terms of section (68)(2) of the Act, the reasons why a shorter period of
notice should be permitted.’

[19] Urgency is premised on an anticipated strike notice. The applicant avers that the respondents are
precluded in terms of the provisions of section 65 of the LRA, from striking over an issue that is the
subject of a collective agreement and as the respondents are contemplating strike action, this
application is urgent. Although no strike notice has been issued, the applicant avers that a 48-hours
strike notice is insufficient. The applicant avers that should this Court not grant the interdict on an urgent
basis, the operations of the applicant will be harmed and redress in the normal course would be
inadequate.

[20] Urgency is not seriously disputed by the respondents, other than to deny that if the 48-hours strike
notice were it to be issued is insufficient, as the recognition agreement does not state that 48 hours is
insufficient. The recognition agreement makes provision for the issuance of a 48-hours strike notice.
The respondents also take issue with any suggestion by the applicant that it is a maintenance service as
contemplated in section 75 of the LRA.

[21] | have considered the averments by the applicant. On the premise that the strike action is immiment
and that substantial redress would not be achieved if the matter is heard in the ordinary course, the
matter is heard as urgent.

[22] The applicant conducts business in the poultry industry. The applicant has instituted this
application to interdict the respondents’ contemplated strike action. The prayers in the notice of motion
seek final interdictory relief.
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[23] The first respondent is the South African Clothing and Textile Workers Union. The second to further
respondents are its members employed at the applicant. The respondents are contemplating
embarking on strike action in the near future. It is common cause that no notice to strike has yet been
issued by the respondents.

[24] As is apparent from the applicant’s founding papers, it seeks to interdict the contemplated strike
action on the following three bases: 241 first, that the subject of the strike is substantively regulated by a
collective agreement in terms of the provisions of section 65(1)(a) of the LRA; 24.2 second, the
respondents have failed to follow the dispute resolution procedure as set out in the recognition
agreement concluded between the parties; and 24.3 third, the union has given an undertaking that it will
not embark on strike action.

[25] The crux of the dispute turns on the applicant’s first ground for an interdict; that is, whether the
subject of the contemplated strike, that is, the respondents’ bonus payment demand is substantively
regulated by a collective agreement.

[26] The locus classicus on strike interdicts is the case of SA Transport and Allied Workers Union and
Others v Moloto NO and another where the Constitutional Court held that Courts will not lightly interdict
strike action and find it to be unprotected. In view of the constitutional significance of strike action, only
where it is patently unlawful will a Court resort to an interdict. In general, Courts should rather adopt a
restrictive approach to strike interdict applications. In this regard, the Constitutional Court stated as
follows:

‘The relevance of a restrictive approach is to raise a cautionary flag against restricting the right [to
strike] more than is expressly provided for. Intrusion into the right [to strike] should only be as much as is
necessary to achieve the purpose of the provision and this requires sensitivity to the constraints of the
language used.’

[27] The Constitutional Court further found that the correct interpretive approach, insofar as a strike
interdict application turns on a matter of interpretation, is to prefer the interpretation that is “least
restrictive of the right [to strike] if the text is reasonably capable of bearing that meaning”. This is a long
standing principle.

[28] In Johannesburg City Parks v SAMWU and others (Johannesburg City Parks), the Labour Court
eschewed tactic often adopted by employers to seek an interdict by relying on undue and overt
technicalities. In Johannesburg City Parks, this Court held as follows:

‘[T]he right to strike is protected by the Constitution of the Republic of South Africa, 1996 and should not
lightly be fettered by technicalities, particularly in circumstances where there has ostensibly been
compliance with the requirements of section 64 (1)(a) of the Act.' (Emphasis added)

[29] The present application turns on an interpretive dispute between the parties. In pursuit of an
interdict, the applicant, relies on an overly-technical approach which is generally wrong in law and
especially wrong in law in the context of a strike interdict application as was stated by this Court in
Johannesburg City Parks.
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[30] The relevant chronology is set out below. It is largely common cause. [31] In February 2023, the
parties concluded a Recognition Agreement.

[32] In that same month, the first respondent communicated to the applicant its substantive demands for
the years 2023 to 2025. One of these demands included a bonus payment recorded as “Bonus to be
paid in full, plus extra week each year”.

[33] The parties thereafter commenced with wage negotiations. The respondents retained the bonus
payment demand. Following the rounds of negotiations, in June 2023, the union delivered the
employees’ primary demands which remained, and one of these included the bonus payment, recorded
as “A guaranteed 4 week bonus — payable in 2 instalments without any conditions”.

[34] On 4 July 2023, the applicant sent the draft substantive wage agreement for the 2023 - 2025
period to the union. The union persisted with the bonus demand. The applicant’s consistent response
was that it did not have a mandate to negotiate a guaranteed bonus and that the bonus was not
guaranteed but discretionary.

[35] The union recorded in an email of 5 July 2023 that the parties were in dispute regarding the issue of
the bonus and the dispute resolution menchanism in terms of the Recognition Agreement should be
followed.

[36] A dispute on inter alia, the bonus was referred to the CCMA by the respondents in April 2024 in
terms of the provisions of section 64 of the LRA. The dispute was conciliated and a certificate of
non-resoulution of the dispute was issued under case number GATW 6282-24 on 19 June 2024.

[37] Conciliation on the bonus payment dispute was held in terms of the provisions of section 150(1) of
the LRA on 5 August 2024, which dispute remianed unresolved.

Evaluation Is the strike demand substantively regulated?

[38] The subject of the contemplated strike action is the respondents’ bonus payment demand. The
demand was first presented to the applicant in February 2023, together with several other mutual
interest demands.

[39] In the course of negotiations, the union and the applicant reached agreement on some of the mutual
interest demands, but not all. Accordingly, in June 2023, the parties concluded a collective agreement
(the substantive agreement) in respect of those issues on which they had agreed. There were, however,
outstanding issues on which no agreement was reached.

[40] The outstanding issues were either reserved for future negotiations, or otherwise reserved for
resolution through the mechanisms provided for in the Recognition Agreement. The bonus payment
demand is of the latter category, as recorded in the union’s email of 5 July 2023.

[41] Throughout the course of the negotiations, the applicant maintained that it could not accede to the
bonus payment demand for the reason that it did not have the mandate to negotiate on this demand and
further that it was of the view that the demand could not be raised at such a late stage in the negotiations
where a substantive agreement had already been concluded. The applicant's case is that the bonus
demand forms part of the substantive matters in terms of which they concluded in full and final
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settlement of the dispute before the parties.

[42] According to the applicant, the bonus issue forms part of the terms and conditions of employment
that remains unchanged. The applicant avers that the union “dropped” the bonus demand payment
when it concluded the substantive agreement. The union avers that it did no such thing and that this is
apparent from the following circumstances surrounding the conclusion of the substantive agreement: a.
On 4 July 2023, the union returned to the applicant, the draft of a substantive agreement but explicitly
recorded that notwithstanding its terms, the demand for the bonus payment, amongst other outstanding
demands, remained live; b. on 5 July 2023, following the re-confirmation by the applicant that it could not
accede to the bonus demand, the union explicitly recorded that it regarded the issue as being in dispute
and should be resolved in terms of the dispute resolution mechanisms contained in the Recognition
Agreement.

[43] The applicant contends that clause 1 of the substantive agreement records that the agreement is
concluded in “full and final settlement’ of the 2023 - 2025 substantive wage negotiations and therefore,
because of the ‘full and final settlement’ phrase, all issues that were up for negotiation became settled,
including the bonus payment demand.

[44] In the recent Constitutional Court decision of University of Johannesburg v Auckland Park
Technological Seminary and another, the Constitutional Court clarified that the correct and now settled
approach to contractual interpretation is the “unitary approach”. In terms of the unitary approach, one
cannot simply consider the words utilised in an agreement; one must have regarded the context and
surrounding circumstances under which the agreement was concluded in order to ascertain the
respective parties’ intentions.

[45] The unitary approach to interpretation has been elucidated by the Supreme Court of Appeal (SCA).
In Novartis v Maphil, the SCA stated thus:

‘[27]1 1 do not understand these judgments to mean that interpretation is a process that takes into
account only the objective meaning of the words (if that is ascertainable), and does not have regard to
the contract as a whole or the circumstances in which it was entered into. This court has consistently
held, for many decades, that the interpretative process is one of ascertaining the intention of the parties
— what they meant to achieve. And in doing that, the court must consider all the circumstances
surrounding the contract to determine what their intention was in concluding it.. [28] .. A court must
examine all the facts — the context — in order to determine what the parties intended. And it must do that
whether or not the words of the contract are ambiguous or lack clarity. Words without context mean
nothing.’

[46] This Court must ultimately decide whether the union abandoned the bonus payment demand by
concluding the substantive agreement with a ‘full and final settlement’ contained therein. Put differently,
does the scope of the ‘full and final settlement’ clause extend to cover the bonus payment demand?

[47] When concluding the substantive agreement, the union explicitly indicated that, despite and
notwithstanding the terms of the agreement, including the ‘full and final settlement’ clause, it reserved
the bonus payment demand for further bargaining, and ulimately, it recorded that the parties were in
dispute, to be resolved in terms of the provisions of the Recognition Agreement. The union’s intention
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was to exclude the bonus payment demand from the scope of the substantive agreement.

[48] If regard is had to the context, as the Constitutional Court and the SCA have held, then, it is clear
that the bonus payment demand was not covered by the full and final settlement clause, Rather, it was
reserved for further bargaining between the parties.

[49] That further bargaining culminated in an attempt to refer the matter to the CCMA to resolve the
dispute between the parties in terms of the provisions of section 150 of the LRA, an agreed process. A
settlement agreement was concluded between the parties that stated as follows: The intention of the
parties by concluding this settlement agreement was to reserve either parties’ rights — for the first
respondent to embark on industrial action on the one hand and for the appliant to take appropriate
recourse on the other hand.

[50] The surrounding circumstances and intention of the parties demonstrates that the bonus demand
was not settled in full and final settlement by the substantive wage agreement - it remained a live issue
that is now subject to a power play between the parties. Having followed the prodecural requirement in
the LRA and the provsions of section 64 of the LRA, | find that the strike is protected, as the bonus
demand is not an issue that the first respondeent is precluded from striking on, as it does not form part
of the collective agreement, the substantive agreement .

[51] The demand was for a guaranteed bonus. The applicant stated that it had no mandate to negotiate
the bonus, which is discretionary. Having no mandate to negotiate means that it was not negoiated on.
This is what placed the issue in dispute, as agreement could not be reached on this demand. As the
issue was not negotiated on, it could not have been settled in full and final settlement.

[52] In view of the afore-going, the bonus demand could not have been and was not, in my view,
regulated by the substantive agreement as it was expressly excluded from the substantive agreement.
The procedural requirements were met by the respondents in terms of section 64 of the LRA.
Therefore, the contemplated strike action, should it proceed, would be protected.

Did the respondents comply with the procedural requirments of the contemplated strike action?

[53] Insofar as the remaining two grounds to interdict the strike is concerned, that is, the failure by the
respondents to comply with the necessary procedural requirements and the first respondent’s
purported undertaking not to a proceed with the strike action at all, in my view, the first respondent has
substantively complied with all the procedural requirements. It complied with the provisions of clause
16.4 of the Recognition Agreement, and with the provisions of sections 64(1)(a) and section 150(1) of the
LRA.

[54] The first respondent gave no general undertaking not to strike as alleged by the applicant — instead
it gave an undertaking not to strike pending the finalisation of the section 150(1) proceedings at the
CCMA. This is clear from the correspondence between the parties.

[55] In view of the afore-going, | find that the contemplated strike is not regulated by the substantive
agreement and this is apparent when one has regard for the context and surrounding circumstances
under which the substantive agreement was concluded. The respondents have complied substantially
with the procedural requirments for strike action.
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[56] In the circumstances and on the Plascon Evans rule, the applicant is not entitled to final interdictory
relief.

[57] In the premises, the order is as follows:

Order 1. The application is heard as urgent in terms of rule 38 of the Labour Court Rules. 2. Leave is
granted to file the supplementary affidavit. 3. Leave is not granted to amend the notice of motion. 4. The
application is dismissed. 5. There is no order as to costs.

M. T. M. Phehane Judge of the Labour Court of South Africa IMAGE CREDIT:
PINTEREST (ETSY)

——LEGALISSUES — —
— Whether a bonus demand is covered by a collective agreement containing a full and final
settlement clause where the parties reserved the issue for further negotiation.

— Whether the parties’ reservation of an issue overrides a broad settlement clause in a collective
agreement.

— The procedural requirements for a protected strike under the Labour Relations Act 66 of 1995.

SEEALSO
HOMETEX v SACTWU [2024] ZALCD 28 - Nutrichem (Pty) Ltd v SACTWU [2025] ZALAC 13
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LA Group (Pty) Limited v. Stable Brands (Pty) Limited

and Another
Court: Supreme Court of Appeal of South Africa
Date delivered: 22 February 2022
Citation: LA Group (Pty) Ltd v Stable Brands (Pty) Ltd and Another (Case no 650/2020) [22
February 2022] ZASCA 20
Country: South Africa
Region: Southern Africa
Legal area: Intellectual Property — Trademarks - Non-use - Removal from Register

Trademark - Non-use - Removal from register - POLO mark - Bona fide use - Section 27(1) Trade Marks Act -
Distinctiveness - Section 10(13) - South Africa

—— HEADNOTE ——

A trademark may be removed from the register for non-use where the proprietor fails to
demonstrate bona fide use of each specific registration during the relevant five-year period.
Use of associated or family marks, or general brand use, does not constitute use of a specific
registered mark unless the specific mark itself was deployed in a trademark sense in relation
to the registered goods. Each registration must be assessed individually on its own evidence.

HELD Appeal partially upheld. Certain POLO and POLO PONY trade mark registrations were
removed from the register under sections 27(1)(a) and (b) of the Trade Marks Act 194 of
1993 for non-use. Other registrations survived the removal application. The detailed order
set out which registrations were cancelled and which were upheld.

—— RULING — PONNAN JA AND COURT ——

: Gauteng Division of the High Court of South Africa, Pretoria (Van der Westhuizen J sitting as a court of
firstinstance):

1. The appeal is upheld with costs, including the costs of two counsel. The costs in relation to the
preparation of the appeal record are disallowed. 2. Paragraphs 1, 2, 3, 4, 5 and 6 of the order of the high
court are set aside and replaced by the following:

1 The first respondent’s counter-application for the removal from the register of trade marks, in terms of
s 27(1)(b) of the Trade Marks Act 194 of 1993 (the Act), of the following trade mark registration numbers
is upheld: (a) 1978/01082 DOUBLE POLO PONY (device) in class 25; (b) 1985/08367 POLO
COMPANY & DOUBLE POLO PLAYER (word and device) in class 25; and (c) 2009/26481 POLO
PONY & PLAYER (device) in class 6. 2 The first respondent’s counter-application for the removal from
the register of trade marks, in terms of s 27(1)(a) of the Act, of the following trade mark registration
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numbers is upheld: (a) 1987/01937 POLO in class 9, save for ‘glasses, spectacles, sunglasses’; (b)
2003/02681POLO inclass 9, save for ‘glasses, spectacles, sunglasses’; (c) 2013/31832 POLO PONY &
PLAYER DEVICE in class 9, save for ‘glasses, spectacles, sunglasses’; (d) 2009/26481 POLO PONY &
PLAYER DEVICE in class 6, save for ‘key rings’; (e) 2009/26482 POLO in class 6, save for ‘key rings’.

3. Save as aforesaid (and excluding the trade mark registration numbers 1996/06818 POLO in class 27
and 2003/02685 POLO in class 43 which the applicant conceded had not been used), the first
respondent’s counter- application for the removal from the trade marks register, in terms of s 27(1)(b)
and s 27(1)(a) of the Act, of the following trade mark registration numbers is dismissed: (a) 1981/03857
POLO (Special Form) (word and stripe device) in class 25 in respect of shirts; (b) 1982/06101 POLO
(word) and 2009/20235 POLO (word) both in class 16 in respect of paper articles, books, stationery,
pens, journals and notebooks; (c) 1982/06100 POLO and 2004/03775 POLO PONY & PLAYER
(device) both in class 14 in respect of watches, cufflinks, keyrings, collar-shirt bones and tie pins; (d)
1982/06102 POLO (word) and 1988/11680 SINGLE POLO PLAYER (device) both in class 26 in respect
of buttons, rivets, press studs, poppers, zip pullers, sew-on plates, lapel pins, fobs, patches, hooks and
bars, cord ends and eyelets; (e) 1982/06103 POLO (word) and 2013/32408 POLO (word) both in class
28 in respect of toys, playthings, golf balls, golf-tees, soft ponies, teddy bears; (f) 1985/01834 SINGLE
POLO PLAYER (device) in class 18 in respect of luggage, bags, handbags, wallets, folders, purses; (g)
1985/01835 SINGLE POLO PLAYER (device) in class 25 in respect of clothing, including boots, shoes
and slippers. (h) 1985/08368 POLO COMPANY in class 25; (i) 1994/14433 POLO (word) and
1985/01836 SINGLE POLO PLAYER (device) both in class 42 in respect of retail, sale, distribution,
marketing and merchandising and wholesale services but excluding services connected with goods in
class 3; (j) 2009/20234 SINGLE POLO PLAYER DEVICE in class 16 in respect of paper articles, books,
stationery and pens; (k) 2009/22109 POLO PONY & PLAYER DEVICE and 2011/06471 POLO (word)
both in class 20 in respect of cushions, picture frames and pillows; (I) 1982/06101 POLO in class 16; (m)
1994/14433 POLO in class 42; (n) 2013/07082 DOUBLE POLO PONY & PLAYER DEVICE in class 25.

4. The trade mark registrations referred to in paragraphs 1 and 2 above as well as the trade mark
registration numbers 1996/06818 POLO in class 27 and 2003/02685 POLO in class 43, are removed
from the trade marks register and the Registrar of Trade Marks is ordered to effect the necessary
rectification in relation to the trade mark registrations removed and those referred to in paragraph 3 of
this order.

5. The first respondent’s counter-application for the removal from the trade marks register, in terms of s
24 read with s 10(2)(a), (b) and (c) of the Act, of the trade mark registration numbers listed in paragraphs
1, 2 and 3 of its further amended notice of counter-application dated 9 November 2018, is dismissed.

6. The first respondent’s counter-application for the removal from the trade marks register, in terms of s
24 read with s 10(13) of the Act, of the trade mark registration numbers listed in paragraph 4 of its further
amended notice of counter- application dated 9 November 2018, is dismissed.

7. The first respondent is ordered to pay the costs of the counter-application which shall include the
costs of two counsel.’

JUDGEMENT: PONNAN, MAKGOKA, SCHIPPERS and PLASKET JJA and PHATSHOANE AJA
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Ponnan JA (Plasket JA concurring):

[1] This is an appeal against a judgment of the Gauteng Division of the High Court, Pretoria (per Van der
Westhuizen J) ordering the removal of 46 of the appellant’s trade mark registrations from the register of
trade marks, in terms of ss 10(2)(a), (b) and (c), s 10(13) and ss 27(1)(a) and (b) of the Trade Marks Act 194
of 1993 (the Act).

[2] The trade marks relevant to this appeal are registered across 14 classes. There are essentially three
main visual and conceptual features that the trade marks embody, namely: (a) the word POLO; (b)
pictorial devices of single polo players, each astride a pony engaged in play (the SINGLE POLO
PLAYER devices) and (c) pictorial devices of two polo ponies, each with polo players astride them
engaged in play (the DOUBLE POLO PLAYER devices).

[3] In May 2018, LA Group (Pty) Ltd (the appellant) launched an application seeking interdictory relief for
trade mark infringement against, inter alia, Stable Brands (Pty) Ltd (the respondent) in respect of the
latter’s use, under licence, of certain trade marks of the United States Polo Association (the USPA) (the
main application). In response to the main application, the respondent instituted a counter application
for the cancellation of the 46 trade mark registrations relied upon by the appellant for the relief sought in
the main application.

[4] Each of the appellant’s trade mark registrations were attacked on at least one, and in most instances
on more than onge, ground. Although the appellant withdrew the main application at the commencement
of the hearing on 5 November 2018, the respondent nevertheless persisted with its counter application
on the basis that all of the appellant’s trade mark registrations were entries wrongly made and/or
wrongly remaining on the register in terms of s 24 of the Act.

[5] The respondent succeeded in its counter application, with the registrations being cancelled on
various grounds, including: (i) that the marks - are not capable of distinguishing (ss 10(2)(a)), are
descriptive and non-distinctive (s 10(2) (b)) and have become customary in the bona fide and
established practices of the trade (s 10(2)(c)); (ii) non-use for five years or longer (s 27(1)(b)); (iii)
registration, without a genuine intention to use, coupled with non-use (s 27(1)(a)); and, (iv) the likelihood
of confusion or deception arising from the manner in which the registrations had been used (s 10(13)).

[6] As all 46 of the appellant’s trade mark registrations formed the subject of the s 10(13) attack, it may
be convenient to commence with that ground, because as counsel for the appellant accepted, if the high
court was correct in its conclusion on that score, then the appeal in its entirety must fail.

[7]1 Section 10 of the Act is headed: ‘Unregistrable trade marks’. To the extent here relevant, it provides:

‘The following marks shall not be registered as trade marks or, if registered, shall, subject to the
provisions of sections 3 and 70, be liable to be removed from the register: ... (2) a mark which - (a) is not
capable of distinguishing within the meaning of section 9; or (b) consists exclusively of a sign or an
indication which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or other characteristics of the goods or services, or the mode or time of production
of the goods or of rendering of the services; or (c) consists exclusively of a sign or an indication which
has become customary in the current language or in the bona fide and established practices of the
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trade; ... (13) a mark which, as a result of the manner in which it has been used, would be likely to cause
deception or confusion; (14) subject to the provisions of section 14, a mark which is identical to a
registered trade mark belonging to a different proprietor or so similar thereto that the use thereof in
relation to goods or services in respect of which it is sought to be registered and which are the same as
or similar to the goods or services in respect of which such trade mark is registered, would be likely to
deceive or cause confusion, unless the proprietor of such trade mark consents to the registration of
such mark; (15) subject to the provisions of section 14 and paragraph (16), a mark which is identical to a
mark which is the subject of an earlier application by a different person, or so similar thereto that the use
thereof in relation to goods or services in respect of which it is sought to be registered and which are the
same as or similar to the goods or services in respect of which the mark in respect of which the earlier
application is made, would be likely to deceive or cause confusion, unless the person making the earlier
application consents to the registration of such mark. ... Provided that a mark shall not be refused
registration by virtue of the provisions of paragraph (2) or, if registered, shall not be liable to be removed
from the register by virtue of the said provisions if at the date of the application for registration or at the
date of an application for removal from the register, as the case may be, it has in fact become capable of
distinguishing within the meaning of section 9 as a result of use made of the mark.’

[8] Section 10(13) of the Act prohibits the registration of a mark, ‘which, as a result of the manner it has
been used, would be likely to cause deception or confusion’; and, where such a mark has been
registered, provides for the expungement thereof from the register.

[9] The essence of the respondent’s case under s 10(13) is that the appellant has made use of its various
marks, alongside the marks of the Polo/Ralph Lauren Company LP (Ralph Lauren), which are virtually
identical to some of the marks of the appellant. This, in circumstances where the appellant, so it seems,
had entered into an agreement with Ralph Lauren, pursuant to which it has allowed the registration and
use by Ralph Lauren of marks (including POLO simpliciter and the POLO PONY & PLAYER device
marks) in South Africa. The appellant accordingly agreed to use (and has in fact used) its marks,
alongside those of Ralph Lauren, without ensuring that it distinguishes its goods from those of the latter.

[10] It would seem that when Ralph Lauren sought to enter the South African market and to register its
trade marks, it encountered opposition from the appellant (or its predecessor). Ralph Lauren and the
appellant (or its predecessor) then entered into litigation. In terms of a settlement agreement (which the
appellant chose not to introduce into evidence), the parties appear to have agreed to a delineation of
goods in respect of which each would be able to use the marks POLO, POLO PONY & PLAYER device,
POLO JEANS Co and POLO SPORT in South Africa.

[11] Following upon the settlement, the following statement was placed on the appellant’'s website
(www.polo.co.za): ‘Trading out of 27 Old Bond Street in London, Joffe encountered a similar brand
under the trade mark Ralph Lauren Polo. A dispute was resolved and the two parties signed a license
agreement in 1987 clarifying the production and trade of the respective brands into agreed territories
with POLO South Africa retaining the exclusive rights to Sub- Saharan Africa. The agreement allowed
for the continued use of the name ‘POLO’ but differentiated by POLO South Africa presenting the pony
facing to the right, whereas Ralph Lauren Polo’s pony faces to the left.’
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[12] The statement is deliberately vague and perhaps even decidedly euphemistic. ‘POLO South Africa’,
whoever or whatever that may be, is not identified. How long that agreement was intended to endure is
not divulged; we thus simply do not even know whether the agreement is still extant. Nor, are the
material terms of the agreement. What is more, the distinction sought to be drawn between the right and
left facing pony is more illusory than real. As pointed out in Royal County of Berkshire Polo Club Lt v
OHIM - Lifestyle Equities CV:

‘It is true that, in the mark applied for, the polo player is facing left and holding his mallet upright, while in
the earlier marks the polo player is facing right and holding his mallet ready to strike the ball. However,
those slight differences are not sufficient to reduce significantly the similarity deriving from the fact that
both the signs at issue display the figure of a polo player astride a galloping horse. In both cases, the
general public will recognise clearly and remember the image of a mounted polo player’.

[13] Going by what appeared on the appellant’s website, the import of the agreement would appear to be
that the appellant effectively agreed to share the South African market with Ralph Lauren (with both of
them using similar or identical trade marks) and either acquiesced in or did not object to the registration
of various POLO marks in the name of Ralph Lauren in class 3. However, in the answering affidavit filed
in the counter application and, at odds with what is contained in the statement earlier placed on the
appellant’'s website, Ms Rae James, the Group Legal Advisor of the appellant, stated:

‘[tlhere is no licensing or agency relationship between the [appellant] and The Polo/Lauren Company
LP. The statement referring to a licensing relationship . . . is incorrect and has long been removed from
the [appellant’s] website. The correct position is as evidenced on the official trade marks register.’

Why it was described as such in the statement remains unexplained. The trade mark register hardly
assists. If not a licensing agreement, then what? Whatever the true nature of the agreement, it seems
inconceivable that, if favourable, the appellant chose not to introduce it into evidence. After all, this was
evidence that was peculiarly within knowledge of the appellant, which it appears to have
self-consciously chosen not to place before the court. In the circumstances, there is simply no evidence
to support the conclusion that: ‘[t]he appellant and Ralph Lauren reached a valid compromise (whatever
that is supposed to mean or intended to convey) and their respective trade marks have coexisted in the
marketplace since 2011". Nor, does any warrant exist for the adoption of speculative or conjectural
hypotheses favourable to the appellant, such as ‘it is apparent that the effect of their agreement is to
give the appellant free rein in the field of clothing and similar items, while leaving Ralph Lauren to import
and sell its brand of cosmetics and skincare products’.

[14] But, even without sight of the agreement and on the assumption in favour of the appellant that the
matter can be approached on the footing postulated above, the appellant’s case in relation to the s
10(13) enquiry still does not survive scrutiny. The appellant contends that:

‘The Court a quo incorrectly interpreted section 10(13) as involving a comparison between the use of LA
Group’s POLO trade marks, and the use of Ralph Lauren’s POLO trade marks. We submit that section
10(13), on its plain meaning, can only relate to the manner in which LA Group has itself used its own trade
marks (in the past), and whether, as a result, such use would now be likely to cause deception or
confusion. There is no suggestion in section 10(13) that any consideration should be given to a
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comparison between LA Group’s trade marks and those of Ralph Lauren.’ [15] In this regard, the
appellant calls in aid the comments in Kerly in respect of s 46(1)(d) of the UK Trade Marks Act 1994, as
amended (UK s 46(1)(d)), which, so it is suggested, is in substance, an equivalent section to our s 10(13).
UK s 46(1)(d) provides: ‘The registration of a trade mark may be revoked on any of the following
grounds- ... (d) that in consequence of the use made of it by the proprietor or with his consent in relation
to the goods or services for which it is registered, it is liable to mislead the public, particularly as to the
nature, quality or geographical origin of those goods or services.’

[16] Of UK s 46(1)(d), Kerly observes:

‘Absolute ground (g) (UK Act s.3(3)(b); TMD art.3(1)(g): EUTMR art. 7(1)(g)) forbids the registration of a
mark if it is of such a nature as to deceive the public. For instance, as to the nature, quality or
geographical origin of the goods or service. Thus, the same examples are used, yet slightly different
expressions define the heart of the provision: liable to mislead the public/of such a nature as to deceive
the public. The difference appears to lie in the fact that the vice caught by absolute ground (g) is inherent
in the meaning of the mark itself, absent use, whereas the vice caught by s. 46(1)(d) is a consequence of
use. Apart from that, they are aimed at the same vice.

There are two differences of significance between absolute ground (g) and this ground for revocation.
The first relates to the date at which the position is assessed. The absolute ground for refusal (and
invalidity) requires the position to be assessed at the date of application for the mark. This revocation
ground requires the position to be assessed as at the date of application for revocation. The second
concerns the cause of the deceptiveness. Under absolute ground (g), the cause does not matter: a
deceptive mark shall not be registered. The revocation ground only operates if the deceptiveness has
been caused by the use which has been made of the mark by the proprietor or with their consent. In
other words it is deceptiveness for which the proprietor is responsible, although there is no requirement
to prove “blameworthy conduct”. In these respects, this revocation ground has a narrower ambit than
absolute ground (g).

This ground for revocation (like absolute ground (g)) looks to the mark itself and whether the mark itself
is liable to mislead the public. However, the liability to mislead must arise from the use made of the mark,
something not required for absolute ground (g). Either way, “the court must have due regard . . . to the
message which [the] trade mark conveys” — it is that which must mislead. This ground for revocation
does not encompass passing off-type deceptiveness. It is in the nature of an absolute objection — not a
relative objection based on the mark of a different trader.’

[17] The manner in which the appellant seeks to interpret s 10(13) of the Act disregards the clear wording
chosen by the Legislature. The Legislature did not choose to limit the nature of the confusion which may
result from the appellant’s use of its trade marks and certainly does not preclude a comparison of the
appellant’s trade marks (as used by it) with other marks available in the market. Textually, according to
UK s 46(1)(d), the public should be misled by the use of the trade mark, as opposed to the use being
likely to cause deception or confusion as provided for in s 10(13). The former specifies the manner in
which the public should be misled, namely ‘as to the nature, quality or geographical origin of [the] goods
or services'.
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[18] What is more, the verb ‘mislead’ is defined in the Merriam-Webster Dictionary, inter alia, as ‘to lead in
a wrong direction or into a mistaken action or belief often by deliberate deceit’. Section 10(13)
contemplates not just deception, but also confusion; the words ‘deception’ and ‘confusion’ being
separated by the disjunctive ‘or’. Two possible circumstances are thus envisaged by our Legislature,
namely either deception or confusion. For confusion, as opposed to deception, a lower threshold
appears to be envisaged. Thus, whilst ‘mislead’ is perhaps linguistically and conceptually analogous to
‘deception’, and may well contemplate ‘deliberate deceit’, the same does not hold true for ‘confusion’.
Confusion connotes ‘uncertainty’ or ‘the mistaking of one thing for another’. To borrow from Lord
Denning in Parker-Knoll Limited v Knoll International Limited:

...to deceive” is one thing. To “cause confusion” is another. The difference is this: When you deceive a
man, you tell him a lie. You make a false representation to him and thereby cause him to believe a thing to
be true which is false. You may not do it knowingly, or intentionally, but still you do it, and so you deceive
him. But you may cause confusion without telling him a lie at all, and without making any false
representation to him. You may indeed tell him the truth, the whole truth and nothing but the truth, but
still you may cause confusion in his mind, not by any fault of yours, but because he has not the
knowledge or ability to distinguish it from the other pieces of truth known to him or because he may not
even take the trouble to do so.’

[19] The reliance on the commentary in Kerly is thus misplaced. The comments in Kerly are made in the
context of the specific wording of the UK section, which differs from s 10(13). The UK authorities relied
upon are equally inapplicable. Section 10(13) simply requires a situation to exist where the manner of use
by a trade mark proprietor is likely to cause deception or confusion. The Act neither prescribes, nor
limits in any way, the manner of use from which such a likelihood of either deception or confusion is likely
to arise. [20] The appellant further contends that to find that section 10(13) envisages a comparison
between two trade marks, would mean that section 10(13) serves the same object and purpose as
sections 10(14) and 10(15)". Sections 10(14) and (15) apply where a party claims an earlier and better right
to a trade mark. That is not so when it comes to s 10(13). As far as s 10(13) is concerned, it matters not
whether the user of a mark has earlier rights in and to the trade mark. The question is whether the
manner of use of the trade mark is likely to result in deception or confusion. So, whereas initially a trade
mark may have been validly registered, it may become invalid as a result of the manner in which it has
been used, including to seek to derive a benefit from another party’s performance by creating confusion
between the registered trade mark and the trade mark used by such other party. That is not covered by
the provisions of ss 10(14) or (15).

[21] As it was put by Harms DP in the Century City matter:

‘The point is well illustrated by the facts in Compass Publishing BV v Compass Logistics Ltd [2004]
EWHC 520 (Ch). The registered mark was the word “Compass” in relation, in simplified terms, to
computer and computer related services. The defendant traded in the same fields under the name
Compass Logistics. After pointing out that the two marks were not identical in the light of LTJ Diffusion
SA v Sadas Vertbaudet SA the court proceeded to consider whether they were confusingly similar.
Laddie J said this (paras 24-25):
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“The likelihood of confusion must be appreciated globally, taking account of all relevant factors. It must
be judged through the eyes of the average consumer of the goods or services in question. That
customer is to be taken to be reasonably well informed and reasonably circumspect and observant, but
he may have to rely upon an imperfect picture or recollection of the marks. The court should factor in the
recognition that the average consumer normally perceives a mark as a whole and does not analyse its
various details. The visual, aural and conceptual similarities of the marks must be assessed by reference
to the overall impressions created by the marks bearing in mind their distinctive and dominant
components. Furthermore, if the association between the marks causes the public to wrongly believe
that the respective goods come from the same or economically linked undertakings, there is a likelihood

R}

of confusion”.” (My underlining for emphasis.)

[22] The court should transport itself, notionally to the market place and consider the marks, as they will
be seen, by the hypothetical consumers of the goods concerned. The main or dominant features of the
marks in question, as well as the general impression and any striking features, together with their likely
impact on the mind of the consumer, are all factors to be considered in deciding whether there is a
likelihood of confusion or deception. It is not required that the consumer’s confusion be lasting. It is
sufficient if it is confusing only for a short time; sufficient to attract initial interest, albeit that the
confusion might be later cleared up.

[23] In answer to the main application, Mr David Cummings, an executive director of the USPA, stated:

‘62. Apart from the fact that the applicant has contractually permitted this to happen, it is also occurring
in practice, as is evident from the photographs of perfumes (produced by Ralph Lauren Polo) and men’s
clothing (produced by the applicant) taken at Edgars (attached hereto marked “DC51” and “DC52”
respectively, and discussed later in this affidavit). There is no discernible difference in the origin of the
products (except if one accepts that the POLO PONY DEVICE pointing right rather than left is
distinctive, which will be dealt with in legal argument) and | have little doubt that the majority of the South
African public does not know that these products originate from different parties. ... 92. On 17 May 2018,
Ms Engelbrecht again visited the V&A; Waterfront. On this visit, she firstly visited Clicks, a well-known
South African retailer and pharmacy. The particular store is located at shop 7109 - 7113, Lower Level,
Victoria Wharf in the V&A; Waterfront, Cape Town. Ms Engelbrecht saw for sale a selection of Ralph
Lauren Polo fragrances, which packaging clearly displayed a horse and polo player device. | attach
marked “DC50” a photograph taken by Ms Engelbrecht on that day.

93. Ms Engelbrecht then visited Edgars, another well-known South African retailer which is referred to
by Ms James (James, paragraph 55). This particular store was located at shop 6206, Upper Level,
Victoria Wharf in the V&A; Waterfront, Cape Town, the same level on which both the POLO and LA
MARTINA stores are located. She again saw for sale a selection of Ralph Lauren Polo fragrances, which
packaging clearly displayed a horse and polo player device. | attach marked “DC51” a photograph taken
by Ms Engelbrecht on that day. As she strolled through the store, she also came across various items of
what appeared to be the applicant's POLO-branded clothing for sale, all branded with the horse and
polo player device. | attach marked “DC52” photographs taken by Ms Engelbrecht on that day.

94. On 21 May 2018, Ms Engelbrecht visited the Edgars online store at https://www.edgars.co.za. She
typed the following search terms into the search function on the website: “Ralph Lauren Polo”. The
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search results returned for “Ralph Lauren Polo” included a number of fragrances (which were indeed
Ralph Lauren Polo) and various clothing items for sale such as jeans, thongs, peak caps, shirts,
handbags and dresses from various parties, all displayed on the same page. | attach marked “DC53” a
printout of the search results made by Ms Engelbrecht on 21 May 2018. Some of the clothing items
appear to be the applicants, but others are clearly not — such as the “Nike Woven Polo Shirt”, the “Puma
Stipe Polo Jersey” or the “Guess Venice Polo Shirt” for example. The search results clearly lumped
together one party’s POLO fragrances, with the applicant's POLO clothing and various third parties’
clothing that was POLO-related. 95. On 21 May 2018, Ms Engelbrecht also conducted a search on
www.google.co.za for the search terms: ‘Ralph Lauren Polo’. Amongst the search results was a link to a
website www.smartbuyglasses.co.za (“the Smartbuy website”). This website appears to offer for sale
Ralph Lauren Polo Eyewear. | attach marked “DC54” a printout of the Smartbuy website listing the
sunglasses for sale.

96. On 21 May 2018, Ms Engelbrecht conducted further research into the coexistence between the
POLO and RALPH LAUREN POLO marks in the South African market and found numerous articles
written as far back as 2012 which point to the fact that consumers are not aware of the relationship
between the applicant and Ralph Lauren Polo, or even that they are different entities. In particular, |
attach copies of the following articles:

96.1. An article entitled “What’s in a name”, by Emma Jordan, published on 28 March 2012 and which
appears on the website www.ifashion.co.za. A copy of this article, printed on 21 May 2018, is attached
marked “DC55”. 96.2. An article entitled “Polo SA not Polo Ralph Lauren” published on 10 March 2014 in
The Times (both in hard newspaper copy and online on www.timeslive.co.za), a copy of which is
attached marked “DC56”. This is an extensive article on the co-existence arrangement and the
confusion it has caused, recording in the article comments by Ms James to questions it had raised with
her as the applicant’s representative. 96.3. An article entitled “Do People Still Think Polo SA Is Part of
Ralph Lauren?” by Seth Rotherham, published on 11 March 2014 and which appears on the website
www.2oceansvibe.com. A copy of this article, printed on 21 May 2018, is attached marked “DC57”. 96.4
An article entitled “Does the V&A; Waterfront Stock Fake Luxury Brands?”, by Seth Rotherham,
published on 17 March 2014 and which appears on the website www.2oceansvibe.com. A copy of this
article, printed on 21 May 2018, is attached marked “DC58”. 96.5 An article entitled “This Is How You Buy
The REAL Ralph Lauren Polo Shirts In South Africa (For A Great Price, Nogal)”, by Seth Rotherham,
published on 4 July 2017 and which appears on the website www.2oceansvibe.com. A copy of this
article, printed on 21 May 2018 is attached marked “DC59”.

[24] In the article entitled ‘What’s in a name’ by Emma Jordan, the following is recorded:

‘And for all those buying polo shirts at Polo, do you know that Polo South Africa is not Ralph Lauren
Polo? Yes, there is similar iconography, styling end branding but it's not part of the Ralph Lauren stable.
Look closely and you'll see the horse is facing the wrong way around. When questioned, Rae James,
legal advisor for Polo South Africa said: “We have an agreement with Ralph Lauren which gives us rights

” 9

to the Polo brand. The pony in Africa faces the left and in Ralph Lauren Polo [it] faces the right”.

This, as well, is not consistent with the statement that was placed on the appellant’s website at the time
when the settlement was allegedly concluded with Ralph Lauren (see paragraph 11 above). In that
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statement it is indicated ‘POLO South Africa presenting the pony facing to the right, whereas Ralph
Lauren Polo’s pony faces to the left’.

[25] The article entitled ‘Polo SA not Polo Ralph Lauren’ by Megan Power states:

‘But what happens when the iconic brand you are buying is not actually what you think it is? Like finding
out that Polo in South Africa has no link to the multi-billion-dollar Polo Ralph Lauren brand in the US. ... It
is an easy mistake to make. The two brands share a name and a similar range of premium goods. But,
more significantly, they use an almost identical motif: a polo player on a horse. ... | asked the LA Group,
which owns Polo South Africa, why it would choose to produce a brand so similar to the US version? If
the name and motif were not “borrowed” from Polo Ralph Lauren, was it just an incredible coincidence? |
got nowhere with group legal adviser Rae James, who refused to answer such questions either by email
or on the telephone, saying they had “no relevance”. Instead, she reiterated her e-mailed statement that
Polo South Africa has a “use agreement” with Ralph Lauren that entitles the company to use the Polo
trademark in Africa and prevents Ralph Lauren from trading in the same territories.

“To differentiate the product, it was agreed that the polo pony would face differently,” the statement
read. The trademarks were registered and owned by the company throughout Africa, she said, and had
been used for more than 35 years.

“There’s nothing more to it,” said James when | asked for more details. When | suggested there was,
asking whether she did not think Polo South Africa was misleading consumers, she said the company
was unaware of any market confusion.

A simple query on where the local garments were made went unanswered. ... Polo South Africa sells its
products through at least six stand-alone stores as well as in selected Stuttafords, Edgars and John
Craig branches countrywide. On the Edgars website, the local Polo logo is listed under “international”
brands, alongside the likes of Levi's, Billabong and Jeep.

Stuttafords, which sells Polo Ralph Lauren perfume and Polo South Africa garments, lists Polo Ralph
Lauren’s logo alongside top names such as Prada, Gucci and Guess in its “brands” listing. Then there is
the Branded website. The independent retailer of premier brands in Gauteng dedicates a page to the
Polo South Africa brand with a link that takes users to Ralph Lauren’s website.

When | called two Branded stores asking whether the Polo products it sold were the US Ralph Lauren
products, one admitted it was a local brand. The other said it was Polo Ralph Lauren. Ditto for three John
Craig stores phoned: one said the product was local, another suggested it came from Poland and
another said it was Polo Ralph Lauren. And Polo South Africa thinks there is no confusion.’

[26] In the counter application, Ms Monica Lee Hanf, a director of the respondent, added:

“109. That the difference between the applicant and Ralph Lauren Polo’s trade marks are so subtle that
the reasonable consumer will not immediately notice the difference (especially having an imperfect
recollection of either one of the parties trade marks) is evident from the articles annexed to Mr
Cumming’s answering affidavit (specifically “DC55” to “DC59” record pages 1467-1482). | refer in this
regard to the statements by Mr Cumming’s in his answering affidavit paragraphs 96 - 97 (record pages
1281 - 1285) and the various articles documenting consumer’s confusion and deception regarding the
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goods sold by the applicant and Ralph Lauren respectively.

110. In addition to the above, | annex hereto marked “MLH20” a printout taken from the website at
www.satcopshops.co.za, providing a “Ralph Lauren Store locator” for outlets in South Africa. The
outlets listed on this website are those of the applicant and not Ralph Lauren Polo.

111. The same website also lists (as shown in annexure “MLH21” as forming part of the “Ralph Lauren
Autumn/Winter 2018 selection”) a baseball jacket which shows the trade mark POLO PONY & PLAYER
device used by the applicant, and not Ralph Lauren Polo. The listing also contains a link to the applicant’s
website at www.polo.co.za. | annex hereto marked “MLH22” a printout taken from the applicant’s
website where the exact jacket is offered for sale.’

[27] The appellant, whilst not denying the instances of actual confusion alluded to by the respondent,
objects to the use of much of the evidence on the basis that it constitutes hearsay evidence. First, as
Nugent JA pointed out in The Public Protector v Mail & Guardian Limited and Others:

‘... Courts will generally not rely upon reported statements by persons who do not give evidence
(hearsay) for the truth of their contents. Because that is not acceptable evidence upon which the court
will rely for factual findings, such statements are not admissible in trial proceedings and are liable to be
struck out from affidavits in application proceedings. But there are cases in which the relevance of the
statement lies in the fact that it was made, irrespective of the truth of the statement. In those cases the
statement is not hearsay and is admissible to prove the fact that it was made. In this case many such
reported statements, mainly in documents, have been placed before us. What is relevant to this case is
that the document exists or that the statement was made and for that purpose those documents and
statements are admissible evidence.’

[28] Second, on 23 October 2018, the appellant filed an application with the high court giving notice that
‘at the hearing of the application . .. [it would] apply to strike out the following annexures on the grounds
that they constitute inadmissible hearsay and unauthenticated evidence’. In all 75 annexures, the subject
of the respondent’s counter application, were identified. Applications to strike out are set down for
hearing at the same time as the hearing on the merits. Evidently, that did not happen here. There is
nothing in the judgment of the high court or any other indication on the record that at the hearing of the
counter application, the application to strike out was persisted in. Third, some of the evidence objected
to, such as printouts from websites and social media pages (particularly where, as here, trading has
been conducted online) have been accepted by our courts, especially in matters such as this.

[29] Fourth, and perhaps most importantly, Ms James did not: (a) dispute that the issues reported on
were indeed raised with her; or (b) disavow any of the statements attributed to her in the articles. She
stated in the replying affidavit filed in the main application: ‘{m]ost of the assertions made in these
paragraphs are repeated in Stable Brands’ counter-application. They will be properly dealt with in the
counter-application and should not be regarded as being admitted.’ In her answering affidavit filed in the
counter application she said the following: ‘l only deal with the inadmissible evidence . .. in the event of it
not being struck out’ (which it was not). She then proceeded, in essence, to describe the articles as
outdated opinion pieces and denied that they constituted evidence of deception or confusion. But, she
left undisputed that she had indeed been contacted for comment as well as the statements attributed to
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her in the various articles. A party intending to apply to strike out should not anticipate the findings of the
court but deal with the allegations on the merits. In this regard, it has long been held that ‘what a party
[herself] admits to be true may reasonably be presumed to be so’. It must follow that the failure by Ms
James to deal at all with those allegations amounts to an admission of them. [30] The affidavits in the
matter thus evidence Ralph Lauren’s POLO fragrances being sold at the same department stores and
fashion outlets, where the appellant's POLO-branded clothing is also offered for sale. In this regard the
judgment of the full court in Chantelle v Designer Co (Pty) Ltd is apposite. In that matter, in the context of
an opposition to the registration of the mark CHANTELLE in class 3, in the face of an existing
registration for the mark CHANTELLE in class 25, the court concluded:

‘In all the circumstances, and on the weight of the evidence, | have come to the conclusion that it is likely
that the average observant consumer of the appellant's goods, stumbling upon the respondent’s
cosmetics, bearing the identical mark, notionally in the same shop and notionally a few counters away,
would be confused and deceived into believing, albeit perhaps momentarily, that the cosmetics of the
respondent originate from the same source as the clothing of the appellant.’

[31] In addition, according to the respondent, the appellant appears to have chosen to mimic the Ralph
Lauren POLO business. As Ms Hanf points out:

120. The statement made by these various consumers and bloggers are supported by the following: (a)
When one compares the appearance of Polo Ralph Lauren outlets with those of the applicant’s outlets in
South Africa, it is clear that the South African outlets are designed to mimic their international
counterparts. In this regard, the trade mark POLO appears in a golden colour against a navy blue
background in the same font as the Ralph Lauren’s outlet. In addition, Ralph Lauren Polo favours shop
fittings with elegant wooden shelving. The applicant has adopted the same design for the interior of its
South African outlets, as evidenced by the photographs of the applicant’s outlet as show in annexure
“DC49” to Mr Cummings answering affidavit (record page 1445-14486). (b) Ralph Lauren Polo introduced
a “pink pony” campaign in support of breast cancer awareness. | annex hereto marked “MLH28” a
printout taken from Ralph Lauren’s website showing its current pink pony merchandise. | also annex
hereto marked “MLH29”, a printout taken from the website from the Vanity fair magazine dated 15
October 2015 entitled “Fighting for the cure: Ralph Lauren’s Pink Pony Fund”.

121. The applicant, in about 2014, launched its range of Pink Polo clothing for cancer featuring a Polo
Player Device in pink, with the mark “pink pony”, also in support of breast cancer awareness. | annex
hereto marked “MLH30”, a printout of an article taken from the website of the Elle magazine dated 23
October 2014.

122. The manner in which the applicant has introduced ranges of “Polo Jeans Co” and “Polo Sport”
mimics the Polo Jeans Company, operated by Ralph Lauren Corporations subsidiary Polo Jeans
Company LLC, which had previously been sold by Ralph Lauren Company. | annex hereto marked
“MLH31”, a printout taken from the website www.threadup.com, offering for sale products bearing the
brand “Polo Jeans”. | annex hereto, marked “MLH32”, a printout taken from local online retailer Spree’s
website, showing its use of a mark “Polo Jeans” on the applicant’s goods. The same applies to Ralph
Lauren’s use of the mark Polo Sport, used in relation to its fragrance range (also available in South
Africa) compared with the category of Polo Sport clothing, as indicated on its website and sold in South
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Africa through the online retailer Zando.co.za.

123. The applicant’s expansion of its range of Polo branded goods into homeware also mimics the
extension of Ralph Lauren of goods to home products including bedding, towels and the like.’

[32] However, whereas the Ralph Lauren products bear the RALPH LAUREN trade marks, the appellant
does not distinguish its products clearly from those of Ralph Lauren and simply makes use of those
marks which it has in common with the latter. Ms James asserts that:

‘There is nothing unlawful or irregular about the fact that the applicant and The Polo/Lauren Company
LP co-exist in the marketplace. The commercial reality of the marketplace often requires entities with
similar or identical trade marks to co-exist’.

Implicit in this, however, as also the statement placed on the appellant's website and the other
undisputed evidence, is an admission by the appellant that its marks are indeed confusingly similar to
those used by Ralph Lauren.

[33] This is consistent with the stance adopted by the appellant in the matter of LA Group Limited and
Another v B&J; Meltz (Pty) Ltd and Others (Meltz). In Meltz, the appellant sought to prevent the sale of,
inter alia, clothing emanating from Ralph Lauren. It did so well knowing that it had agreed to Ralph
Lauren selling goods bearing similar or identical marks (albeit in relation to cosmetics), alongside its own
marks in the South African market. The court found:

‘[Polo] by Ralph Lauren infringes upon the POLO mark. Some customers might know that Ralph Lauren
is a company different from the South African proprietors of POLO, but the accent is on POLO and that
lies at the heart of the attached articles with this inscription. A substantial number of customers are likely
to be confused by the addition of “by Ralph Lauren”, not knowing or at least being confused as to
whether all Polo shirts are not from Ralph Lauren. The Polo is dominant in the mark. As to the horse
device, it is irrelevant whether the horse faces the left or the right. Although the registered single horse
faces the right, it is unlikely that more than the highly informed would remember this.....

Despite adopting this attitude in Meltz, the appellant nevertheless proceeded to place its goods for sale
in the same outlets and on the same online retailers, where goods carrying the Ralph Lauren trade
marks were available for sale.

[34] In Century City, Harms DP observed:

‘| can do no better than to refer to the facts in 10 Royal Berkshire Polo Club Trade Mark [2001] RPC 643
esp at 653. The question was whether this mark was confusingly similar to the well known Polo mark.
The court held that it was not because it did not capture the distinctiveness of the trade mark owner’s
mark; that the message of the mark came from the words in combination; and that the word Polo
functioned adjectivally in the context of the applicant’'s mark. Adjectival use may be distinctive from the
use of a word as a noun. The same considerations apply too in the present case to exclude the
reasonable possibility of confusion or deception.’

[35] In 10 Royal Berkshire Polo Club Trade Mark, the applicant, the Royal County of Berkshire Polo Club
Limited, had applied on 4 August 1995 (which was opposed by Ralph Lauren) to register the sign 10
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Royal Berkshire Polo Club as a trade mark for use in relation to ‘perfumery, aftershave, preparations for
hair, shampoo, soaps, essential oils, cosmetics, hair lotion, deodorants, eau de toilette, body sprays, bath
oils, bubble bath and shower gel’ in Class 3. The hearing officer concluded that the application for
registration was objectionable and rejected the application. On appeal, the Appointed Person, Geoffrey
Hobbs QC, reasoned (at 653) that:

‘...l am satisfied that the use of the word POLO as part of the applicant’'s mark does not capture the
distinctiveness of [Ralph Lauren’s] earlier trade marks. | do not think that people exposed to the use of
the applicant’'s mark would notice that it contained the word POLO without also noticing that it
contained the words ROYAL BERKSHIRE and CLUB. The message of the mark comes from the words
in combination and that is not something that | would expect people to overlook or ignore in the ordinary
way of things.

The applicant’s mark would naturally be understood to represent that the ROYAL BERKSHIRE POLO
CLUB was directly or indirectly responsible for the goods to which it was applied. The presence of the
numeral 10 in the applicant’s mark adds to the individuality of the mark (whether or not it is appreciated
that 10 is the highest handicap a polo player can have). Abbreviations and approximations would, in my
view, be likely to centre on the words ROYAL BERKSHIRE because they contribute more than the other
words to the identification of the club named in the mark.

The word POLO functions adjectivally in the context of the applicant’s mark whereas [Ralph Lauren’s]
earlier trade mark registration envisaged use of the word POLO in a manner that would, most likely, be
perceived as a noun and the resulting differences of perception may be sufficient to preclude a
likelihood of confusion . . . In my view the semantic content of the marks in issue is (and was at the
relevant date) insufficiently similar or analogous to give rise to the mistaken belief that POLO brand
toiletries and ROYAL BERKSHIRE POLO CLUB toiletries come from the same undertaking or
economically-linked undertakings.’

[36] What distinguishes the 10 Royal Berkshire Polo Club Trade Mark matter from the present is that
here the message of the appellant’s mark comes exclusively from the word POLO or the pictorial
devices. There is no additional element, such as the 10 or Royal Berkshire in that case, that captures its
distinctiveness. Nothing in the word POLO or the pictorial devices would naturally cause it to be
understood to represent that the appellant was directly or indirectly responsible for the goods to which
it was applied. The essence of a trade mark has always been a badge of origin or source. It indicates a
trade source: a connection in the course of trade between the goods and proprietor of the mark. As Lord
Nicholls explained in Scandecor Developments AB v Scandecor Marketing AV & Others:

‘A trade mark is a badge of origin or source. The function of a trade mark is to distinguish goods having
one business source from goods having a different business source. It must be “distinctive”. That is to
say, it must be recognisable by a buyer of goods to which it has been affixed as indicating that they are
of the same origin as other goods which bear the mark and whose quality has engendered goodwill. ..

[37] A disquieting feature of this case is that despite a record in excess of 2000 pages we have not
been told how, precisely when or why the appellants fixed on the marks. What we do know is that
because of the political climate in this country, as an American company, Ralph Lauren would have been
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under a number of financial, political and legislative constraints that precluded expansion into South
Africa. Importantly, although the applicant’'s marks were held not to be infringing in 10 Royal Berkshire
Polo Club Trade Mark, it was accepted that:

‘... [Ralph Lauren’s] trade marks enjoyed a high degree of recognition and popularity among purchasers
of toiletries at the date of the application for registration (August 4, 1995). The evidence also suggests
that [Ralph Lauren] was at that date unique among suppliers of toiletries in marketing its products under
and by reference to the word POLO. It had a long history of using the word POLO with graphics linking it
to the game of the same name. | think it is clear that in August 1995 the average consumer would
naturally have expected POLO brand toiletries to come directly or indirectly from one and the same
undertaking (i.e. [Ralph Lauren]).’

[38] The appellants must therefore surely have recognised the value and attractiveness of the trade
marks and the association of their marks with Ralph Lauren, which they no doubt appreciated were
well-known. The Ralph Lauren Corporation, it bears noting, was originally founded in 1967 by Ralph
Lauren. Drawing on his interest in sport, he named his first full line of menswear ‘POLO’ in 1968. In 1971,
Ralph Lauren launched a line of tailored shirts for women, which introduced the polo player emblem that
appeared on the shirt cuff. In 1978, the first Ralph Lauren fragrances were launched, with the men’s
cologne named POLO. They entered the European market and went international in 1981 with the first
freestanding store in New Bond Street in the West End of London. On 12 June 1997, the company
became a public traded company on the New York Stock Exchange.

[39] Before turning from this issue, one aspect remains: In his judgment (which | have read in draft),
Schippers JA appears to place great store by the approach, reasoning and conclusion adopted in Anabi
Blanga v EUIPO — Polo/Lauren (HPC POLO) (Blanga). Neither party relied on that judgment. They may
well have had good reason for not doing so. In that matter, the General Court of the European Union
(GC) ruled on 20 June 2018, that the trade mark ‘POLO’ of Ralph Lauren’s eponymic fashion brand is
indeed so famous that it requires broader legal protection against similar trade marks.

[40] In Blanga, the applicant, Mr Gidon Anabi Blanga, a resident of Mexico, had filed an European Union
(EU) trade mark with the European Union Intellectual Property Office (EUIPO), for the word sign HPC
POLO. Ralph Lauren filed a notice of opposition, based in particular on the earlier EU word mark ‘POLO’.
EUIPO’s Opposition Division upheld the opposition, after which Mr Blanga filed a notice of appeal, which
was dismissed by First Board of Appeal of EUIPO. Mr Blanga then turned to the General Court of the
European Union (GC), seeking the annulment of the Board of Appeal’s decision.

[41] The GC upheld the findings of the Board of Appeal (which were not disputed) that: first, the relevant
public, was the public at large located in the European Union, with an average degree of attentiveness;
and, second, the goods were identical. It also agreed with the Board of Appeal’s conclusion that the
signs HPC POLO and POLO were visually, phonetically and conceptually similar to an average degree,
and that the Board had correctly taken the mark applied for into consideration as a whole, including its
element, ‘HPC'. (Mr Blanga had not claimed that this element, when combined with the element ‘POLO’,
results in a sign the overall meaning of which is completely different to that of the latter element, taken
alone).
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[42] In the context of an examination of the similarity of the marks in issue, namely the applicant’s ‘HPC
POLO’ mark and the Ralph Lauren POLO mark, Blanga held that there was the likelihood of confusion on
the part of the relevant public and a trade mark, such as Ralph Lauren’s ‘POLO’, ‘with a highly distinctive
character, either intrinsically or because of the reputation they possess on the market, enjoy broader
protection than marks with a less distinctive character’. It was accordingly accepted that the marks were
visually, phonetically and conceptually similar on account of the common element ‘polo’ and that the
element ‘hpc’ was not sufficient to introduce differences neutralising that common element. Here, the
appellant’s marks have no additional element, such as the ‘HPC’ in that case. There is thus nothing to
distinguish the marks of the appellant from those of Ralph Lauren. Leaving aside the fact that in the one,
the pony faces right and, in the other, left (which as | have sought to show is a distinction without a
difference), the marks are to all intents and purposes identical.

[43] If it is accepted, as | believe that it must be, that the marks are identical then, so it seems to me, the
real question in this case is whether the public might believe that the goods of the appellant and those of
Ralph Lauren come from the same undertaking or economically-linked undertakings. For, as it was
stated in Royal County of Berkshire Polo Club:

‘According to settled case-law, the risk that the public might believe that the goods or services in
question come from the same undertaking or from economically-linked undertakings constitutes a
likelihood of confusion.’

This accords with our approach. This is ultimately a matter of impression; the perception of the relevant
customer, and not the intellectual analysis of the trade mark lawyer. Thus, even were it to be accepted in
the appellant’s favour that there is still a valid agreement in place (the effect of which ‘is to give the
appellant free rein in the field of clothing and similar items, while leaving Ralph Lauren to import and sell
its brand of cosmetics and skincare products’), that hardly assists the appellant. This is because it must
be looked at through the eyes of the reasonable and sensible consumer to determine what impression
would be given. It follows that | cannot agree with the conclusion that ‘it matters not that they
[customers] think that they are buying from a well-known US fashion house’.

[44] It may also be as well to remind ourselves, as pointed out in Beecham Group Plc v Triomed (Pty) Ltd,
that ours is a South African statute, which must ‘be interpreted and applied in the light of our law and
circumstances. Local policy considerations may differ from those applicable in Europe. The application
of rules remains, even in Europe, a matter for local Courts and they differ occasionally amongst
themselves’. In a similar vein, it was stated by this Court in Laugh It Off Promotions CC v South African
Breweries International:

‘Although reliance will be placed in the course of this judgment on foreign case law it must be
understood that it is done principally in order to illustrate or to compare. The different statutory setting
of all these cases must always be kept in mind. It is also not suggested that the outcome in those cases
would necessarily have been the same had the case been decided under our legislation and in our social
context’.

[45] The basic purpose of a trade mark is the same in any national economic system — it is a guarantee of
commercial origin. As Mr Cummings correctly pointed out:
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‘There is no discernible difference in the origin of the products (except if one accepts that the POLO
PONY DEVICE pointing right rather than left is distinctive . .. ) and | have little doubt that the majority of
the South African public does not know that these products originate from different parties.’

Thus, in adopting visually similar elements, the appellant appears to have been intent on capturing the
distinctive character of the Ralph Lauren marks. In my view the reasonable and sensible consumers in
this country will not be aware that: (i) there is in existence an agreement between Ralph Lauren and the
appellant, which gives ‘the appellant free rein in the field of clothing and similar items, while leaving Ralph
Lauren to import and sell its brand of cosmetics and skincare products’ or (ii) that the goods issued as
vendible goods under the aegis of the appellant as the proprietor of its trade marks have no connection
whatsoever with Ralph Lauren or the Ralph Lauren fashion brand. It follows that the manner in which the
appellant has made use of its various POLO and POLO PONY & PLAYER device marks has been such
that members of the public are likely to be confused or deceived as to whether the marks used by the
appellant in relation to the goods sold by it and/or services offered by it are associated with that of Ralph
Lauren or vice versa.

[46] | accordingly agree with the high court’s conclusion on the s 10(13) leg of the case. That, ordinarily at
any rate, would render it unnecessary for me to enter into the other grounds of attack. However, given
the divergence of view amongst us, it may be desirable for me to record (albeit by no means
comprehensively) why | would probably be inclined to hold against the appellant on the other grounds as

well.

[47] The respondent sought the cancellation of the mark POLO simpliciter or the mark POLO with the
addition of a simple device (such as a simple stripe device) in classes 9, 18, 25 and 28 in terms of s 24
read with ss 10(2)(a), (b) and (c).

[48] Section 10(2)(a) bars the continued registration of a mark which ‘is not capable of distinguishing
within the meaning of section 9'. What is required is that the mark must be capable of distinguishing the
goods or services of the person in respect of which it is registered, or proposed to be registered, from
the goods or services of another person, either generally, or where the trade mark is registered or
proposed to be registered, subject to limitations, in relation to use within those limitations. A mark that
consists merely of words descriptive of goods or services in a particular class, is not inherently capable
of distinguishing the goods or services of a particular person in that class.

[49] It was contended that as a result of the general public’s understanding of the word POLO, these
marks cannot fulfil the function of a trade mark. The relevant question is whether the perceptions and
recollections of the mark would trigger the mind of the average consumer of the specified goods or
services to be origin specific or origin neutral. [50] A word, to be distinctive of a person’s goods must,
generally speaking, be incapable of application to the goods of anyone else. The word ‘polo’ is defined in
the Merriam-Webster Dictionary with reference to the sport of polo, as well as types of clothing, such as
‘polo shirt’, ‘polo coat’ and ‘polo neck’. The dictionary definitions are an indication of how members of the
public will understand the word. An ordinary member of the public is not likely to associate this word
exclusively with one entity. The respondent adduced evidence to demonstrate that there are several
clothing brands that describe items in their lines of clothing with reference to the word ‘polo’. The word
polo is also used in many specifications of goods to describe types of clothing in respect of which
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registration of a trade mark is sought. In addition, the word ‘polo’ forms part of other trade marks applied
to clothing available in the South African market, alongside the appellant’s goods, including the marks
SANTA MONICA POLO CLUB and LA MARTINA TRADICION DEL POLO ARGENTINO.

[51] These instances of use illustrate that to the public the word ‘polo’ is in fact not capable of fulfilling the
function of a trade mark and in the mind of the consumer, the mark is not exclusively associated with the
appellant. The evidence thus shows that the word ‘polo’ has a universal, ordinary meaning in respect of
clothing, fashion items and related goods, which is equally capable of application to the goods of other
traders, as evidenced by: (a) the dictionary definitions of the word; (b) the wide use made in the fashion
industry of the mark; and, (c) other proprietors of trade marks incorporating the word in relation to their
fashion.

[52] Unlike s 10(2)(a), which is the counterpart of s 9, s 10(2)(b) is not concerned with distinctiveness or
its loss. The application in terms of s 10(2)(b) was on the basis that each of the marks consists
exclusively of a sign indication which may serve in trade to designate the kind, intended purpose or
other characteristics of the goods to which these trade mark registrations relate. The prohibition in this
subsection is not directed at protecting trade mark use only but goes wider. It has been said that the
provision serves a public interest permitting all to use such descriptive signs freely by preventing them
from being reserved to one undertaking alone because they have been registered as trade marks.

[53] As emerges from what has already been said, the word ‘polo’ constitutes a generic description of
the goods to which those trade registrations relate and may serve to designate the kind, quality,
quantity, intended purpose, value or other characteristics of such goods or services.[44] Use of the
word ‘polo’ in respect of clothing cannot, without more, render the trade mark capable of distinguishing.
The addition of the depiction of a polo player on a polo pony only serves to perpetuate the concept of
the sport of polo. The respondent adduced the evidence of the managing director of the South African
Polo Association (SAPA) that related not just to the sport of polo in the country, but also the use of the
mark South African Polo Association in relation to various branded merchandise. SAPA is the
administrative controlling body of the sport in South Africa. All clubs in the country affiliate through their
provincial associations to SAPA which, in turn, is affiliated to the two administrative world bodies of polo.

[54] Polo, generally described as the ‘Game of Kings’, is believed to be over 2000 years old. Although
initially the province of the British cavalry regiments, the infantry is credited with starting the game in this
country. The first game is recorded to have taken place in 1874 at the Parade Ground in Cape Town.
SAPA has a constitution that was first adopted in 1905, making it one of the oldest sporting bodies in the
country. It uses the following trade mark, which includes the words ‘SOUTH AFRICAN POLO
ASSOCIATION’ and the depiction of a polo player on a polo pony with a raised mallet:

SAPA also makes use of an abbreviated version of the mark that includes the words ‘SA POLO’ and a
depiction of the polo player and pony device. The South African national team wears the mark on its
apparel.

[55] Section 10(2)(c) is intended to prevent signs which have come into general use from being
monopolised. The respondent provided evidence that it is an established trend that sporting bodies in
various sporting codes merchandise their brands, not only in respect of clothing suitable for the relevant
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sport, but also beyond that to items for the supporters of such sport. In that event, the name of the sport
is still used as part of the name and/or trade mark of the relevant sports body in respect of those
merchandised goods.

[56] Accordingly, the use of the name of a sport in the appellant’s trade mark registrations for POLO
simpliciter consist exclusively of a sign or indication that has become customary in the current language
or in the bona fide and established practice of the trade. Apart from the everyday clothing items already
alluded to with reference to the word ‘polo’, there is a whole range of clothing and equipment associated
with the sport of polo, including a helmet, riding boots, riding gear, saddlery, etc. Indeed, licensing and
commercial and brand marketing is now an essential feature of sport. It follows that the appellant cannot
claim a monopoly.

[57] There are indeed many cases in which it has been said that it is not the purpose of trade marks or
copyright to enable people to secure monopolies on the commons of the English language. ‘Polo’ is ‘not
a coined or invented word, inherently adapted to distinguish the goods to which it relates’. It appears to
have its origins in the word ‘pulu’ from Balti, a Tibetan language of Kashmir and can be traced back to the
19th Century. In addition to what has been stated earlier, Polo is more fully defined as:

. a game similar to hockey played on horseback using long-handled mallets (polo sticks) and a wooden
ball 2. any of several similar games such as one played on bicycles 3. short for water polo 4. Also called:
polo neck a. a collar on a garment, worn rolled over to fit closely round the neck b. a garment, esp a
sweater, with such a collar.’ And, ‘polo shirt’. Popular collocations include: field; ground, player, pony,
match and team.

[58] In upholding an attack under ss 10(2)(b) and (c) of the Act in relation to the mark, ‘THE LOOK, it was
stated in Pepkor Retail:

‘The mark has no figurative element. lts words have a generic descriptive meaning in general use in the
industry. Truworths can have no monopoly over these words. On the evidence, the mark consists
exclusively of words that serve to designate the kind of goods in the trade or at least a characteristic
thereof, namely fashionable clothes or outfits. The evidence similarly established that the mark consists
exclusively of words which have become customary in the current language of the trade.’

Likewise, all of those considerations apply here as well.

[59] The further contention advanced on behalf of the appellant is that at the date of the
counter-application, the mark had as a result of the use thereof nevertheless become capable of
distinguishing the goods of the appellant. Distinctiveness may be acquired within the meaning of the
proviso to s 10(2) of the Act, if, as a result of the use of a mark, it is recognised by the average consumer
in the industry as belonging to a particular person. But, here there is nothing in the manner of use of the
marks that would indicate to the average consumer that the marks indeed belong to the appellant. Quite
the contrary, as the evidence seems to make plain, the appellant has been careful to avoid any such
connection. It chose instead to trade in the same marketplace as Ralph Lauren, with goods bearing
marks that were largely indistinguishable from those of the latter. It must follow that absent a connection
in the course of trade between the goods and the appellant (as the proprietor of the marks) and for so
long as reasonable consumers continue to associate the goods of the appellant with the iconic Ralph
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Lauren fashion brand, the fact that there has been use of the marks (however extensive and for however
long) can hardly assist the appellant. In any event, use does not equal distinctiveness. The use of a mark
in itself will not render it capable of distinguishing. The question is whether the use resulted in
distinctiveness.

[60] In First National Bank of Southern Africa Ltd v Barclays Bank Plc and Another, which was
concerned with applications for the registration of the trade marks ‘Premier’ and ‘Premier Package’ in
relation to cheques and banking and credit card services, Harms JA quoted the following from British
Sugar PLC v James Robertson & Sons Ltd [1996] RPC 281 (ChD) at 302 (per Jacob J):

‘| have already described the evidence used to support the original registration. It was really no more
than evidence of use. Now it is all too easy to be beguiled by such evidence. There is an unspoken and
illogical assumption that “use equals distinctiveness”. The illogicality can be seen from an example: no
matter how much use a manufacturer made of the word “Soap” as a purported trade mark for soap the
word would not be distinctive of his goods. He could use fancy lettering as much as he liked, whatever
he did would not turn the word into a trade mark. Again, a manufacturer may coin a new word for a new
product and be able to show massive use by him and him alone of that word for the product.
Nonetheless the word is apt to be the name of the product, not a trade mark. Examples from old
well-known cases of this sort of thing abound. The Shredded Wheat saga is a good example: the
Canadian case is The Canadian Shredded Wheat Co Ltd v Kellogg Co of Canada Ltd in the Privy
Council and the United Kingdom case The Shredded Wheat Co Ltd v Kellogg Co of Great Britain Ltd in
the House of Lords. In the former case Lord Russell said. “A word or words to be really distinctive of a
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person’s goods must generally speaking be incapable of application to the goods of anyone else.”.

‘It is precisely because a common laudatory word is naturally capable of application to the goods of any
trader that one must be careful before concluding that merely its use, however substantial, has
displaced its common meaning and has come to denote the mark of a particular trader. This is all the
more so when the mark has been used in conjunction with what is obviously taken as a trade mark.’

[62] It is indeed so that the appellant adduced a great deal of evidence, but very little, if any, relevant
evidence, reflecting the public perception of the mark in the market place. Some reliance was sought to
be placed on what was described as a ‘Generation Next’ survey conducted by the Sunday Times, a
weekly newspaper, in conjunction with HDI Youth Marketeers, an agency that allegedly ‘runs campaigns
and builds platforms for both youth and brands’. The CEO of the latter stated that:

‘HDI's survey, which was conducted administering face-to-face written questionnaires in 8 provinces
during January to March 2018. The youth from the Northern Cape province were excluded. The sample
size for the survey was 7019 persons for the polling data and 5225 for the lifestyle data’.

Little else is known about the design of the survey or methodology employed. That aside, of the ten
brands in the part of the survey that related to ‘Coolest Clothing Brand by Age’, ‘Polo’ ranked last. All but
one of the other nine namely, Redbat (which is owned by the local Foschini Retail Fashion Group (Pty)
Ltd and ranked fifth), are international fashion brands. In order of ranking, they are: Adidas, Nike, Gucci,
Puma, Lacoste, Guess, Jordan and Versace. There is no evidence however that the ‘Polo’ brand referred
to in the survey is indeed a reference to the goods of the appellant and not that of Ralph Lauren.
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[63] For the rest, the bulk of the evidence indicated no more than that the mark had been put to use and
emanated from witnesses who are not qualified to speak for the average consumer in the industry. The
evidence emphasised the substantial combined sales by the appellant. But, as already pointed out, use
does not equal distinctiveness; the question being whether the use resulted in distinctiveness. Were
such evidence available, the appellant would no doubt have adduced it. The lack of evidence that the
mark acquired distinctiveness through use is telling and must indubitably count against the appellant.

[64] Turning to the question of non-use: It seems to be the habit of the appellant generally to file trade
mark applications in classes 9, 18, 24, 25 and 35. Use by a proprietor of a trade mark is indeed a central
and essential element of ownership. A trader registers a trade mark primarily not in order to prevent
others from using it but in order to use it herself. The high court held that because of non-use of the
trade marks by the appellant, the respondent was entitled to an order expunging those registrations in
terms of ss 27(1)(a) or (b) of the Act.

[65] The appellant appears to approach the appeal on the basis that the different trade marks form part
of a unitary brand, which deserves protection, with the result (so the suggestion seems to go) that each
separate trade mark registration that forms part of the brand (irrespective of each separate mark’s
validity) is entitled to protection. This approach was adopted for the first time by the appellant at the
hearing of the application for leave to appeal before the high court. Prior to that, the appellant sought to
establish use of each mark, the subject of an attack, separately. The appellant now seeks to avoid the
need to do so. No explanation is advanced for this significant change of stance or why it is even
permissible or open to it to do so for the first time on appeal.

[66] It is necessary at this juncture to pass certain observations about the record because, so it seems
to me, the state of the record may impact in a direct and substantial way on this enquiry. It may also
perhaps render explicable the change of stance on the part of the appellant. The record consists of
thirteen volumes; eleven, running to 2064 pages, styled the ‘main record’ and two of 392 pages, the
‘core bundle’. In the preparation of the record no regard was paid to the rules of this Court. To the extent
that there was any observance of the rules, it was purely fortuitous and not by design. Portions
considered relevant were simply lifted from the main record and incorporated into the core bundle. This
pertains to both the affidavits as well as the annexures. Both are compiled in a completely haphazard
and incoherent fashion. Some portions of documents are to be found in the core bundle and other
portions of the same document in the main record. Why this is so has not been explained. [67]
Annexures are dispersed randomly across both records. How it was divined what should be
incorporated where remains a complete mystery. The result is an indigestible mass of paper. Navigating
through the mass with any coherence is well-nigh impossible. To meaningfully traverse the evidence,
requires a constant back and forth between the core and main bundles. Often enough one searches, but
searches in vain, for the relevant annexures. Matters are not made any the easier by the woefully
inadequate cross referencing. It should not be for the respondent in this matter to trawl through lengthy
annexures and to speculate on the possible relevance of facts contained therein. Nor, should it be
expected of this Court to do so.

[68] No doubt, in an attempt to escape the consequences of what can only be described as a chaotic
record, reference is made to a ‘Trade Mark Matrix’ in the heads of argument filed on behalf of the
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appellant. It is said:

‘In view of the considerable detail involved in relation to these trade marks, and in order to facilitate the
hearing and to identify the evidence of use of the POLO trade marks . . . This matrix indicates the
references to the use that has been made of each POLO trade mark in issue. The yellow highlighting
indicates the use of the POLO trade marks in the relevant five year period . . . The grey highlighting
indicates the use of the POLO trade marks outside that period.’

[69] In addition, the appellant also seeks to rely on a ‘graphic diagram of the associated registrations’
and what it calls an ‘Association Diagram’. The use to which these are sought to be put, is explained as
follows in the appellant’s heads of argument:

‘Of particular relevance is trade mark registration . . . [device], which has not been used in the relevant
five year period. However, with reference to the Association Diagram. . . , it will be seen that this
registration is directly or indirectly associated with a host of other . . . device trade mark registrations,
and we submit that where use of these other trademark registrations has been proved . . . such use
should be considered equivalent to use of this . .. device.’

[70] The thrust of the appellant’s approach thus appears to be a reliance on use of one mark as use of
another mark as long as each is within the brand. But, this was not the approach taken at the hearing of
the counter application before the high court. There would seem to be no merit in the appellant’s
reliance on a unitary brand made up of a combination of a separate and disparate set of rights. What the
appellant’s contention seems to boil down to is that it should be allowed a monopoly in relation to a
concept, namely the sport of polo.

[71] What was actually required of the appellant is an analysis of the evidence relating, separately, to
each mark and whether the use relied upon is actual use of the mark itself or use by association with
another registered or similar mark. If the latter, the specific mark or marks relied on for associated use
should have been identified, and their actual use established. It would have been necessary for the
purpose of this exercise to have regard to all the trade marks as depicted on the Association Diagram
that are said to be ‘directly or indirectly associated with one another’. It would then further have been
necessary to analyse the evidence relied on in order to establish the ‘use’ of each of them in support of
the appellant’s case on ‘use by association’. This the appellant has failed to do. What is more, all of the
associated marks are themselves the subject of an attack on one or more grounds. If the attack on any
one of those grounds in respect of any of the associated marks is good then reliance can hardly be
placed on the fact of the association.

[72] In my view, even with the aid of the Trade Mark Matrix, there can be no escape for the appellant
from the pleaded case and the case sought to be advanced on the record before the high court. In
motion proceedings, the affidavits constitute both the pleadings and the evidence. The issues and
averments in support of the appellant’s case should thus appear clearly therefrom. The affidavits serve,
not just to define the issues between the parties, but also to place the essential evidence before the
court. In a matter such as this, it is for the parties to set out and define the nature of their dispute in the
affidavits and for the court to adjudicate the issues as defined by the parties. With that perambulation |
turn to the non-use enquiry.
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[73] There is considerable overlap between the trade mark registrations that are the subject of the
counter application in terms of s 27(1)(a) and s 27(1)(b). According to the respondent, insofar as the
former is concerned, having had regard to the nature of the appellant’s business over the four years
preceding the counter application, it had established that the appellant’s business was limited to the
branding and selling of clothing, footwear, headgear, eyewear, bags, luggage, wallets, purses and bed
linen. Those being the only goods and services in respect of which the appellant could seriously be said
to have had an intention to make use of its trade marks. To that extent, the respondent then sought the
cancellation in terms of s 27(1)(a) of the appellant’s trade marks falling outside the scope of its interest.

[74] In addition, the appellant had historically used the word mark POLO and the depiction of a single
polo player on a single polo pony. The application for registration of the DOUBLE POLO PONY &
PLAYER device appeared sufficiently incongruous to raise doubt as to the appellant’s intention to make
use of the latter. In other words, it appears incongruous that the appellant would choose to depart from
the POLO and single polo player on a single polo pony trade marks around which, on its own version, its
entire brand has been built. These circumstances, so the submission goes, is sufficient to justify the
conclusion, at least on a prima facie basis, that the appellant did not have the requisite intention to make
use of each of the marks concerned in relation to the goods and/or services for which they are
registered.

[75] The relevant period in which the appellant failed to make use of the various trade marks, the subject
of the attack under s 27(1)(b), is 2 April 2013 to 2 April 2018. What must be considered is whether: (a) the
marks were used during that period; (b) the marks were used by the proprietor or a permitted user; (c)
the use was bona fide; and (d) the use was in relation to all of the goods covered by the trade mark
registration under attack?

[76] As it was put in Truworths Ltd:

‘Bona fide use of a trade mark is use in relation to goods or services of the type in respect of which the
mark is registered. The use must be use as a trade mark, for the commercial purposes that trade mark
registration exists to protect. It must be use in the course of trade and for the purpose of establishing,
creating or promoting trade in the goods to which the mark is attached. The use must be genuine.
Genuineness is to be contrasted with use that is merely token, but the line is a fine one, because the use
may be minimal. Whether use of the mark was bona fide is a question to be determined on the facts of
the particular case.’

[77] Thus, although the onus is on the appellant to prove relevant use (meaning use by a proprietor or
bona fide use by a third party with the licence of the proprietor (permitted use)), it chose not to deal with
the evidence relevant to each specific trade mark registration. Instead, before this Court, it sought to rely
on its Trade Mark Matrix, all too frequently in a most tangential and confusing manner. What exactly a
court, particularly one sitting on appeal, is supposed to make of this in these circumstances, is far from
Clear.

[78] In proceedings of this nature, a proprietor, who bears the onus of proving relevant use, should be
expected to have comprehensive and peculiar knowledge of that fact if it has occurred. It should thus be
expected that ‘clear and compelling evidence to that effect’ will be advanced. The appellant therefore
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ought not ‘to expect that the evidential burden will be discharged by allegations that are sparse,
ambiguous, or lacking in conviction’. The fact of the matter is that in relation to each of the trade marks,
the subject of an attack under this section, there is no clear evidence that the alleged use occurred
during the relevant period, and the surrounding circumstances revealed in the affidavits provide
insufficient basis for inferring that this must have occurred.

[79] The high court reasoned:

‘Mr Ginsburg SC, who appeared with Ms Cirone on behalf of the [appellant] was at pains to draw a
correlation between each specific registered mark, an invoice or a catalogue or photograph. No clear
and unambiguous proof could be indicated along the aforementioned approach and Mr Ginsburg was
compelled to concede that it eventually boils down to an inference to be drawn in each instance. The
obvious question then arises, is it the only inference to be drawn in each instance. | am not so convinced.
It is within the [appellant’s] clear, peculiar and comprehensive knowledge whether the goods, the marks,
the invoice, the photograph and/or catalogue indeed correlated. The [appellant] was compelled to
follow a tedious and time-consuming exercise to prove use, whether bona fide or otherwise, but failed to
do so and was driven to concede that inferential determinations are at the fore. It does not muster the
test. The concession puts paid to the question to be determined.’

Even accepting that the high court may have misconceived the test, | would hesitate to depart from its
assessment that the evidence adduced by the appellant falls far short of what one would ordinarily
expect in the circumstances. Nor can the high court be faulted in its conclusion that given the
shortcomings in the evidence, the case sought to be advanced on behalf of the appellant rested, in the
main, on inferential reasoning. This is borne out by the approach adopted by the appellant on appeal. It
goes a long way to explaining the change of stance and why the appellant has chosen on appeal to
advance a case based on a unitary brand. However, it is not open to a court to reason by way of an
inference upon an inference. Inferences must rest upon a proper factual foundation.

[80] Generally, the appellant relies, to a large extent, on what it alleges to be permitted use of its trade
marks by a variety of entities in relation to different goods, and for different time periods. The appellant
further relies on photographs that it claims constitute evidence of use of some of the trade marks in
relation to the relevant goods and services. Most of these photographs are either undated or were taken
outside the relevant period and are therefore irrelevant to the attack under s 27(1). The appellant also
relies on copies of invoices issued by permitted users, which it claims evidence the sale of goods
bearing the relevant trade marks in question to third parties. As the respondent correctly points out, the
invoices in and of themselves, do not constitute clear and unambiguous use of the trade marks
concerned and a proper analysis of the evidence on which the appellant relies (which has been
comprehensively undertaken in the heads of argument filed on behalf of the respondent), does not show
requisite use of the marks.

[81] In my view, the appellant’s allegations are lacking in detail of the kind one would expect to be within
the knowledge of a trade mark proprietor (either from its own records or those of a licensee). More often
than not, the appellant has provided no detail as to the item codes appearing on the invoices and to what
extent it can be said that the description assigned to the goods sold under the particular item codes is
correct or reflective of the trade marks used in relation to the goods sold. It cannot therefore be said,
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without more, that the invoices in all instances constitute evidence of use of the marks in question. This
is especially so as the appellant on occasion relies on the same invoices and therefore the same item
codes to claim use of more than one trade mark.

[82] Moreover, as the respondent demonstrates in its heads of argument, the reliance on certain parts of
the evidence is often misplaced. lllustrative of this are the first two items on the Trade Mark Matrix. The
first is trade mark registration no 2009/26482 POLO in class 6, being one of the marks in respect of
which cancellation was sought and granted under s 27(1)(a) of the Act. However, the affidavit evidence,
pictorial evidence, invoices and spreadsheets alluded to all relate to trade mark no 2009/2648, a device
mark (the POLO PONY & PLAYER mark), not the word mark under discussion.

[83] The second item is trade mark registration no 1987/01937 POLO in class 9, in respect of which
cancellation was sought in terms of s 27(1)(a) or (b). The ‘affidavit evidence’ relied upon, does not
specifically refer to this particular trade mark. The ‘pictorial evidence’ is described in the evidence as
‘examples of how the POLO marks are displayed and affixed to goods in classes 18 and 25'. The
‘invoices/spreadsheets’ are said to depict either ‘the use of the POLO mark in respect of class 28
goods’ or ‘use of the POLO and POLO & PLAYER Device mark’ in class 6, not the POLO mark in
questioninclass 9.

[84] Given the clear requirement of the section that use be demonstrated during a specific period, even
with the aid of the Trade Mark Matrix, as the analysis in relation to the first two items shows, the
evidence relied upon generally falls far short of meeting the requirement. The confusion is compounded
when regard is had to the appellant’s approach to proof of use by ‘association’. | have confined myself to
the first two items. In the respondent’s heads of argument filed with this Court, a detailed analysis has
been undertaken of the evidence relied upon by the appellant in the Trade Mark Matrix in respect of
each of the other trade marks, the subject of the s 27(1) attack. In my view, that analysis demonstrates
that the appellant has failed to overcome the onus of establishing a defence to the attack under s
27(1)(a) and (b).

[85] The circumstances of this case are such that the failure to deal with the evidence relevant to each
specific trade mark registration is fatal to the appellant. The information was peculiarly within its
knowledge. It ought to have been a relatively straight forward exercise for it to have placed the requisite
evidence before the court. ‘Whatever corroborating evidence might or might not be required in
proceedings of this kind, what is called for, at the least, is clear and unambiguous factual evidence that
brings the matter within the terms of the section’. The conclusion ought therefore to be that in each
instance the appellant has not discharged the onus on it and the high court’s finding were correct. [86] In
the result, | would dismiss the appeal with costs, including those of two counsel.

[87] The appellant, LA Group (Pty) Ltd and the first respondent, Stable Brands(Pty) Ltd (the
respondent), are competitors in retail clothing and accessories. In May 2018 the appellant applied to the
Gauteng Division of the High Court, Pretoria (the high court), for an interdict to restrain, amongst others,
the respondent and its licensor, US Polo Association (USPA), from infringing the appellant's POLO word,
and POLO PONY & PLAYER device trade marks (the main application).
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[88] There are essentially three main visual and conceptual features that the POLO trade marks
embody, namely: (a) the word POLO; (b) pictorial devices of single polo players each astride a pony
engaged in play (SINGLE POLO PLAYER devices); and (c) pictorial devices of two polo ponies each
with polo players astride them engaged in play (DOUBLE POLO PLAYER devices). These trade marks
have been registered and are used either on their own or, in the case of the SINGLE POLO PLAYER
devices and the DOUBLE POLO PLAYER devices, often in combination with the word mark POLO. The
POLO word trade mark has also been registered and used in combination with the word COMPANY
and a STRIPE device.

[89] The respondent opposed the main application and launched a counter-application to remove all 46
of the appellant’s trade marks from the Register of Trade Marks (the register), in terms of s 24 read with
ss 10(2)(a), 10(2)(b) and 10(2)(c); and ss 10(13), 27(1)(a) and 27(1)(b) of the Trade Marks Act 94 of 1993
(the Act). The registrations generally challenged were the POLO word and POLO PONY & PLAYER
device trade marks.

[90] The second respondent, the Registrar of Trade Marks, did not participate in the proceedings below
or in this Court. On the day that the main application was to be heard in November 2018, the appellant
withdrew it. The respondent persisted in its counter-application, with success. The high court (Van der
Westhuizen J) made an order cancelling the appellant’s registered trade marks. The order was all
encompassing and far-reaching. It directed the removal of all 46 of the appellant’s well-known trade
mark registrations in issue on various grounds, namely lack of distinctiveness; non-use for five years or
longer; registration without a genuine intention to use coupled with non-use; and likelihood of confusion
or deception arising from the manner in which the trade marks had been used.

[91] The appeal is before us with the leave of this Court. The respondent’s various challenges to the
trade marks are considered below.

Removal under s 24 read with s 10(2)(a)

[92] The attack based on s 24 read with s 10(2)(a) of the Act was directed at the following registered
trade marks of the appellant: (a) B1976/00659 POLO in class 25; (b) 1981/03857 POLO (Special Form)
in class 25; (c) 1982/02787 POLO in class 25; (d) 1982/02863 POLO in class 18; (e) 1982/06103 POLO
in class 28; (f) 1987/01937 POLO in class 9; (g) 2003/02681 POLO in class 9; and (h) 2013/32408
POLO in class 28.

[93] It is necessary firstly to address the appellant’s overall approach to the counter-application based
on s 24 read with s 10(2)(a), (b) and (c) of the Act. For present purposes, s 24 of the Act states that an
interested person may apply to court for the desired relief in the event of an entry wrongly made in or
wrongly remaining on the register, and the court may make an order removing or varying such entry.

[94] The appellant raised two main arguments. The first was that where removal of an entry wrongly
remaining on the register was sought and the entry was validly made, the interested person bore the
onus of showing that circumstances had changed after the original entry, in order to demonstrate that
the entry was one wrongly remaining on the register. [95] The argument is unsound. The respondent’s
application for removal was brought on all the grounds in s 24, namely whether the trade mark
registration was an entry wrongly made in, or wrongly remaining on, the register, or both. Furthermore, if
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at the date of the application for removal a trade mark factually falls foul of a provision of the Act that
prevents its continued registration, then it is a mark wrongly remaining on the register and liable to be
removed. This is regardless of the validity of the mark at the time of its initial entry in the register. As was
stated by this Court in Roodezandt, when the validity of a trade mark is formally challenged, the date of
the application for removal is the determining date.

[96] The second argument was that certain of the trade marks referred to in paragraph 92 above, had
been registered in part A of the register under the former Trade Marks Act 62 of 1963 (the 1963 Act) and
a period of seven years had expired from the date of their registration. Therefore, so it was argued, the
original registration of these trade marks was immune from attack because they had to be regarded as
valid in all respects as envisaged in the 1963 Act.

[97] Section 70(1) of the Act requires that prior to its commencement, the validity of the original entry of
a mark must be determined in accordance with the law in force at the date of the entry. The Legislature
thus intended to preserve existing trade mark rights. Trade marks registered in part A of the 1963 Act for
seven years or longer when the 1993 Act came into force are protected under the deeming provisions of
the 1963 Act. But it is only the original entry of trade marks registered in part A for seven years or longer,
that is deemed to be valid. Section 42 of the 1963 Act does not extend to an application for removal on
the basis that the registration is an entry wrongly remaining on the register.

[98] In terms of s 10(2)(a) of the Act, a trade mark which ‘is not capable of distinguishing within the
meaning of s 9’ is liable to be removed from the register. Section 9 reads:

‘(1) In order to be registrable, a trade mark shall be capable of distinguishing the goods or services of a
person in respect of which it is registered or proposed to be registered from the goods or services of
another person either generally or, where the trade mark is registered or proposed to be registered
subject to limitations, in relation to use within those limitations.

(2) A mark shall be considered to be capable of distinguishing within the meaning of subsection (1) if, at
the date of application for registration, it is inherently capable of so distinguishing or it is capable of
distinguishing by reason of prior use thereof.’

[99] The respondent sought cancellation in terms of s 10(2)(a) of marks consisting of the POLO mark
(simpliciter) or the mark POLO with the addition of a simple device in classes 9, 18, 25 and 28, on the
ground that these trade marks were merely descriptive of goods or services in a particular class and not
inherently capable of distinguishing the goods or services of a particular person in that class. The
respondent contended that the word ‘polo’ was not distinctive of the appellant’'s goods and could be
applied to those of anyone else.

[100] Where a trade mark consists of words that are merely descriptive of goods or services in a
particular class, that mark is not inherently capable of distinguishing the goods or services of a particular
person in that class. The question is whether the perceptions and recollections of the mark would
trigger the mind of the average consumer of the specified goods or services to be origin specific or
origin neutral.
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[101] The respondent contended that the word ‘polo’ is defined in the Merriam-Webster dictionary with
reference to a sport as well as types of clothing, such as a ‘polo-shirt’, ‘polo-coat’ and ‘polo-neck’. The
latter definitions were an indication of how ordinary members of the public would understand the word
‘polo’: they were not likely to associate the word exclusively with one entity.

[102] The respondent alleged that numerous clothing brands describe items in their lines of clothing with
reference to the word ‘polo’. However, these items of clothing were predominantly ‘polo shirts’. The
word is also used in specifications of goods to describe types of clothing in respect of which registration
of a trade mark is sought. But these goods were exclusively ‘polo shirts’. It was also contended that the
word ‘polo’ forms a part of other trade marks applied to clothing available in the South African market,
alongside the appellant’s goods. These include THE SANTA MONICA POLO CLUB and LA MARTINA
TRADICION DEL POLO ARGENTINO. [103] The respondent accordingly submitted that to the public,
the word ‘polo’ is incapable of fulfilling the function of a trade mark, and in the mind of the consumer,
‘polo’ is not exclusively associated with the appellant. This applies not only to clothing but also related
items such as sunglasses, belts and the like, and the goods covered by the trade marks sought to be
removed in terms of s 24 read with s 10(2)(a) of the Act.

[104] The appellant’s defence to the s 10(2)(a) challenge, in sum, was this. The meaning ascribed to the
word ‘polo’ in a dictionary could not without more constitute proof of the view of the fashion industry at
large. The respondent failed to adduce evidence about the fashion industry. The use of the word polo by
THE SANTA MONICA POLO CLUB and LA MARTINA TRADICION DEL POLO ARGENTINO in relation
to clothing, on the authority of Orange Brand Services, did not undermine the distinctiveness of the
appellant’s trade marks. The POLO trade marks had acquired the requisite distinctiveness as a result of
their use by the appellant.

[105] | propose to deal firstly with the defence that the POLO trade marks (words and devices), through
their use, have become well-known and enjoy a substantial reputation and goodwill. The evidence
presented by the appellant was that its predecessor, L’'Uomo (Pty) Ltd, was formed in January 1976 to
manufacture men’s shirts for the top end of the market. Its former managing director, Mr Gordon Joffe,
was one of South Africa’s experts in fabric selection and designing men’s shirts. These shirts were
branded and sold with the POLO MARK and the POLO PONY device trade marks with registration
numbers 1976/00659 and 1978/01082. The appellant asserted that at the date of their application for
removal from the register, the marks had in fact become capable of distinguishing as a result of their use,
as contemplated in the proviso to s 10(2) of the Act.

[106] In Beecham Group Plc Harms JA, following the approach in British Sugar Plc, said: ‘The factual
enquiry under s 9 read with the proviso to s 10 is done in two stages. The first is whether the mark, at the
date of application for registration, was capable of distinguishing the goods of its proprietor from those
of another person. If the answer is no, the next inquiry is whether the mark is presently so capable of
distinguishing by reason of its use to date.’

[107] The first stage of the enquiry does not apply in relation to the following trade marks listed in
paragraph 92 above, by virtue of the seven-year incontestability clause: 1981/03857 POLO (Special
Form) in class 25; 1982/02787 POLO in class 25; 1982/02863 POLO in class 18; 1982/06103 POLO in
class 28;and 1987/01937 POLO in class 9.
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[108] As to the second inquiry, the caution sounded by Jacob J in British Sugar Plc, endorsed by this
Court in First National Bank v Barclays, bears repetition: ‘There is an unspoken and illogical assumption

”

that “use equals distinctiveness”.” Jacob J stated that precisely because a common laudatory word (in
that case ‘TREAT’) could naturally be applied to the goods of any trader, ‘one must be careful before
concluding that merely its use, however substantial, has displaced its common meaning and has come
to denote the mark of a particular trader’. He approved the approach in Canadian Shredded Wheat Co,

in which Lord Russell said:

‘A word or words to be really distinctive of a person’s goods must generally speaking be incapable of
application to the goods of anyone else.’

[109] As to whether a mark is capable of distinguishing by reason of its prior use, the dictum by the Court
of First Instance of the European Communities (Fourth Chamber) in Storck v OHIM is instructive:

‘...inassessing, in a particular case, whether a mark has become distinctive through use, account must
be taken of factors such as, inter alia, the market share held by the mark, how intensive, geographically
widespread and long-standing use of the mark has been, the amount invested by the undertaking in
promoting the mark, the proportion of the relevant class of persons who, because of the mark, identify
goods as originating from a particular undertaking and statements from chambers of commerce and
industry or other trade and professional associations. If, on the basis of those factors, the relevant class
of persons, or at least a significant proportion thereof, identifies goods as originating from a particular
undertaking because of the trade mark, it must be concluded that the requirement for registering the
mark laid down in Article 7(3) of Regulation No 40/94 is satisfied (Windsurfing Chiemsee, paragraph 51
and 52; Philips, paragraphs 60 and 61, and Shape of a beer bottle, paragraph 44).

[110] The appellant adduced evidence that its POLO (word) trade mark had been used continuously for
a long time since its registration in 1976 — more than 40 years at the time when the counter-application
was heard. The appellant’s predecessor in title, L'Uomo (Pty) Ltd was formed in January 1976 by Mr
Ronald Lange, Mr Gordon Joffe and Mr Freddy Barnett. The company was established to manufacture
men’s shirts for the top end of the market. Mr Joffe, who recently passed away, was one of South
Africa’s experts in fabric selection and designing men’s shirts, and was appointed as the managing
director. The shirts were marketed and branded with the mark POLO and the POLO PONY device
depicted in registration nos. 1976/00659 and 1978/01082.

[111] The appellant annexed a newspaper article in May 1976 showing the early popularity of the POLO
trade marks amongst consumers of goods bearing the mark. From May 1978 an average of 1000 shirts
branded with the POLO trade marks were sold in a day and POLO shirts became the most sought-after
garment in the marketplace. The appellant has more than 340 retail customers who have in excess of
600 stores across South Africa, at which goods branded with its POLO and POLO PONY & PLAYER
device trade marks have been sold. These include stores in all the provinces of South Africa — Gauteng,
Eastern Cape, Limpopo, North West, Western Cape, KwaZulu- Natal, Free State, Mpumalanga and the
Northern Cape. As far back as 1988 Edgars has been selling goods with the POLO and POLO PONY &
PLAYER device trade marks. There are some 106 John Craig stores that sell goods bearing the POLO
and POLO PONY & PLAYER device marks. These marks have been used on a wide variety of goods
such as sportswear, casualwear, corporate wear, footwear, bags, luggage, sunglasses and home textile
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goods.

[112] The appellant's POLO stand-alone stores are located in major shopping malls in the country,
namely Sandton City, Eastgate Mall in Johannesburg, Menlyn Shopping Centre in Pretoria and the V&A,;
Waterfront in Cape Town. It provided statistics which showed that between March 2013 and February
2014 a total number of 250200 people visited these stores. During 2011 and 2012 goods bearing the
POLO trade marks were advertised on billboards situated on roads that carry high volumes of traffic.
These advertisements were viewed almost 300 000 times a day over a 90-day period.

[113] Through the use of its POLO and POLO PONY & PLAYER device trade marks the appellant has
generated net sales in excess of R1.2 billion only between 2012 and 2015. The appellant and its
permitted users generated net sales in excess of R300 million per annum from goods bearing these
marks for every financial year since 2012. In the 2017 and 2018 financial years the net sales figures
increased to more than R400 million per annum. These sales figures alone show that the appellant’s
goods sold under the POLO trade marks have become well-known and popular amongst South African
consumers. Moreover, the appellant’s advertising expenditure in promoting its POLO and POLO PONY
& PLAYER device trade marks between 2007 and 2018 was substantial: approximately R62.5 million.

[114] In 1997 the appellant custom-designed and manufactured POLO shirts for the late former
President Nelson Mandela. The evidence in this regard is a photograph with the inscription ‘Shirts for an
Icon’, which depicts President Mandela, the appellant’s director, Mr Joffe, and the two ladies who made
the shirts. Also part of the evidence is an article published in the Cape Times newspaper on 26 August
1997, describing how the appellant had specially manufactured a shirt for President Mandela which
became known as the Olympic Shirt, worn by the President when the City of Cape Town launched its
bid to host the Olympic games in 2004, and how it came about that the appellant started making shirts
for the President. The publicity the appellant got from this event, publicised to the entire nation, was
immeasurable: it was marketing gold. There is no doubt that the overwhelming majority of people in the
country would have identified the Olympic Shirt and with it the POLO trade mark, as emanating from the
appellant.

[115] The appellant presented evidence proving the use of its trade marks on social media and other
advertising media. Between 1 April 2017 and 31 March 2018 the appellant had 151424 unique visits to its
internet website www.polo.co.za, which is just over 12000 people per month on average. The appellant
provided more than 40 examples of the widespread advertising of its POLO branded goods in
magazines dating back to 1981, including GQ, Men’s Health, Living and Loving, Golf Digest and Edgars
Club magazines.

[116] The appellant also advertised its POLO branded goods through the sponsorship of various public
events that reached a wide segment of the population, such as the Western Province Rugby Team in
1983, the South African Polo team in 2005, the POLO Africa Cup event in 2006 (4500 people attended
this event over a three-day period) and the Cape Town International Jazz Festival in 2010, 2011 and
2012. The latter event, widely covered online and by the print and broadcast media, was attended by
some 33500 people from all parts of the country in 2010 and 2011, respectively. The appellant
sponsored the South African Rugby team (the Springboks) during the 1999 Rugby World Cup. The
shirts, suits and ties worn by the team were custom made by the appellant. It annexed a newspaper
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article published in Die Burger newspaper of 6 September 1999, containing a photograph of Mr Joffe
and the clothing branded with its trade marks. The article stated that the appellant had sponsored all the
clothing that the Springboks would wear when they did not play rugby. Virtually the entire country
followed the Rugby World Cup in 1999 and the majority of people would have identified the POLO trade
marks with the appellant’s goods.

[117] The appellant has also participated in other promotional and social responsibility activities in which
the POLO trade marks featured, that were widely publicised and reached a significant part of the
population. These were the Pink Pony campaigns in 2011 to 2013 to raise awareness of breast cancer
and funds for the Cancer Association of South Africa. The well-known Springbok rugby player, the late
Mr Chester Williams, and Ms Leanne Manas, the presenter of Morning Live, a national television
breakfast show, were POLO brand ambassadors. The appellant also sponsors the clothing worn by the
presenters of the “Toks and Tjops’ television show, screened on ‘Kyknet’ and ‘SuperSport 1" channels on
the DStv pay-channel.

[118] All of this evidence makes four things clear. First, there has been intensive, widespread,
long-standing and continuous use of the appellant's POLO and POLO PONY & PLAYER device trade
marks since 1976. Second, the appellant has made significant financial investments, established
numerous stores and set up a considerable wholesale and retail infrastructure in its promotion and use
of the marks. Its advertising expenditure alone over some ten years amounted to R62.5 million. Third, the
marks have generated significant amounts in net sales — R1.2 billion over a three-year period — a clear
indicator that they have earned and still enjoy an immense goodwill and reputation. Finally, the POLO
trade marks have become firmly established in South Africa and have been operating in the marketplace
as indicators of origin for more than 40 years. The general public or a wide segment thereof, more
specifically consumers who buy clothing, footwear, bags and the like, would identify goods bearing the
POLO trade marks as originating from the appellant. It has thus established that its trade marks have in
fact become distinctive through their use.

[119] The evidence outlined above was not challenged by the respondent. An attack that a trade mark
registration is one wrongly remaining on the register is intended to cover cases where the trade mark
has lost its distinctiveness as a result of circumstances arising after registration. The respondent failed
to identify any such facts or circumstances in its papers and made no attempt to show any change in
circumstances that resulted in the appellant’'s POLO (word) trade marks losing their distinctiveness, and
becoming descriptive and incapable of distinguishing.

[120] The high court disregarded the evidence and failed to consider the proviso in s 10(2) of the Act in
ordering the removal of the appellant’'s POLO trade marks under s 10(2)(a), (b) and (c). The court
referred to the proviso in s 10(2) for the first time in its judgment refusing leave to appeal. It stated that
the appellant had conceded that it could not prove the use of the ‘relevant registered trade mark in
respect of the particular item upon which it is alleged to have been used’. Counsel for the appellant
however submitted that no such concession was made. Indeed, such a concession would not make
sense in the light of the evidence referred to above.

[121] The appellant had established that its POLO (word) trade marks were capable of distinguishing its
goods from those of another person by reason of their use, as envisaged in the proviso to s 10(2). It
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follows that the trade marks referred to in paragraph 92 above were not liable to be removed from the
register, despite the fact that the original registrations of some of them were not protected under the
seven year incontestability clause in the 1963 Act. The appellant has demonstrated the response of a
proprietor to lack of distinctiveness at the time of registration, aptly described by Jacob J in British
Sugar Plc, as follows: ‘never mind, | can show the mark is distinctive now’.

[122] The recent decision in June 2018 of the General Court (Sixth Chamber) of the European Union (the
GC) in Gidon Anabi Blanga v European Union Intellectual Property Office (EUIPO) and the Polo/Lauren
Company LP, in my view, is a case in point. Mr Blanga applied to EUIPO for the registration of a mark
HPC POLO in classes 18 and 25 of the Nice Agreement concerning the International Classification of
Goods and Services for the Purposes of the Registration of Marks of 15 June 1957. Class 18 includes
leather goods such as handbags, briefcases, wallets, purses, travelling bags, umbrellas and walking
sticks. Class 25 comprises ‘Clothing; Footwear; Headgear; Leather belts [clothing]'.

[123] The Polo/Lauren Company LP (Polo/Lauren), established in New York, filed a notice of opposition
to the registration of the mark based on the EU word mark POLO, registered on 12 August 2010 and
covering goods in classes 18 and 25 — the appellant’'s POLO trade marks in classes 18 and 25 were
registered in 1982. The grounds of opposition were twofold. First, there was a likelihood of confusion
between the marks in issue, because the signs were similar, the goods and services were identical and
the POLO trade mark had acquired a distinctive character through its use. Second, the mark sought to
be registered would take unfair advantage of the distinctive character or reputation of the registered
mark.

[124] The Opposition Division upheld Polo/Lauren’s opposition to the registration of the HPC POLO
mark. Mr Blanga appealed to the First Board of Appeal of EUIPO (the Board of Appeal), which dismissed
the appeal and upheld the opposition. It found that the goods covered by the marks in issue were
identical; that the signs were similar on account of their common element ‘polo’, which has a normal
intrinsic distinctive character in the light of the goods concerned, with the exception of ‘whips harness
and saddlery’ (the excluded goods, which had a weak inherent distinctive character given their close
connection to the playing of polo); and that the earlier mark POLO enjoyed, in relation to clothing, a
distinctive character enhanced by its recognition by the public together with a reputation. In the light of
these findings, inter alia, the Board of Appeal concluded that it was more than likely that the average
consumer would believe that the marks in issue came from the same undertaking or economically-linked
undertakings; and accordingly that there was a likelihood of confusion in respect of all of the goods
concerned, with the exception of the excluded goods. The mark applied for was likely to bring the earlier
mark to mind in relation to all of Polo/Lauren’s goods, regard being had to the latter’s reputation, and to
take unfair advantage of that reputation.

[125] In an action in the GC, Mr Blanga sought the annulment of the Board of Appeal’s decision in its
entirety, but that relief was confined to ‘that part of the decision in which the Board of Appeal upheld the
merits of the opposition on account of the likelihood of confusion between the marks at issue with
regard to the goods concerned’. He contended that it failed to assess the marks in their entirety and did
not ‘take due account of the weak distinctive character of the word “polo™, which led the Board of
Appeal to recognise, wrongly, that there was a likelihood of confusion.
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[126] The GC dismissed the action and gave short shrift to these contentions. It held:

‘So far as concerns the first group of arguments put forward by the applicant, it is clear, contrary to the
latter’s submissions, that the Board of Appeal, in concluding that the signs HPC POLO and POLO
visually, phonetically and conceptually similar to an average degree, took the mark applied for into
consideration as a whole, including therefore its element “hpc”, which is expressly mentioned in
paragraphs 31, 37 and 39 of the contested decision. Were it otherwise, the Board of Appeal could have
found only that the signs at issue were identical. The applicant is therefore wrong to claim that the Board
of Appeal omitted to take the element “hpc” into account.

In this context, it should be recalled that, according to the case-law, when the sole component of the
earlier mark is included in its entirety within the mark applied for, the signs at issue are partially identical
in such a manner as to create a certain impression of visual similarity in the mind of the relevant public
(see, to that effect, judgements of 10 September 2008, Boston Scientific v OHIM — Terumo (CAPIO), T-
325/06, not published, EU:T:2008:338, paragraph 92, and of 23 April 2015, Iglotex v OHIM - Igloo
Foods Group (IGLOTEX), T-282/13, not published, EU:T:2015:226, paragraph 65). That case-law was
delivered with regard to signs comprising a number of letters comparable to that of the signs concerned
in the present case; the Board of Appeal cannot, therefore, be criticised for having applied that principle.’

[127] As to the distinctive character acquired by the POLO trade mark through its use, the GC said:

‘In addition, and above all, it should be recalled that, in paragraphs 46 to 51 of the contested decision, the
Board of Appeal noted that the evidence submitted by the intervener demonstrated intensive use of the
earlier mark for clothing, in particular, in catalogues, magazines, on websites owned by the intervener or
third parties and in promotional material. The Board of Appeal also observed that it had been
demonstrated that the earlier mark had been chosen to be the official outfitter of international events
such as The Wimbledon Championships, the Open Championship golf tournament in Scotland, the
American team for the Olympic and Paralympic Games in London (United Kingdom) in 2012 and in Sochi
(Russia) in 2014, and that the ranking, by an independent company, of the earlier mark for the years 2012
to 2014 positioned it respectively as the 91st, 88th and 83rd most influential trade mark in the world.
Lastly, the Board of Appeal emphasised that, even though the evidence submitted included the mark
RALPH LAUREN, it also proved the intensive use of the earlier mark POLO, which, whilst being
associated with the other mark, played an independent role, given that it was positioned above the other
mark and was in a larger font. On the basis of those documents, the Board of Appeal’s findings, with
regard to which, moreover, the applicant does not put forward any argument capable of refuting them,
must be approved.’

[128] By reason of the conclusion to which | have come, it is unnecessary to consider in any detail the
respondent’s argument that the marks under discussion are merely descriptive. As Jeremy Phillips puts
it:

‘Once acquired distinctiveness is proved, the trade mark ceases to be descriptive in the eyes of the
consuming public for whom it has become distinctive. It also ceases to be a term which is customary in
trade. Nor is such a mark even deceptive.’
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[129] The high court found that the POLO (word) trade marks were not capable of distinguishing within
the meaning of s 9 of the Act on the basis that the fashion industry did not consider the word ‘polo’ as a
badge of origin. In reaching this conclusion the high court stated that the ordinary, dictionary meaning of
the word ‘polo’ is the sport of polo; that in the fashion industry it is also used to describe an Ernie Els
Solid Polo Tee Putter and specific items of clothing, such as a polo shirt, polo coat, polo dress and polo
jersey; and that it was ‘common cause’ that the word had been used with other trade marks used in
South Africa and applied to clothing.

[130] The high court erred. The fact that the word ‘polo’ is defined in a dictionary as meaning the sport of
polo and specific items of clothing, such as a polo shirt and a polo coat, does not mean that the trade
mark POLO is generally descriptive of clothing or the other goods covered by the specifications of the
POLO (word) trade mark registrations in classes 9, 18, 25 and 28. And as shown above, the appellant
has established that the POLO (word) trade mark has become distinctive as a trade source of its goods,
irrespective of the dictionary meaning of the word ‘polo’.

[131] Similar arguments - that the word ‘polo’ cannot be monopolised by one company; that it has weak
intrinsic distinctive character particularly in relation to clothing; that it refers to a type of clothing; and
that numerous registered trade marks containing the word further weakens its distinctive character —
were essayed in Blanga. These arguments were rejected.

[132] Concerning the dictionary definition, the Board of Appeals said:

‘[Tlhe word “polo” appears alone only to designate the sport of polo, while to designate a “polo neck” the
word always appears followed by the word “neck”. The applicant, without submitting evidence, argued
that the same applies to a ‘polo shirt’ which can only be designated with the word “polo”. However, the
Board could not find any evidence supporting this argument. Therefore these arguments must be
rejected as unfounded.’

[133] As to the applicant’s argument that there were a large number of trade marks containing the word
‘POLO’ throughout the world and within the European Union in classes 18 and 25, the Board said:
‘However, in order to demonstrate “dilution” of the distinctive character of the mark, it is not the abstract
situation in the trade mark register but the actual use of trade marks on the market in relation to the
goods in question that is relevant . . . The applicant submitted screenshots of some website pages,
namely nine. Nevertheless, those screenshots are not sufficient; they do not give enough information as
to what exactly is included in those website pages. This is clearly insufficient evidence to show actual
use of trade marks on the market in relation to the relevant goods.’

[134] This case is no different in my view. The meaning ascribed to the word ‘polo’ in a dictionary cannot,
without cogent supporting evidence, constitute proof of how the word is perceived by the fashion
industry at large. The high court relied on seven examples of the use of the word ‘polo’ in the ‘fashion
industry’, derived from a printout of one Internet website, namely www.zando.co.za. However, there was
no evidence before the high court about the fashion industry, the actual use of the relevant trade marks,
such as the extent of sales or advertising of the items displayed on the printout, or whether the fashion
industry considers that the POLO (word) trade mark has a distinctive character. Aside from this, the
printout was not authenticated, and constitutes inadmissible hearsay.
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[135] Regarding the contention that numerous registered trade marks containing the word POLO
weakened its distinctive character, the GC held:

‘So far as concerns the second set of arguments put forward by the applicant, relating to the distinctive
character of the word “polo”, it should as a preliminary point, be recalled that the case law has
recognised that the expression “polo club” has normal, or even enhanced, intrinsic distinctive character,
with regard to the goods in Classes 18 and 25 which are not specifically linked to the playing of polo
(see, to that effect, judgment of 26 March 2015, Royal County of Berkshire POLO CLUB, T-581/13 not
published, EU:T:2015:192, paragraph 49).

[136] The GC concluded that even though the word mark POLO may not be exceptionally distinctive, its
recognition by the public combined with its acquired reputation was enough to grant the mark enhanced
protection. It said:

‘[Tlrade marks with a highly distinctive character, either intrinsically or because of the reputation they
possess on the market, enjoy broader protection than marks with a less distinctive character.’

[137] Moreover, the appellant does not seek to acquire nor assert a monopoly in the use of the word
‘polo’ in a bona fide descriptive context (in a non-trade mark manner). It could not object to the use of the
word by traders to identify a specific type of shirt or coat used in playing the game of polo. The rights of
traders wishing to make such use of a word which is a registered trade mark of another are protected by
s 34(2)(b) of the Act, which allows a registered mark to be used for the purpose of making a bona fide
description or indication of the kind, quality, quantity, intended purpose, value, geographical origin or
other characteristics of the relevant goods or services. And in Verimark v BMW this Court held that the
use of the registered trade mark of another (which would include a word mark) by a person for purely
descriptive, non-trade mark purposes, does not amount to trade mark infringement.

Removal under s 24 read with s 10(2)(b) and (c) [138] The respondent sought removal of the following
registrations on the grounds of s 10(2)(b) of the Act: (a) 1987/01937 POLO in class 9; (b) 2003/02681
POLOinclass 9; (c) 1982/02863 POLO in class 18; (d) B1976/00659 POLO in class 25; (e) 1982/02787
POLO in class 25; and (f) 1982/06103 POLO in class 28.

[139] The following registrations were sought to be removed in terms of s 10(2)(c): (a) 1987/01937
POLO inclass 9; (b) 2003/02681 POLO in class 9; (c) 1982/02863 POLOQ in class 18; (d) B1976/00659
POLO in class 25; (e) 1981/03857 POLO (Special Form) in class 25; (f) 1982/02787 POLO in class 25;
(9) 1982/06103 POLO in class 28; and (h) 2013/32408 POLO in class 28.

[140] In terms of s 10(2) of the Act a trade mark is liable to be removed from the register if it:

‘(b) consists exclusively of a sign or an indication which may serve, in trade, to designate the kind,
quality, quantity, intended purpose, value, geographical origin or other characteristics of the goods or
services, or the mode or time of production of the goods or of rendering of the services; or (c) consists
exclusively of a sign or an indication which has become customary in the current language or in the bona
fide and established practices of the trade.’

[141] The attack based on s 10(2)(b) and (c) can be dealt with shortly. Trade marks falling within the ambit
of s 10(2) (a), (b) and (c) of the Act are not liable to be removed from the register if at the date of the
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application for removal they have in fact become capable of distinguishing the proprietor’'s goods from
those of another person. The marks challenged under 10(2)(b) and (c) were thus not liable to be
removed from the register.

[142] Apart from this, in considering removal of the trade marks under s 10(2)(b) of the Act, the high court
erroneously applied the test applicable to s 10(2)(a). It ordered removal under s 10(2)(b) because the
word ‘polo’ is a generic term used widely in the fashion industry and,

‘.. .Iis first and foremost a word of description. Its ordinary grammatical meaning proves that. Thus one
trader can therefore not usurp the word polo for its own exclusive use, where the mark is generic and
thus cannot operate as a badge of origin in those circumstances.” [143] Section 10(2)(b) does not relate
to marks that have lost distinctiveness and are generic, and on this basis alone, the order for the removal
of the appellant’s trade marks in terms of s 10(2)(b) falls to be set aside. In Century City Apartments this
Court stated:

‘... section 10(2)(b) must be read in context. It also deals on the same basis with marks that may
designate kind, quality, quantity, intended purpose, value, or other characteristics of the goods or
services. It is not concerned with distinctiveness or its loss. That is dealt with in s 10(2) (a), which in turn
is the counterpart of s 9 to which it refers.’

[144] In addition, the respondent’s case for removal of the POLO (word) trade marks in terms of s
10(2)(b), was confined to the goods in class 25. The founding affidavit in the counter-application states:

‘79. The applicant’s trademark registrations constitute generic descriptions of its goods of interest in
class 25 and in fact are apt to describe these goods. As set out above, the word “polo” has a defined
meaning in respect of various clothing items. 80. The addition of the depiction of a polo player on a polo
pony only serves to perpetuate the concept of the sport polo, . .. No amount of use of the word “polo” in
respect of clothing can render the trademark capable of distinguishing without more. When the word is
used on its own, it is apt to describe the goods in respect of which the trademarks are registered.’

[145] Despite this, the high court found that all the POLO trade marks registered in classes 9, 18, 25 and
28 consisted exclusively of a sign which served in trade to designate the kind, quality, quantity, intended
purpose, value, geographical origin or other characteristics of the goods covered by the trade mark
registrations. Furthermore, it did this in circumstances where classes 9, 18, 25 and 28 cover a wide and
diverse range of goods such as, for example, clothing, footwear, headgear, items of leather, trunks,
travelling bags, playthings and glasses, which the court did not consider in conjunction with the
requirements of s 10(2)(b).

[146] The high court also erred in failing to properly apply the provisions of 10(2)(c): it did not separately
consider whether the POLO (word) trade mark consists exclusively of a sign, or an indication which has
become customary in the current language, or in the bona fide and established practices of the trade to
describe each item of goods listed in the classes 9, 18, 25 and 28 specifications.

[147] Finally, on this aspect of the case, the fact that the word ‘polo’ is included in the trade mark of the
South African Polo Association (SAPA) or that it uses an abbreviated version of the mark on its clothing,
is immaterial. SAPA is an official administrative body that regulates the sport of polo in South Africa and
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the promotional use of its trade mark on clothing is ancillary to that function. SAPA is not in the business
of making clothing, footwear, headgear, watches, eyewear, bags, luggage and home furnishings, and
related goods. The evidence was that the use of the word ‘polo’ by SAPA did not constitute the use of a
trade mark, or use in the course of trade. There are no SAPA clothing stores and there is no range of
SAPA branded clothing in retail outlets to which consumers would be exposed. That evidence was not
disputed.

Removal under s 27(1)(b)

[148] It is convenient, firstly, to deal with the challenge under s 27(1)(b) of the Act because the bona fide
use of a trade mark is relevant to both s 27(1)(a) and 27(1)(b). Such use for the purposes of both
subsections must have occurred in the time period up to three months before the date of the application
for removal. Section 27(1)(a) prescribes no time period during which bona fide use should have taken
place after registration. In terms of section 27(1)(b) a registered trade mark may be removed from the
register if the proprietor has not used it bona fide for a continuous period of five years, up to three
months before the date of the application for removal. In this case that period is 2 April 2013 to 2 April
2018 (the relevant period).

[149] The respondent alleged that investigations into the trade to determine whether the POLO and
POLO PONY & PLAYER device trade marks were in fact used by the appellant in relation to all the
goods and services in respect of which they were registered, revealed that the following trade marks
had not been used during the relevant period: (a) 1978/01082 DOUBLE POLO PONY DEVICE in class
25; (b) 1981/03857 POLO (Special Form) in class 25; (c) 1982/06101 POLO in class 16; (d) 1982/06100
POLO in class 14; (e) 1982/06102 POLO in class 26; (f) 1982/06103 POLO in class 28; (g)
1985/01834-36 POLO PONY & PLAYER DEVICE in classes 18, 25 and 42; (h) 1985/08367 POLO
COMPANY & DOUBLE POLO PONY & PLAYER DEVICE in class 25; (i) 1985/08368 POLO COMPANY
in class 25; (j) 1988/11680 POLO PONY & PLAYER DEVICE in class 26; (k) 1994/14433 POLO in class
42; (1) 1996/06818 POLO in class 27; (m) 2003/02685 POLO in class 43; (n) 2004/03775 POLO PONY
& PLAYER DEVICE in class 14; (o) 2009/20234 POLO PONY & PLAYER DEVICE in class 16; (p)
2009/20235 POLO in class 16; (g) 2009/22109 POLO PONY & PLAYER DEVICE in class 20; (r)
2009/26481POLO PONY & PLAYER DEVICE in class 6; and (s) 2011/06471 POLO in class 20.

[150] The appellant has not sought leave to appeal in respect of trade mark registration no. 1996/06818
POLO in class 27; and registration no. 2003/02685 POLO in class 43. There was no evidence that
trade mark registration no. 1978/01082 DOUBLE POLO PONY DEVICE in class 25 had been used in
trade during the relevant period. In fact, on its own version, the appellant had undertaken in terms of an
agreement with Ralph Lauren Company LP (Ralph Lauren) not to use a depiction of a polo pony and
player which faces to the left. Thus, it has not used and has no intention of using this mark. Its
submission that this Court should accept use of the mark with additions or alterations not substantially
affecting its identity, as equivalent to proof of the use required to be proved as contemplated in s 31(1) of
the Act, is unsustainable. The appellant also conceded that it could not defend certain of its trade mark
registrations in respect of the whole specification of goods to which those registrations relate.

[151] The appellant alleged that the respondent had no locus standi to attack the trade marks in classes
6, 14,16, 18, 20, 26, 27, 28, 42 and 43. However, the appellant rightly did not persist in this point in either
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written or oral argument, as the respondent was entitled to apply for the removal of the appellant’s trade
marks because the appellant had sought an interdict to restrain the respondent and USPA from
infringing its trade marks.

[152] In A M Moolla Group Ltd v The Gap Inc, Harms JA described the concept of bona fide user of a
trade mark as:

‘... auser by the proprietor of his registered trade mark in connection with the particular goods in
respect of which it is registered with the object or intention primarily of protecting, facilitating, and
furthering his trading in such goods, and not for some other, ulterior object.’

[153] More recently, in Westminster Tobacco Company (Pty) Ltd v Philip Morris Products SA,
concerning the bona fide use of a trade mark, Wallis JA said:

‘In summary, bona fide use is use of the trade mark in relation to goods of the type in respect of which
the mark is registered. The use must be use as a trade mark, for the commercial purposes that trade
mark registration exists to protect. It must be use in the course of trade and for the purpose of
establishing, creating or promoting trade in the goods to which the mark is attached. The use does not
have to be extensive but it must be genuine. Genuineness is to be contrasted with use that is merely
token, but the line is a fine one, because the use may be minimal. It may in part be prompted by the fear
of removal from the register and be directed at protecting the proprietor’s trade generally or preventing
the mark from falling into the hands of a competitor. Provided, however, the use is bona fide and genuine
and principally directed at promoting trade in goods bearing the mark, these further purposes, however
important, are irrelevant. What is impermissible is:

“user for an ulterior purpose, and associated with a genuine intention of pursuing the object for which

9

the Act allows the registration of a trademark and protects its use ...”.

[154] Whether use of a trade mark was bona fide is a question to be determined on the facts of a
particular case. Section 27(3) of the Act places the onus on the proprietor to prove use of the trade mark
(relevant use) or bona fide use by a third party with the licence of the proprietor (permitted use). The
proprietor is expected to have comprehensive and peculiar knowledge of the use of its trade marks and
should advance ‘clear and compelling evidence’ of such use — allegations that are sparse, ambiguous or
lacking in conviction are insufficient to discharge the onus.

[155] In the high court the appellant endeavoured to establish the use of each of its trade marks
challenged under s 27(1)(b) with reference to invoices, catalogues and photographs. However, in this
Court the appellant changed tack. It tried to avoid the requirement of proof of the use of each trade mark
sought to be removed on the ground of non- use. It contended that all its different trade marks formed a
‘unitary brand’, and that each individual trade mark registration was protected as part of this brand, by
resort to s 31(1) of the Act, and use of a particular ‘associated trade mark’, ‘with additions or alterations
not substantially affecting its identity’.

[156] To this end, the appellant relied on a ‘graphic diagram of the associated registrations’ relevant to
the attack under s 27(1)(b), annexed to its heads of argument. The appellant’s attempt to prove use of a
trade mark by reference to the so-called unitary brand is illustrated by the following submission in its
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heads of argument:

‘... of particular relevance is trade mark registration no. 1978/01082 DOUBLE POLO PLAYER device in
class 25 (Trade Mark Matrix “A” page 8), which has not been used in the relevant five year period.
However, with reference to the Association Diagram “C”, it will be seen that this registration is directly or
indirectly associated with a host of other POLO and POLO PLAYER device trade mark registrations,
and we submit that where the use of these other trade mark registrations has been proved ... such use
should be considered equivalent to the use of this DOUBLE POLO PLAYER device.

[157] This approach is impermissible. The appellant was required to adduce evidence showing the use
of each registered trade mark during the relevant period, whether the use relied upon was actual use of
the mark itself, or use ‘by association’ with another registered or similar mark. In the latter event, the
specific mark or marks relied on for ‘associated use’ had to be identified and the actual use established.
The appellant had to demonstrate use in relation to the goods covered by the trade mark registration
under attack. After all, the use of a trade mark must be consistent with the essential function of the mark
- to guarantee the origin of the goods or services to consumers by enabling them to distinguish the
goods or services from others which have another origin.

[158] The high court concluded that the appellant failed to provide clear and compelling evidence of
bona fide use; that the photographs tendered by the appellant as evidence of use taken at a store
owned by the appellant’s subsidiary, LA Retail Holdings (Pty) Ltd t/a International Brands Outlet (IBO)
on 1 August 2018, were outside the relevant period; that there was no causal connection between
invoices and the photographs; and that any inference of use had to be the only inference to be drawn
from the proved facts.

[159] The latter conclusion however is inconsistent with the principles of inferential reasoning in civil
cases. It is not necessary for a party in a civil case to prove that the inference which the court is asked to
draw is the only reasonable inference. The onus will be discharged if inference is the most readily
apparent or acceptable one from a number of possible inferences.

[160] The evidence adduced by the appellant to demonstrate the use of its trade marks referred to in
paragraph 149 above, was mainly permitted use by IBO, concerning different goods sold within the
relevant period. IBO has various multi-brand retail outlets, one of which is located in Woodmead,
Gauteng. The appellant relied on photographs, invoices and catalogues, supported by affidavits by Mr
Mark Oliver, the managing director of IBO and Mr Akbar Karolia, its manager.

[161] Mr Karolia, who has been the manager of IBO since 2008, stated that he has extensive knowledge
of the goods sold by IBO, including those bearing the appellant's POLO and POLO PONY device trade
marks. He confirmed the authenticity and correctness of the IBO invoices and specifically the
photographs and invoices relating to the use of trade mark registration nos. 1981/03857 POLO &
STRIPE device mark (a modified version of the mark that closely resembled the use of the mark under
enquiry, visually and conceptually) and 1985/08368 POLO COMPANY. Mr Karolia (and Mr Oliver) also
confirmed that the goods depicted in photographs bearing the appellant's POLO and POLO PONY
device marks had been sold in the course of trade throughout the country from at least 2015. The
respondent did not dispute this evidence, save to allege that there was no indication in Mr Karolia’s
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affidavit where certain IBO invoices could be found. In my view, the evidence demonstrates bona fide
use aimed at promoting trade in the goods bearing the relevant marks. It is not a ‘vague statement’ as to
alleged use, as the respondent contended.

[162] Prior to assuming the position of managing director in 2016, Mr Oliver was the General Manager of
two companies in the United Arab Emirates and the Operations Executive for Truworths, a position he
held for 21 years. He has extensive knowledge of the apparel, footwear and accessories industry. He
knows the appellant’s history and the goods and services it offers under its POLO and POLO PONY &
PLAYER device trade marks. He confirmed that photographs annexed to the answering affidavit
depicted a number of the appellant’s retail and wholesale outlets in major shopping centres which had
been in operation for the relevant period. This was evidence of use of the trade mark registration nos.
1994/14433 POLO and 1985/01836 POLO PONY & PLAYER device.

[163] The respondent made much of the fact that photographs taken by Mr William
Badenhorst-Rossouw, an assistant employed by IBO, of the goods sold in IBO outlets which IBO
purchases from the appellant’s licensees identified in the answering affidavit, were taken outside the
relevant period. It is however clear from the context of the affidavit by Ms Rae James, the appellant’s
main deponent, that these photographs related to the sale of the same goods that took place during the
relevant period, for which there were invoices confirming the sales. It was obviously impossible to
produce photographs of the actual goods sold. What is more, in their affidavits Mr Oliver and Mr Karolia
confirmed that the goods shown in the photographs taken at the IBO store were sold in the course of
trade throughout the country from at least 2015. Apart from this, the evidence shows that the appellant
has established bona fide use in promoting trade in the goods bearing a number of its marks challenged
under s 27(1)(b).

[164] So, for example, the appellant produced a printout of a catalogue of its 2016 and 2017 collection as
evidence of the use of its POLO and POLO PONY & PLAYER device marks in respect of class 16 goods
(annexure RJ8 to the answering affidavit). The catalogue depicts leather and writing instruments
showing use of its trade marks on inter alia, pens, notebooks and leather tablet covers. There were
invoices proving the sale of class 16 goods in the relevant period and photographs of these goods as
they were displayed and offered for sale in the retail environment. Mr Karolia confirmed the authenticity
of the invoices (some of which show sales in 2017) and photographs. Both Mr Oliver and Mr Karolia
confirmed that the goods identified in annexures RJ8 to RJ17 to the answering affidavit, were goods
bearing the appellant’s trade marks sold in the course of trade since 2015. The appellant thus
demonstrated bona fide use of the trade mark registration nos. 1982/06101 POLO, 2009/20234 POLO
PONY & PLAYER and 2009/20235 POLO.

[165] Further examples are trade mark registration nos. 1982/06100 POLO and 2004/03775 POLO
PONY & PLAYER DEVICE in class 14. The appellant relied on a printout of its 2016 and 2017 collection
containing photographs of watches, jewellery and cufflinks showing the POLO PONY and POLO PONY
& PLAYER device marks applied to the goods. The respondent however contended that the
photographs were ‘undated’ and speculated that if they were taken by Mr Rossouw, then they were
outside the relevant period. The appellant also relied on IBO invoices within the relevant period showing
the sale of cufflinks, watches and a tie pin. These invoices, dated 2016 and 2017, are confirmed by the
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evidence on affidavit that the goods in class 14 had, in the course of trade, been offered for sale and sold.

[166] It is unnecessary to undertake this analysis in relation to the remaining trade marks removed from
the register under s 27(1)(b) of the Act. Suffice it to say that the evidence shows that the use of the
following marks was bona fide, not merely token, in the course of trade, and principally directed at
promoting trade in the goods bearing the marks: 1982/06102 in class 26; POLO and 1988/11680 POLO
PONY & PLAYER device in class 16; 1982/06103 POLO in class 28; 2009/22109 POLO PONY &
PLAYER device and 2011/06471 POLO both in class 20.

[167] As stated, the appellant did not make out a case of bona fide use in relation to the trade mark
registration no. 1978/01082 DOUBLE POLO PONY (device) in class 25. It also did not establish use of
the trade mark 1985/08367 POLO COMPANY & DOUBLE POLO PLAYER (word and device) in class
25, as registered. Instead, the appellant relied on the use of a different device incorporating a DOUBLE
POLO PONY & PLAYER device together with the word mark POLO Company, which it alleged was use
of the registered mark with ‘additions or alterations which do not substantially affect [its] identity’. This
however was not the case made out in the answering affidavit. Regarding trade mark registration
number 2009/26481 POLO PONY & PLAYER (device) in class 6, there was no evidence that the goods
referred to in the relevant invoice were made of metal, ie the kind of goods specified in class 6. Save as
aforesaid, the appeal in relation to the attack based on s 27(1)(b) of the Act must succeed.

Removal under s 27(1)(a)

[168] In terms of s 27(1)(a) of the Act, a registered trade mark may be removed from the register on the
ground that it was registered without any bona fide intention on the part of the applicant to use it in
relation to the goods or services in respect of which the mark was registered, and that there has in fact
been no bona fide use by the proprietor up to the date three months before the date of the application.

[169] The trade mark registration nos. sought to be removed under s 27(1)(a) were the following: (a)
1982/06101 POLO in class 16; (b) 1987/01937 POLO in class 9, save for ‘glasses, spectacles,
sunglasses’; (c) 1994/14433 POLO in class 42; (d) 2003/02681 POLO in class 9, save for ‘glasses,
spectacles, sunglasses’; (e) 2009/26481 POLO PONY & PLAYER DEVICE in class 6, save for ‘key
rings’; (f) 2009/26482 POLO in class 6, save for ‘key rings’; (g) 2013/31832 POLO PONY & PLAYER
DEVICE in class 9, save for ‘glasses, spectacles, sunglasses’; and (h) 2013/07082 DOUBLE POLO
PONY & PLAYER DEVICE in class 25.

[170] Some of these trade marks were registered in respect of goods such as newspapers and
periodicals; bookbinding material and stationery; scientific, photographic and cinematographic
apparatus and instruments; materials of metal for railway tracks, pipes and tubes of metal and safes;
computer software; and medical, hygienic and healthcare services.

[171] The respondent contended that the trade marks were registered in circumstances where the
appellant had no intention of using them in relation to the goods or services for which they had been
registered and there had in fact been no bona fide use of the trade marks. The appellant’s business,
conducted for some 42 years, was limited to the branding and selling of clothing, footwear, headgear,
eyewear, bags, luggage, wallets, purses and bed linen. These were the only goods and services in
respect of which the appellant could have had any intention of using its trade marks.
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[172] It was further contended that the appellant had historically used specific marks, namely the word
mark POLO and the depiction of a single polo player on a single polo pony. The application for
registration of a mark completely different from those registered in the name of the appellant raised
doubt as to its intention to make use of its trade mark registration 2013/07082 DOUBLE POLO PONY &
PLAYER device in class 25. On these grounds the respondent alleged that the appellant was required to
provide evidence of its intention in relation to the marks listed in paragraph 149 above.

[173] Trade mark registration no. 2013/31832 POLO PONY& PLAYER device was cancelled in terms of
paragraph 5(g) of the high court’s order, save in respect of ‘glasses, spectacles, sunglasses’. According
to the appellant’s Goods and Services Matrix B, these are the only goods in respect of which it seeks to
retain this registration. There is accordingly no true appeal against the partial cancellation of this mark in
terms of s 27(1)(a). The same applies to trade mark registration no. 2003/02681 POLO. The appellant
has asked that the specification of this trade mark registration be amended to read ‘glasses, spectacles
and sun-glasses (paragraph 5(d) of the court order)’.

[174] Concerning trade mark registration no. 2013/07082 DOUBLE POLO PONY & PLAYER device
mark, the respondent contended that the appellant had sought registration of this mark only in class 25,
whereas it appeared to be in the habit of generally filing trade mark applications in classes 9, 18, 24, 25
and 35. Then it was said that the appellant had mostly made use of the single POLO PONY & PLAYER
devices and that it appeared incongruous that it would choose to depart from the trade marks on which
its entire brand had been built. [175] The bona fide use of a trade mark entails an intention to trade
commercially in the goods for which the mark is registered. The high court found that there was no
‘proven use’ of the DOUBLE POLO PLAYER device trade mark registration no. 2013/07082 by the
appellant, other than photographs taken on 1 August 2018, outside the relevant period.

[176] This finding is erroneous. The appellant demonstrated extensive use of the DOUBLE POLO
PLAYER device mark by its licensees: Polo Distribution (Pty) Ltd, Polo Management (Pty) Ltd and IBO.
Evidence of this use included photographs depicting the use of the DOUBLE POLO PLAYER device
mark on goods in class 25, invoices recording the sale of goods bearing the mark for the period 4
November 2017 to 10 July 2018, and sales by IBO of clothing to the value of some R400 000. Moreover,
the respondent did not deny the appellant’s statement in the answering affidavit that it had the requisite
bona fide intention to use the DOUBLE POLO PLAYER device mark and that it had in fact commenced
use of the mark. The respondent however sought to distance itself from this acknowledgment on the
basis that it was a ‘bald statement’. This is untenable.

[177]1 The high court also failed to consider evidence of the use of trade mark registration no. 1982/06101
POLO in class 16 and ordered the removal of trade mark registration no. 1994/14433 in class 42 in its
entirety, despite the evidence of Mr Oliver demonstrating its use, and the respondent’s statement that
the appellant’s business was limited to the branding and selling of clothing and the like, in respect of
which it had in fact used its trade marks.

[178] The evidence tendered by the appellant concerning trade mark registration no. 1987/01937 POLO
in class 9, in my view did not establish the requisite intention in terms of s 27(1)(a) of the Act. It relied on
‘affidavit evidence’ and ‘pictorial evidence’ to establish bona fide use. In the affidavits however there was
no reference to trade mark no. 1987/01937 POLO in class 9. The pictorial evidence related to POLO
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marks displayed and affixed to goods in classes 18 and 25. The invoices and spreadsheets on which the
appellant relied depicted the use of the POLO mark in respect of class 28 goods, and use of the POLO
and POLO &POLO PLAYER device mark in class 6, not the POLO word mark in class 9. Aside from this,
the appellant relied on its ‘associated diagram’ for its stance that trade mark registration no. 1987/01937
POLO in class 9 in effect was part of its so-called unitary brand.

[179] In the result the appeal against removal in terms of s 27(1)(a) should succeed only in respect of the
following trade mark registration nos.: 1982/06101 POLO in class 16; 1994/14433 POLO in class 42;
2013/07082 DOUBLE POLO PONY & PLAYER DEVICE in class 25.

Removal under s 24 read with s 10(13)

[180] The respondent’s application for removal in terms of s 10(13) was expressly confined to the
appellant’s trade marks that survived removal under ss 10(2)(a), (b) or (c) and 27(1)(a) or (b) of the Act.
Section 10(13) provides that ‘a mark which, as a result of the manner in which it has been used, would be
likely to cause deception or confusion’, is liable to be removed from the register.

[181] The basic grounds upon which the respondent sought removal of the appellant’s marks in terms of
s 10(13) were these. The appellant and Ralph Lauren concluded an agreement concerning the use by
Ralph Lauren of the POLO and POLO PONY & PLAYER device. Although the respondent could ‘only
speculate as to its terms’, the agreement resulted in ‘the use by these parties of essentially identical
trade marks in South Africa in the same market in relation to similar goods’. This was likely to result in
deception and confusion amongst consumers. Consumers believe that when they buy the appellant’s
goods they are buying goods ‘from the international fashion house Ralph Lauren’. The latter’s trade
marks are well-known to the purchasing public in this country and South African travellers have
encountered Ralph Lauren’s trade marks used abroad.

[182] The high court cancelled all 46 of the appellant's POLO trade mark registrations (words and
devices) in terms of s 10(13) of the Act. It found that the appellant had entered into an agreement with a
competing trader, Ralph Lauren, in terms of which the latter was allowed to register its POLO and POLO
PONY & PLAYER device marks in South Africa, and that the two traders could use their respective
POLO and POLO PONY & PLAYER device, POLO JEANS CO and POLO SPORT marks in the country
alongside each other in the same industry. [183] The high court held that the ‘fact of confusion or
deception is a reality’ and that the appellant had, ‘mimicked the sales approach of Ralph Lauren in outlet
appearance in respect of colouring and interior design; a pink pony campaign in support of breast
cancer awareness; clothes ranges of specific brands such as ‘Polo Jeans Co’ and ‘Polo Sport’, and
expansion into other branded goods other than clothing, footwear and headgear and in respect of
homeware goods.’

[184] As regards its interpretation of s 10(13) of the Act, the high court referred to the following comment
by Webster and Page:

‘Section 10(13) precludes the registration of a mark which, as a result of the manner in which it has been
used, would be likely to cause deception or confusion. This subsection applies equally to use after
registration leading to deception or confusion. This subsection relates to marks which by reason of the
manner of being used have led or would lead to the expectations of the public being unfulfilled.’
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[185] Counsel for the appellant argued that this comment — a trade mark being used in a way that the
expectations of the public are likely to be unfulfiled — accords with the appellant’s interpretation of s
10(13) and that on its plain meaning, the provision requires that the proprietor must use the trade mark in
a manner that the use of the mark itself is likely to cause deception or confusion. He referred to a similar
provision in the United Kingdom Trade Marks Act 1994, namely s 46(1)(d) which provides that the
registration of a trade mark may be revoked if:

‘...in consequence of the use made of it by the proprietor or with his consent in relation to the goods or
services for which it is registered, it is liable to mislead the public, particularly as to the nature, quality or
geographical origin of those goods or services.

[186] Section s 46(1)(d) of the UK Act, the argument proceeded, is in substance equivalent to s 10(13) of
the Act, although s 46(1)(d) contains particular examples of the manner of use of a mark likely to mislead
the public, which are not exhaustive. In this regard the appellant’s counsel relied on the following
passage in Kerly:

‘Absolute ground (g) (UK Act s.3(3)(b); TMD art.3(1)(g): EUTMR art.7(1)(g)) forbids the registration of a
mark if it is of such a nature, as to deceive the public. For instance, as to the nature, quality or
geographical origin of the goods or service. Thus, the same examples are used, yet slightly different
expressions define the heart of the provision: liable to mislead the public/of such a nature as to deceive
the public. The difference appears to lie in the fact that the vice caught by absolute ground (g) is inherent
in the meaning of the mark itself, absent use, whereas the vice caught by s.46(1)(d) is a consequence of
use. Apart from that, they are aimed at the same vice.

There are two differences of significance between absolute ground (g) and this ground for the
revocation. The first relates to the date at which the position is assessed. The absolute ground for
refusal (and invalidity) requires the position to be assessed at the date of application for the mark. This
revocation ground requires the position to be assessed as at the date of application for revocation. The
second concerns the cause of the deceptiveness. Under absolute ground (g), the cause does not
matter: a deceptive mark shall not be registered. The revocation ground only operates if the
deceptiveness has been caused by the use which has been made of the mark by the proprietor or with
their consent. In other words it is deceptiveness for which the proprietor is responsible, although there is
no requirement to prove “blameworthy conduct”. In these respects, this revocation ground has a
narrower ambit than absolute ground (g).

This ground for revocation (like absolute ground (g)) looks to the mark itself and whether the mark itself
is liable to mislead the public. However, the liability to mislead must arise from the use made of the mark,
something not required for absolute ground (g). Either way, “the court must have due regard .. To the
message which [the] trade mark conveys” — it is that which must mislead. This ground for revocation
does not encompass passing off-type deceptiveness. It is in the nature of an absolute objection — not a
relative objection based on the mark of a different trader.’

[187] Counsel for the respondent submitted that the reliance on Kerly was misplaced because it was
made in the context of the specific wording of s 46(1)(d) of the UK Act not found in s 10(13). The latter
provision, so it was submitted, merely requires a situation to exist where the manner of use by a trade
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mark proprietor was likely to cause deception or confusion. The Act neither prescribes nor limits the
way in which the mark should be used before such use is considered likely to cause deception or

confusion.

[188] The respondent’s counsel argued that it was the combined effect of the appellant entering into the
agreement with Ralph Lauren in relation to goods which had been found in this country to be so similar
that confusion was likely to result from the use of a confusingly similar trade mark by two different
entities. The appellant failed to ensure that its goods were distinguishable from those of Ralph Lauren by
the addition of any distinguishing features, which constituted the ‘use’ of the appellant’s trade marks
forming the subject of the s 10(13) attack. It is in this context that the ‘manner’ in which the appellant has
used its various trade marks must be considered, in order to determine whether such use is likely to lead
to deception or confusion.

[189] In my opinion, this argument fails both on the level of the law and the facts. Section 10(13) is aimed
at use of amark in a deceptive or confusing manner. That suggests that the use is what must lead to the
likelihood of deception or confusion. In this respect s 10(13) is no different in principle and in its operation
from s 46(1)(d) of the UK Act: the likelihood of deception or confusion, or the liability to mislead, must
arise from the use of the mark itself. Put differently, it is the message which the mark conveys that must
deceive or mislead. The fact that the UK Act provides instances of misleading, or that it uses the term
‘mislead’ as opposed to ‘deception or confusion’, in my view does not detract from this. The ground for
removal under s 10(13) operates only when the deception or confusion has been caused by the use
which has been made of the mark by the proprietor. What is envisaged in s 10(13) is whether the mark
itself is likely to cause deception or confusion. It does not contemplate passing-off type deceptiveness
or the use of a mark based on the trade mark of a different trader.

[190] As stated in Kerly, the ground of revocation under s 46(1)(d) raises a question of fact which must
be decided ‘from the viewpoint of the average consumer of the products who is reasonably well
informed and reasonably observant and circumspect’, and that the application of the provision is likely to
be rare. The authors cite the following examples. A mark as originally registered and used contained a
correct reference to the nature of the goods or services. There may however be a change in the use so
that the mark is then used on goods or services which do not possess the quality to which the mark
refers. The mark is then liable to mislead the public (or likely to cause deception or confusion) as a result
of the use made of it. In this sense the expectations of the public are unlikely to be fulfilled by reason of
the manner in which the mark has been used. The same would apply in the case of a mark that referred
to the quality or geographical origin of the goods or services.

[191] Applied to the present case, if the well-known PURE WOOL mark were to be added to the POLO
trade mark and applied to a garment not made of pure wool but some synthetic material, the use of the
latter mark would fall foul of s 10(13). Likewise, if the trade mark POLO is used in the context of ‘POLO of
Knightsbridge’, where the relevant goods have no connection with Knightsbridge or the city of London,
such use would be likely to cause deception or confusion.

[192] On this construction, the respondent had to show that the appellant had itself used its own trade
marks in a way that was likely to cause deception or confusion. The point may be illustrated by reference
to Anne Frank Trade Mark. The dispute involved two organisations with rival claims to rights arising from
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the name ANNE FRANK, contained in two registered trade marks. The applicants applied for revocation
of the registrations in terms of s 46(1) (d) of the UK Act on the basis that as a result of the use made of
the trade mark by the proprietor, it was liable to mislead the public, in view of the applicants’ right to
publicise, promote and generally exploit the name Anne Frank. The Registrar concluded that the
requirements of s 46(1)(d) had not been met and said:

‘However, section 46(1)(d) requires me to consider the position not in relation to another party’s claim
but “in consequence of the use made of it by the proprietor”. | do not therefore think that the applicants’
case is well-founded under this subsection which is concerned with the position arising from the actions
of the registered proprietor himself.’

[193] It follows that the high court erred in its construction of s 10(13) of the Act. It did not consider the
appellant’s ‘manner of use’ of its own trade marks. Instead, it compared the appellant’s trade marks to
those of Ralph Lauren and determined the likelihood of deception and confusion with reference to the
test that is inter alia a value judgment: ‘. . . largely a matter of first impression, without undue peering at
the two marks to be considered’.

[194] The manner in which the appellant has used its trade marks has at all times been lawful. The
respondent did not contend otherwise. Such use could not have constituted use in a manner that was
likely to result in deception or confusion as envisaged in s 10(13). And the appellant’s conclusion of the
agreement with Ralph Lauren, indispensable for the respondent’s case, did not constitute a use of its
trade marks.

[195] Counsel for the appellant also submitted that its interpretation of s 10(13) is supported by the
immediate context, because comparisons between trade marks are dealt with in s 10(14) and s 10(15) of
the Act, which require two marks to be compared in order to determine the likelihood of public
deception or confusion between them in use. It was submitted that an interpretation that s 10(13)
envisages a comparison between two trade marks would mean that s 10(13) serves the same purpose
as ss 10(14) and 10(15), a result which the Legislature could not have intended.

[196] The submission, as far as it goes, is incorrect, because s 10(13) is dealing with a different situation
to ss 10(14) and 10(15). Those sections deal with applications for registration, where there is already a
registered trade mark or an earlier application for registration, and the mark sought to be registered is
likely to deceive or cause confusion. As stated by this Court in Orange Brand Services, s 10(15) ‘applies
to competing applications, while s 10(14) applies to applications that compete with trade marks already
registered’. In both cases the proprietor or the person making the earlier application may consent to
registration of the mark sought to be registered. Section 10(13) is not concerned with the registration of
a mark but with the use to which the mark is put and the impact of that use. However, that does not mean
that the relationship between s 10(13) and ss 10(14) and (15) is irrelevant.

[197] Under s 10(14), if the owner of the registered mark consents, the competing mark can be
registered. Similarly, the party with the prior application for registration can under s 10(15) consent to the
registration of the competing mark. Both cases will bring about a situation where there are marks on the
register that as between those marks may cause deception or confusion as to the origin of the goods.
Almost certainly, in order to procure consent, the person seeking registration of the competing mark will
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conclude an agreement with the party having the prior right to enable the two to co-exist. That is what
has occurred in this case. Importantly, at the stage of registration, no third party has any standing to
object to this situation being created by the registration of the competing mark.

[198] On the respondent’s interpretation however, if the mark is then used in terms of that consent, its
use renders it liable to removal under s 10(13) at the instance of a third party. In effect then, the
registration is entirely valid, but the moment an attempt is made to enforce it, the potentially ‘infringing’
party in the position of the present respondent becomes a person interested in the mark and they can
undermine the agreement by having the mark expunged under s 10(13). That would be a very peculiar
result as it would nullify the clear statutory entitlement to obtain registration on this basis. Even more
peculiarly, if the mark was expunged at the instance of a third party, there appears to be nothing to stop
the parties who agree to its registration in the first place from doing the same again and securing
registration under ss 10(14) and (15).

[199] On the facts, whilst the high court had not been provided with the terms of the agreement between
the appellant and Ralph Lauren, the evidence shows the following. Ralph Lauren is the registered
proprietor of inter alia a POLO and a POLO PONY & PLAYER device trade mark registered in class 3,
covering in particular perfumes and cosmetics. At the outset of the proceedings the appellant disclosed
that the use of the Ralph Lauren trade marks had always been restricted to class 3 goods as a result of
litigation between the appellant’s predecessor and Ralph Lauren in the 1980s. Ralph Lauren has used its
POLO and POLO PONY & PLAYER device marks in the marketplace only on perfumes and cosmetics,
and then with the clearly identifiable RALPH LAUREN trade mark. The appellant has used its trade
marks on all the goods and services of interest to it, but excluding class 3 goods.

[200] The appellant and Ralph Lauren reached a valid compromise and their respective trade marks
have coexisted in the marketplace since 2011. Trade mark co-existence, a situation in which two
different enterprises use a similar trade mark to market a product without interfering with each other’s
businesses, is neither novel nor unique. It is apparent that the effect of their agreement is to give the
appellant free rein in the field of clothing and similar items, while leaving Ralph Lauren to import and sell
its brand of cosmetics and skincare products. In the result, consumers who buy items of clothing in
South Africa bearing the mark POLO, or the device of a left facing pony, are buying goods of the
appellant. It matters not that they think that they are buying from a well-known US fashion house. The
badge of origin function of a trade mark is fulfilled provided that all items bearing that badge come from
the same source.

[201] The same applies to consumers buying cosmetics or perfume bearing the Ralph Lauren trade
marks: they are buying the goods of Ralph Lauren. The latter's marks distinguish its goods from those
having a different source and thus the badge of origin function of the Ralph Lauren marks is fulfilled. On
the facts, there is thus no potential of any confusion or deception. [202] The appellant has used its trade
marks in the marketplace for more than 30 years, during which there was no Ralph Lauren perfume. The
latter’s perfume has always been branded with the RALPH LAUREN trade mark and the goods sold by
the appellant bearing its trade marks have always excluded perfume. Ralph Lauren does not use its
POLO trade marks on, for example, clothing, footwear, sunglasses, bags, and bed linen or any of the
other goods bearing the appellant’s trade marks in South Africa. Therefore, consumers would not have
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encountered, for example, an item of clothing bearing Ralph Lauren’s trade marks. Neither would they
have been exposed to any Ralph Lauren product bearing the appellant’s trade marks.

[203] Contrary to the high court’s finding, the goods of the appellant and Ralph Lauren would not have
been encountered in the marketplace next to each other. There was no reasonable likelihood of
deception or confusion. In addition, Ralph Lauren has never used, and does not use, the marks POLO
JEANS CO and POLO SPORT in South Africa. Moreover, Ralph Lauren has no stores in South Africa
and has never had any. So a South African consumer could not walk into a Ralph Lauren store, be
exposed to store get-up or presentation and then be deceived or confused in any way. The high court
thus erred in finding that the appellant ‘mimicked’ the sales approach of Ralph Lauren. To the extent that
the court was referring to Ralph Lauren’s stores and sales approach in the United States, this
consideration is irrelevant since trade marks are territorial.

[204] The annexures upon which the respondent relied for the allegation that the appellant’s trade
marks and those of Ralph Lauren were likely to cause deception or confusion, constitute inadmissible
hearsay. These were copies of articles from various websites, none of which were proved to have
originated from the appellant. They included articles published in March 2012 and March 2014
expressing opinions as to whether, for example, the appellant was part of Ralph Lauren. These articles,
which do not show evidence of deception or confusion, are all archived, outdated and not reflective of
the position in July 2018 when the counter-application was launched. Three of the articles appear to
have been authored by the same person.

[205] Similarly, there were articles from websites incorrectly stating that there are Ralph Lauren stores
in South Africa and opinions in 2014 about why the local POLO pony faces the other way, none of which
was evidence of consumer deception or confusion. Most of the annexures were attached to USPA’s
answering affidavit made in 2016 in trade mark opposition cancellation proceedings. The goods
depicted on an extract from a website showing Ralph Lauren’s Pink Pony perfume, are sold exclusively
to American and Canadian consumers.

[206] The respondent did not bring this hearsay within one of the recognised exceptions to the rule
against the admission of hearsay, as envisaged in the Law of Evidence Amendment Act 45 of 1988. [124]
In Vulcan Rubber Works Schreiner JA said:

‘... hearsay, unless it is brought within one of the recognised exceptions, is not evidence, i.e. legal
evidence, at all.’

This rule was affirmed in Ndhlovu, in which this Court stated:

‘The 1988 Act does not change that starting point. Subject to the framework it creates, its provisions are
exclusionary. Hearsay not admitted in accordance with its provisions is not evidence at all’

[207] For these reasons, the respondent did not in my view establish that 46 of the appellant’s trade
marks — the lifeblood of its business — were liable to be removed from the register in terms of s 24 read
with s 10(13) of the Act.

[208] On the issue of costs, in my view there is no reason why costs should not follow the result, both in
relation to the appeal and the proceedings in the high court. However, the appellant is not entitled to the
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costs of the preparation of the appeal record. This Court was compelled to trawl through a complex and
confusing record accompanied by core bundles, all of which were in total disarray. This, when the
respondent advised the appellant well in advance to prepare a proper record.

[209] In the light of the above, the following order is issued: 1. The appeal is upheld with costs, including
the costs of two counsel. The costs in relation to the preparation of the appeal record are disallowed. 2.
Paragraphs 1, 2, 3, 4, 5 and 6 of the order of the high court are set aside and replaced by the following:

1. The first respondent’s counter-application for the removal from the register of trade marks, in terms of
s 27(1)(b) of the Trade Marks Act 194 of 1993 (the Act), of the following trade mark registration numbers
is upheld:

(a) 1978/01082 DOUBLE POLO PONY (device) in class 25; (b) 1985/08367 POLO COMPANY &
DOUBLE POLO PLAYER (word and device) in class 25; and (c) 2009/26481 POLO PONY & PLAYER
(device) in class 6.

2. The first respondent’s counter-application for the removal from the register of trade marks, in terms of
s 27(1)(a) of the Act, of the following trade mark registration numbers is upheld:

(a) 1987/01937 POLO in class 9, save for ‘glasses, spectacles, sunglasses’; (b) 2003/02681 POLO in
class 9, save for ‘glasses, spectacles, sunglasses’; (c) 2013/31832 POLO PONY & PLAYER DEVICE in
class 9, save for ‘glasses, spectacles, sunglasses’; (d) 2009/26481 POLO PONY & PLAYER DEVICE in
class 6, save for ‘key rings’; (e) 2009/26482 POLO in class 6, save for ‘key rings’.

3. Save as aforesaid (and excluding the trade mark registration numbers 1996/06818 POLO in class 27
and 2003/02685 POLO in class 43 which the applicant conceded had not been used), the first
respondent’s counter-application for the removal from the trade marks register, in terms of s 27(1)(b)
and s 27(1)(a) of the Act, of the following trade mark registration numbers is dismissed:

(a) 1981/03857 POLO (Special Form) (word and stripe device) in class 25 in respect of shirts; (b)
1982/06101 POLO (word) and 2009/20235 POLO (word) both in class 16 in respect of paper articles,
books, stationery, pens, journals and notebooks; (c) 1982/06100 POLO and 2004/03775 POLO PONY
& PLAYER (device) both in class 14 in respect of watches, cufflinks, keyrings, collar- shirt bones and tie
pins; (d) 1982/06102 POLO (word) and 1988/11680 SINGLE POLO PLAYER (device) both in class 26 in
respect of buttons, rivets, press studs, poppers, zip pullers, sew-on plates, lapel pins, fobs, patches,
hooks and bars, cord ends and eyelets; (e) 1982/06103 POLO (word) and 2013/32408 POLO (word)
both in class 28 in respect of toys, playthings, golf balls, golf-tees, soft ponies, teddy bears; (f)
1985/01834 SINGLE POLO PLAYER (device) in class 18 in respect of luggage, bags, handbags, wallets,
folders, purses; (g) 1985/01835 SINGLE POLO PLAYER (device) in class 25 in respect of clothing,
including boots, shoes and slippers. (h) 1985/08368 POLO COMPANY in class 25; (i) 1994/14433
POLO (word) and 1985/01836 SINGLE POLO PLAYER (device) both in class 42 in respect of retail,
sale, distribution, marketing and merchandising and wholesale services but excluding services
connected with goods in class 3; (j) 2009/20234 SINGLE POLO PLAYER DEVICE in class 16 in respect
of paper articles, books, stationery and pens; (k) 2009/22109 POLO PONY & PLAYER DEVICE and
2011/06471 POLO (word) both in class 20 in respect of cushions, picture frames and pillows; (l)
1982/06101 POLO in class 16; (m) 1994/14433 POLO in class 42; (n) 2013/07082 DOUBLE POLO
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PONY & PLAYER DEVICE in class 25.

4. The trade mark registrations referred to in paragraphs 1 and 2 above as well as the trade mark
registration numbers 1996/06818 POLO in class 27 and 2003/02685 POLO in class 43 are removed
from the trade marks register and the Registrar of Trade Marks is ordered to effect the necessary
rectification in relation to the trade mark registrations removed and those referred to in paragraph 3 of
this order.

5. The first respondent’s counter-application for the removal from the trade marks register, in terms of s
24 read with s 10(2)(a), (b) and (c) of the Act, of the trade mark registration numbers listed in paragraphs
1, 2 and 3 of its further amended notice of counter-application dated 9 November 2018, is dismissed.

6. The first respondent’s counter-application for the removal from the trade marks register, in terms of s
24 read with s 10(13) of the Act, of the trade mark registration numbers listed in paragraph 4 of its further
amended notice of counter- application dated 9 November 2018, is dismissed.

7. The first respondent is ordered to pay the costs of the counter-application which shall include the

costs of two counsel.’

V. M. Ponnan Judge of Appeal IMAGE CREDIT: ORIRE

This section contains selected cases that have not been formally reported or published in court
judgment databases. While no full court judgments were accessible at the time of writing, the included
summaries are based on verified secondary sources such as legal commentary, media reports, or public
statements by involved parties.

These reconstructed accounts aim to highlight industry-relevant disputes and their implications,
particularly for fashion law, branding, labour, and intellectual property. Readers should note that these
entries are informative and not official records. Where possible, sources are cited to ensure
transparency.

No official court judgment was publicly available at the time of writing this section. The summaries are
based on verified media reports and legal commentary.

——LEGALISSUES ——
— Whether use of associated or family marks constitutes use of a specific registered trademark for
non-use removal purposes.

— The standard of bona fide use required to resist removal under section 27(1)(b) of the Trade
Marks Act.

— Whether the manner of use of the POLO marks created a likelihood of deception or confusion
under section 10(13).

— The methodology for assessing each registration individually where multiple marks are
challenged.
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— NEW CASE — 2026 EDITION —

Barel v. Popular Trading CC (The Enrico Coveri Case)

Court: Supreme Court of Appeal, South Africa

Date delivered: 2025

Citation: To be confirmed upon official publication

Country: South Africa

Region: Southern Africa

Legal area: Intellectual Property — Trademark - Counterfeiting - Parallel Importation

Trademark - Counterfeiting - Parallel importation - Authentic goods - Intent to deceive - Criminal offence - Local
trademark holder - South Africa

—— HEADNOTE ——

Authentic goods manufactured by the original owner of a brand cannot be classified as
counterfeit merely because they were imported without the authorisation of a third-party local
trademark holder. Counterfeiting as a criminal offence requires intent to deceive — an
element that is wholly absent where the goods are genuine and their origin is not
misrepresented. Trademark infringement and counterfeiting are distinct legal concepts; the
former does not automatically constitute the latter.

HELD Appeal dismissed. The Supreme Court of Appeal upheld the High Court ruling setting aside
the search warrant. Authentic ENRICO COVERI footwear manufactured by the original
Italian brand owner was not counterfeit. Two judges dissented on the basis that any
unauthorised use of a registered mark — even on genuine goods — constitutes
counterfeiting.

—— FACTS AND RULING — MAJORITY JUDGMENT (TWO JUDGES DISSENTING) ——

Yossi Barel held the South African trademark registration for ENRICO COVERI, a fashion label
originally founded in ltaly with global recognition. The original Italian fashion house continued to
produce and distribute products worldwide under its own name. Popular Trading CC imported
genuine ENRICO COVERI footwear manufactured in Italy by the original brand owner and sold
these products in South Africa without Barel’s authorisation as the local trademark holder.

Barel obtained a search warrant and sought to seize the imported footwear, characterising it as
counterfeit. The High Court set aside the warrant on Popular Trading’s application. Barel appealed
to the Supreme Court of Appeal, contending that any use of a registered trademark without the
local proprietor’s authorisation constitutes counterfeiting, regardless of the goods’ authenticity.
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Central to the Court’s reasoning was affidavit evidence from the sister of the original designer
Enrico Coveri, which emphasised that authenticity is a foundational principle of the brand and that
the goods in question were genuinely produced under its authority. Barel chose not to respond to
this evidence in his replying papers — an omission to which the majority attributed considerable
weight.

The majority held that counterfeiting requires intent to deceive, which was wholly absent. The
goods were genuine products of the original brand owner. Trademark infringement and
counterfeiting are distinct legal categories, and the latter cannot be established without fraudulent
misrepresentation. The dissent took the view that the registered proprietor’s statutory rights are
absolute and that any unauthorised use — even of genuine goods — amounts to counterfeiting.

The judgment reveals the complexities that arise in international trade when local trademark
registrations are held by third parties unrelated to the original brand owner. It clarifies that South
African law will not stretch the definition of “counterfeit” to include legitimate goods solely because
they were imported without local authorisation. The ruling has significant implications for parallel
importation and the fashion industry’s global supply chains.

——LEGALISSUES — —
— Whether authentic goods manufactured by the original brand owner constitute counterfeit
goods when imported without the local trademark holder’s authorisation.

— Whether trademark infringement alone constitutes the criminal offence of counterfeiting under
South African law.

— Whether counterfeiting requires proof of intent to deceive and fraudulent misrepresentation.

— The scope of a local trademark holder’s rights against parallel importation of genuine goods
bearing the registered mark.

SEEALSO

Adidas AG & Another v Pepkor Retail Ltd [2013] ZASCA 3 - Bata Ltd v Face Fashions CC and Another [2000]
ZASCA 192
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— NEW CASE — 2026 EDITION —

Dix v. Calzanetto Sociedad Limitada

Court: Gauteng Division, Johannesburg High Court

Date delivered: 12 December 2019

Citation: Case No. A5002/2019; [2019] ZAGPJHC 499

Country: South Africa

Region: Southern Africa

Legal area: Intellectual Property — Trademark Infringement - Passing Off - Injunctive Relief

Trademark - Liquidation - Authorised distributor - Residual rights - Wilful infringement - Interdict - Passing off - South
Africa

—— HEADNOTE ——

The liquidation of an authorised distributor extinguishes all trademark rights associated with
that distributorship. A former director or employee of the liquidated entity has no residual
entitlement to continue trading under the registered mark, and doing so with knowledge of the
winding-up constitutes wilful trademark infringement. The registered proprietor is entitled to
interdictory relief on proof of the infringement and the absence of any lawful basis for the

continued use.

HELD Interdict granted. The liquidation of Calzanetto South Africa (Pty) Ltd terminated all rights
Mr Dix held to trade under the CALZANETTO trademark. His continued use with
knowledge of the winding-up was wilful infringement. Leave to appeal refused by the court
aquo.

——FACTS AND RULING — COURT ——

Calzanetto Sociedad Limitada, a Spanish company, owned the registered trademark
CALZANETTO for footwear and related goods. It had appointed Calzanetto South Africa (Pty) Ltd
as its South African distributor. Mr Dix served as a director and managing employee of that entity.

On 16 November 2015, Calzanetto South Africa (Pty) Ltd was placed in final liquidation and wound
up as insolvent. In June 2016, the Spanish proprietor appointed Asprey Holdings (Pty) Ltd as its
new sole distributor. It subsequently came to the attention of Asprey’s managing director that Mr
Dix had — notwithstanding his full knowledge of the winding-up — continued to trade under the
insolvent company’s name and to sell goods bearing the CALZANETTO trademark. This was
confirmed when goods bearing the mark were observed displayed at East Rand Mall in Boksburg.

Calzanetto Sociedad Limitada brought interdict proceedings to restrain Mr Dix from continuing to
use the trademark, trading under the liquidated company’s name, or selling goods bearing the
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Spanish company’s registered marks and trade dress.

The court held that the liquidation extinguished all rights Mr Dix had through his association with
the distributor. His continued use of the mark was wilful infringement. The interdict was granted
restraining him from manufacturing, importing, distributing, selling, or dealing in footwear or related
goods bearing the CALZANETTO trademark or any confusingly similar mark. Leave to appeal was
refused.

The case underscores that distributorship agreements and trademark licences terminate upon the
liquidation of the licensee entity, and that former employees or directors acquire no residual rights
to continue using the marks from their prior association with the now-defunct distributor.

——LEGALISSUES — —
— Whether liquidation of an authorised distributor extinguishes the trademark rights of that entity’s
directors and employees.

— Whether a former director retains any residual entitlement to continue trading under a registered
mark after the liquidation of the authorised distributor.

— Whether continuing to trade under a registered mark with full knowledge of the distributor’s
winding-up constitutes wilful trademark infringement.

SEEALSO

Barel v Popular Trading CC (The Enrico Coveri Case) [2025] - Adidas AG & Another v Pepkor Retail Ltd [2013]
ZASCA 3
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— NEW CASE — 2026 EDITION —

Laugh It Off Promotions CC v. South African
Breweries International (Finance) BV t/a Sabmark

International
Court: Constitutional Court of South Africa
Date delivered: 27 May 2005
Citation: CCT 42/04;[2005] ZACC 7; 2005 (2) SA1(CC)
Country: South Africa
Region: Southern Africa
Legal area: Intellectual Property — Trademark Dilution - Freedom of Expression - Parody

Trademark dilution - Anti-dilution - Freedom of expression - Parodly - Satire - Section 34(1)(c) Trade Marks Act -
Constitutional rights - Social commentary - South Africa

——HEADNOTE ——

Anti-trademark dilution provisions cannot be applied to suppress satirical or political parody
that uses a well-known mark as a vehicle for social commentary rather than as a means of
competing with or deceiving consumers. Trademark rights, though proprietary and deserving
of protection, must yield to the constitutional right to freedom of expression under section 16
of the Constitution where expression takes the form of commentary on matters of public and
political concern. A use that critiques or satirises a mark — rather than exploiting its
commercial goodwill — falls within the protected sphere.

HELD Appeal upheld unanimously. The Constitutional Court set aside the orders of the High Court
and Supreme Court of Appeal. The application of section 34(1)(c) of the Trade Marks Act to
prohibit the parody T-shirt constituted an unjustifiable limitation on freedom of expression.
Laugh It Off was entitled to produce and sell the parody T-shirt. Judgment per Moseneke J.

—— FACTS AND RULING — MOSENEKE J (UNANIMOUS) ——

Laugh It Off Promotions CC, a close corporation founded by Justin Nurse, produced and sold
parody T-shirts targeting well-known South African commercial brands. One of its products
featured a design closely resembling the CARLING BLACK LABEL beer label — a mark owned by
South African Breweries — but altered the slogan from “AFRICA’S LUSTY, LIVELY BEER” to
“BLACK LABOUR WHITE GUILT.” The T-shirt was a pointed satirical commentary on South
Africa’s apartheid history and contemporary racial dynamics in the labour market.

South African Breweries brought proceedings under section 34(1)(c) of the Trade Marks Act 194 of
1993, the anti-dilution and anti-tarnishment provision, arguing that the parody unlawfully diluted and
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tarnished its famous mark. Both the High Court and the Supreme Court of Appeal ruled in SAB’s
favour. Laugh It Off appealed to the Constitutional Court, contending that the application of section
34(1)(c) to prohibit its T-shirt violated the constitutional right to freedom of expression.

Justice Moseneke, writing for a unanimous court, held that trademark rights — including
anti-dilution rights which do not require proof of consumer confusion — are not absolute and must
accommodate the constitutional right to freedom of expression. The court drew a principled
distinction between a use that competes with or deceives consumers and one that critiques,
comments upon, or satirises the mark. Only the former is the proper target of trademark law.

The judgment established that the T-shirt did not exploit CARLING’'s commercial goodwill; it
deployed the mark as a target of legitimate social commentary on South Africa’s racial history.
Such transformative use, which critiques rather than competes with the original mark, falls within
constitutionally protected expression. The anti-dilution provisions, as applied to prohibit it,
constituted an unjustifiable limitation on that right.

The Laugh It Off judgment remains the leading South African authority at the intersection of
intellectual property and constitutional rights. For the fashion and merchandising industry, it opens
important space for parody, social commentary, and transformative creative work involving
recognisable brand imagery — confirming that the mere use of a well-known trademark in
expressive work does not make that work unlawful.

—— LEGALISSUES — —

— Whether section 34(1)(c) of the Trade Marks Act 194 of 1993 unconstitutionally limits freedom of
expression when applied to prohibit parody use of a registered trademark.

— Whether anti-dilution trademark protection can override the constitutional right to freedom of
expression in the context of satirical social commentary.

— How to balance trademark proprietors’ property rights against the public right to engage in
political and social commentary through parody.

— Whether a transformative use of a mark that critiques rather than competes with it falls within
constitutionally protected expression.

SEEALSO

Puma AG Rudolf Dassler Sport v Global Warming (Pty) Ltd [2009] ZASCA 89 - Adidas AG & Another v Pepkor Retail
Ltd [2013] ZASCA 3
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UNREPORTED CASES

Matters not formally reported in official legal databases

The cases in this section have not been formally reported in official legal databases or publicly accessible
court records. Summaries are based on publicly available information, media reports, and statements from
involved parties, which may be incomplete, contested, or subject to change. This section does not make
legal determinations or imply conclusions regarding liability or fault.
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Keba Clothing v. Konfidence Fashion Limited (2013)

Jurisdiction: Accra Fast Track High Court, Ghana
Year: 2013

Country: Ghana

Region: West Africa

Legal area: Intellectual Property — Trademark

Status: Dismissed on procedural grounds; merits unresolved

—— CASE SUMMARY ——

In 2013, Ghanaian fashion designer and publicist Makeba Boateng, founder of KEBA Clothing,
brought a trademark infringement claim against fellow designer Confidence Haugen, owner of
Konfidence Fashion Ltd. Boateng alleged that Haugen had unlawfully used a logo bearing a striking
resemblance to KEBA'’s distinctive brand identity — a stylised “K” paired with a butterfly symbol, in

use since 2002 and recognised locally and internationally.

Boateng obtained a preliminary injunction ex parte on 23 May 2013, prohibiting Haugen from
further use of the disputed logo on her fashion line’s products. Boateng’s lawyers relied on the
argument that she had prior rights to the mark, having been the first to initiate its registration with
the Registrar General's Department in Ghana.

At a subsequent hearing on 6 June 2013, Haugen’s counsel Bobby Banson of Minkah-Premo & Co.
challenged the jurisdiction of the Fast Track High Court, arguing that intellectual property matters
fall under the Commercial Division. Justice Cecilia H. Sowah accepted this and set aside the earlier
injunction. The case was dismissed on procedural grounds. Boateng’s team signalled intent to
refile in the appropriate forum.

—— OUTCOME ——

— Preliminary injunction granted ex parte by the Fast Track High Court on 23 May 2013.
— Injunction set aside and case dismissed on 6 June 2013 for lack of jurisdiction.
— No formal ruling on the merits of the trademark infringement claim.

— KEBA Clothing signalled intent to refile in the appropriate court.

—— LEGAL ISSUES RAISED — —

— Trademark infringement and likelihood of confusion between competing logos.
— Jurisdictional limits of the Fast Track High Court in Ghana for intellectual property matters.

— Procedural requirements for filing IP disputes in the correct division of the High Court in Ghana.

—— SIGNIFICANCE ——
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This case illustrates the growing readiness of African fashion professionals to assert intellectual
property rights through formal legal channels, while underscoring a critical lesson: successful IP
enforcement depends as much on strategic navigation of judicial process as on the merits of the
underlying claim. Filing in the correct forum is not a formality.

Boateng's decision to seek formal redress, rather than rely on informal resolution or social media
pressure, signals a maturing industry culture in which legal institutions are being used to resolve
complex commercial disputes. The case, though unresolved on its merits, represents an important
moment in Ghana’s fashion law landscape.

Source(s): Myjoyonline.com, 7 June 2013

SEEALSO

NDK Financial Services Ltd v Kwashie Tailors & Dry Cleaners Ltd [2018] - Patkum Industries Ltd v Niger Shoes
Manufacturing Ltd (1988) 5 NWLR 139
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F.O. Ajibowo & Co. Ltd v. Western Textile Mills Ltd
(1976)

Jurisdiction: Supreme Court of Nigeria

Year: 1976

Country: Nigeria

Region: West Africa

Legal area: Intellectual Property — Passing Off - Trade Dress
— — EDITORIAL NOTE ——

Al A revised account of this case, describing different facts (an industrial design confidentiality issue
rather than a passing off dispute), was submitted for the 2026 edition. As the two accounts are materially
inconsistent, this entry is reproduced from the 2025 edition pending verification against the original
Supreme Court judgment. Editors should confirm the correct factual account before the 2026 edition is
finalised.

—— CASE SUMMARY ——

This case centred on the alleged passing off of textile designs and the protection of unregistered
trade dress in the Nigerian textile industry. F.O. Ajibowo & Co. Ltd, a local distributor of popular
printed textiles, brought a legal action against Western Textile Mills Ltd alleging that the defendant
had produced and sold fabrics bearing patterns and labels so similar to the plaintiff’'s products as to
be likely to mislead consumers.

Ajibowo & Co. was known for distributing wax-print fabrics which had acquired substantial goodwill
in the Nigerian market. The company contended that Western Textile Mills had deliberately
imitated its colour schemes, motifs, and product presentation — an act amounting to passing off.
Western Textile Mills denied any intent to deceive, arguing that the designs formed part of a wider,
commonly-used aesthetic in the wax-print industry and were not distinctive or proprietary to
Ajibowo & Co.

The court examined the principles of passing off, including the requirement for the plaintiff to prove
distinctiveness, goodwill, likelihood of consumer confusion, and actual or likely damage. On review
of the evidence, the court found in favour of the plaintiff.

—— OUTCOME ——
— Court held that the defendant’s actions constituted passing off.

— Judgment entered in favour of F.O. Ajibowo & Co. Ltd.

— Injunction granted restraining Western Textile Mills Ltd from producing or selling the infringing
designs.
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— Damages awarded to the plaintiff for loss of business and harm to reputation.

—— LEGAL ISSUES RAISED — —
— Protection of unregistered trademarks and trade dress through the common law tort of passing
off.
— The threshold for proving distinctiveness and gooadwill in textile designs under Nigerian law.
— The role of consumer confusion in establishing passing off where designs are unregistered.

— The limits of originality in culturally inspired or commonly-used aesthetic designs.

—— SIGNIFICANCE ——

This case is a foundational precedent in Nigerian fashion and IP law, particularly in the context of
passing off and the enforcement of brand identity in the textile sector. In a country where traditional
prints and motifs are widely replicated, the court’s decision affirmed that even unregistered
designs may be protected where sufficient goodwill and consumer association can be

demonstrated.

For the African fashion industry, the decision underscores the importance of legal strategies
beyond formal registration — particularly the power of the common law doctrine of passing off as a
means of brand protection. It also highlights the enduring tension between cultural aesthetics as
shared heritage and the commercial need for distinctiveness in a competitive market.

Source(s): HBriefs; Law Global Hub

SEEALSO

Patkum Industries Ltd v Niger Shoes Manufacturing Ltd (1988) 5 NWLR 139 - Bell Sons & Co v Godwin Aka & Another
(1972)
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Bell Sons & Co v. Godwin Aka & Another (1972)

Jurisdiction: Supreme Court of Nigeria

Year: 1972

Country: Nigeria

Region: West Africa

Legal area: Intellectual Property — Trademark Registration - Confusing Similarity
— — CASE SUMMARY ——

This appeal arose from a decision of the High Court of Lagos (per Caxton-Martins J.) on 27 April
1967. The respondents, Godwin Aka & Another, had applied to register a trademark (No. 173091) in
Class 3, covering goods including castor oil and related pharmaceutical products. The appellants,
Bell Sons & Co., held a similar mark already registered in the same class (No. B9989) since 1958
and challenged the application.

The respondents filed a motion under Section 19(2) of the Trade Marks Act, seeking an order that
the Registrar of Trade Marks proceed with registration. The High Court initially ruled in the
respondents’ favour, holding the marks distinguishable. On appeal, the Supreme Court overturned
that decision, finding the marks too similar and likely to deceive consumers. The respondents’ mark
(AMF 2) so nearly resembled the appellants’ registered mark (AMF 1) as to be calculated to deceive
and was therefore refused registration.

—— OUTCOME ——

— High Court ruled marks distinguishable — registration ordered to proceed.
— Supreme Court reversed: marks held too similar and likely to deceive consumers.

— Registration of the respondents’ mark refused.

—— LEGAL ISSUES RAISED — —
— Whether the proposed trademark so nearly resembled an existing registered mark as to be
“calculated to deceive” under Section 25 of the Trade Marks Act.

— The burden of proof required to demonstrate that a new mark will not deceive or confuse the
public.

— The relevance of visual and phonetic similarities in determining deceptive resemblance.

— The applicability of Section 16 of the Trade Marks Act regarding disclaimers and non-distinctive
elements.

—— SIGNIFICANCE ——
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Bell Sons & Co v Godwin Aka is an early Nigerian authority on the test for confusing similarity in
trademark registration disputes. It established that the likelihood of consumer deception is
assessed against the overall impression created by each mark, and that marks covering identical or
similar goods in the same class will be refused registration where that impression is insufficiently
distinct.

For fashion brands operating in Nigeria and West Africa, the case reinforces the importance of
rigorous trademark clearance searches before applying for registration, and the need to ensure
that a proposed mark is genuinely distinctive from existing registered marks in the relevant class —
particularly where the class covers goods with overlapping consumer markets.

Source(s): Law Global Hub

SEEALSO

Patkum Industries Ltd v Niger Shoes Manufacturing Ltd (1988) 5 NWLR 139 - F.O. Ajibowo & Co. Ltd v Western
Textile Mills Ltd (1976)
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Vlisco B.V. v. African Fabrics Depot & Another

Jurisdiction: United States District Court, Southern District of New York

Year: 2018-2019

Country: United States (African diaspora market)

Region: Cross-border

Legal area: Intellectual Property — Trademark Counterfeiting - Lanham Act - Unfair Competition

Status: Settled; permanent consent injunction granted

—— CASE SUMMARY ——

Vlisco B.V., a Dutch textile company known for producing high-end wax-print fabrics with deep
cultural resonance across West and Central Africa, brought a federal trademark counterfeiting
action against African Fabrics Depot and its principal, Patience Adusei. Vlisco alleged the
defendants had been selling counterfeit fabrics bearing its registered trademarks in violation of the
Lanham Act, deceiving consumers and diluting the distinctiveness of its marks.

Shortly after filing, Vlisco secured a preliminary injunction by consent on 23 May 2018, restraining
the defendants from continuing the sale of any products bearing Vlisco’s trademarks. Expedited
discovery was ordered. A litigation schedule was set for December 2018 through trial in March
2019.

On 11 September 2018, the parties informed the court they had reached a settlement in principle.
Judge Forrest entered an order of discontinuance. The settlement culminated in a Permanent
Consent Injunction on 12 October 2018, permanently barring the defendants from using any of
Vlisco’s trademarks and authorising the destruction of infringing goods. The injunction included
enforcement mechanisms allowing Vlisco to return to court to seek attorneys’ fees in the event of
future violations. The case was formally dismissed on 2 November 2018.

—— OUTCOME ——

— Preliminary injunction by consent granted, 23 May 2018.

— Defendants restrained from selling products bearing Vlisco trademarks.
— Expedited discovery ordered.

— Permanent Consent Injunction entered, 12 October 2018.

— Infringing goods authorised for destruction.

— Action settled and formally dismissed, 2 November 2018.

—— LEGAL ISSUES RAISED ——
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— Whether the sale of fabrics bearing Vlisco’s registered trademarks without authorisation
constitutes trademark counterfeiting under the Lanham Act.

— Whether the infringing conduct created a likelihood of consumer confusion and diluted the
distinctiveness of Vlisco’s marks.

— The availability and scope of preliminary injunctive relief in trademark counterfeiting matters
under federal law.

— The use of expedited discovery to trace the scope of alleged counterfeiting.

— — SIGNIFICANCE — —

Vlisco v African Fabrics Depot illustrates the enforcement challenges facing heritage African textile
brands whose products carry deep cultural significance in diaspora markets. The swift consent
injunction demonstrates that even in informal market settings, registered trademark protection can
be enforced effectively — and that settlement often provides the most efficient resolution in
counterfeiting disputes.

The case is also notable for its cross-border dimension: a European company enforcing its mark
against a seller operating in the North American diaspora market for West African fabrics. It
underscores the global reach of trademark protection and the strategic importance of
multi-jurisdictional registration for brands with culturally significant products sold across diaspora
communities worldwide.

Source(s): CourtListener

SEEALSO
Barel v Popular Trading CC (The Enrico Coveri Case) [2025] - Keba Clothing v Konfidence Fashion Ltd [2013]
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— NEW CASE — 2026 EDITION —

Patkum Industries Ltd v. Niger Shoes Manufacturing
Ltd (1988)

Jurisdiction: Federal High Court, Nigeria

Year: 1988

Citation: (1988) 5 NWLR (Part 93) 139

Country: Nigeria

Region: West Africa

Legal area: Intellectual Property — Trademark Infringement - Passing Off - Jurisdiction
— — CASE SUMMARY ——

Patkum Industries Ltd, the registered proprietor of a trademark for footwear products, brought
proceedings against Niger Shoes Manufacturing Ltd for using a confusingly similar mark and
passing off goods in the Nigerian marketplace. A preliminary but consequential procedural
question arose: whether both a trademark infringement claim and a passing off claim arising from
the same infringing conduct could be heard together in the Federal High Court.

Relying on Section 3 of the Trade Marks Act 1965 and Section 7(1)(c)(ii) of the Federal High Court
Act 1973, the court held that a registered trademark proprietor is entitled to bring a combined
action for trademark infringement and passing off in the Federal High Court. Registration was the
jurisdictional key: without it, the passing off claim would have had to proceed separately in a State
High Court under common law, under a heavier evidentiary burden and without the efficiency of the
combined suit.

On the substantive point, the court confirmed that registration confers a statutory right of exclusive
use, and that any person who encroaches on that right in the course of trade in the same class of
goods commits an actionable wrong.

—— OUTCOME ——
— Combined jurisdiction upheld: the Federal High Court has competence to hear both trademark
infringement and associated passing off claims arising from the same facts.

— Patkum’s registered trademark conferred a statutory right of exclusive use enforceable against
Niger Shoes.

— The procedural and substantive claims succeeded.

—— LEGAL ISSUES RAISED ——
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— Whether a combined action for trademark infringement and passing off may be brought in the
Federal High Court of Nigeria.

— The effect of trademark registration on the jurisdictional threshold for combined claims under the
Trade Marks Act 1965 and Federal High Court Act 1973.

— The scope of the statutory right of exclusive use conferred by trademark registration.

— — SIGNIFICANCE — —

Patkum v Niger Shoes draws a clear procedural line that remains practically significant for Nigerian
fashion and footwear businesses. Brands that have registered their trademarks can sue
comprehensively in the Federal High Court, combining infringement and passing off in a single
action. Those without registration must rely on common law passing off alone, pursued in the State
High Court, under a heavier burden of proof.

Read alongside the 2024 Supreme Court decision in Dike Geo Motors Ltd v Anambra State —
which refined Federal High Court jurisdiction over trademark disputes — the Patkum judgment
illustrates how Nigeria’s procedural landscape for fashion brand protection has developed across
four decades. The core lesson is unchanged: trademark registration is not merely a commercial
badge; it is a procedural weapon that unlocks a more comprehensive and efficient form of legal

relief.
Source(s): (1988) 5 NWLR (Part 93) 139

SEE ALSO
Bell Sons & Co v Godwin Aka & Another (1972) - F.O. Ajibowo & Co. Ltd v Western Textile Mills Ltd (1976)
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NOTABLE AFRICAN FASHION
LAW DISPUTES

Matters of public significance not formally adjudicated in court

The matters in this section relate to alleged disputes involving the parties mentioned, which to the best of
our knowledge have not been formally litigated or adjudicated in any court of law. These summaries are
based on publicly available information, media reports, and statements from involved parties, which may
be incomplete, contested, or subject to change. This section does not make legal determinations or imply
conclusions regarding liability or fault. Readers are advised to interpret the information with caution and
not consider it a substitute for legal advice or official court findings.
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DESIREE IYAMA AND MARVEY R THE BRAND

2022

Parties: Desirée lyama (Nigerian designer) and Marvey (emerging designer, label Marvey-R)
Legal area: Copyright - Design appropriation - Non-commercial replication

Forum: Public dispute via social media; no formal litigation commenced

INFORMALLY DOCUMENTED -NOT FORMALLY ADJUDICATED

—— BACKGROUND ——

Desirée lyama, a Nigerian fashion designer, unveiled the Meraki dress as part of her SS23
collection at Lagos Fashion Week in 2022. The dress, distinguished by a signature neckline
inspired by the Olympic logo, became emblematic of lyama’s brand identity and was widely
circulated in fashion media.

In August 2024, an emerging designer known as Marvey posted a video on X (formerly Twitter)
wearing a violet dress she had made for herself, captioned: “l looked so good the other night. |
made my dress. Inspired by Desiree lyama.”

—— THE DISPUTE ——

lyama responded directly: “Nothing about this is an inspiration. It is an outright copy.” Marvey
subsequently issued a disclaimer that the garment was made for personal use and encouraged her
followers to support lyama’s brand directly.

The post garnered over two million views. lyama drew a public line between inspiration and
imitation, asserting that duplication of an original work without consent amounts to copyright
infringement. Many commentators criticised lyama for overreacting given the absence of
commercial intent. No formal legal proceedings were commenced.

—— LEGAL ISSUES RAISED — —
— Whether reproduction of a fashion design for personal, non-commercial use can constitute
copyright infringement.
— The distinction between creative inspiration and actionable copying in fashion design law.

— Whether passing off requires commercial misrepresentation, or whether reputational harm can
arise in the absence of a sale.
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— — SIGNIFICANCE — —

Though modest in legal terms, this dispute became a widely discussed teachable moment on the
contours of copyright in fashion. It illustrated that copyright protection is automatic upon the
creation of an original work and does not require registration — but that enforcement, particularly
in the absence of commercial harm, is practically constrained.

For independent designers operating in the digital age, the incident underscores both the
vulnerability of original work to appropriation and the limitations of legal recourse where copying is
non-commercial. It also raises enduring questions about the role of social media as an
accountability mechanism in the absence of formal remedies.

SEE ALSO
Hanifa and Fashion Nova (2022 & 2024) - Kadiju and Akira (2023)
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HANIFA AND FASHION NOVA

2022 & 2024
Parties: Anifa Mvuemba / Hanifa (designer); Fashion Nova (alleged infringer)
Legal area: Copyright - Design appropriation - Fast fashion
Forum: Public disputes via social media; no formal litigation reported

INFORMALLY DOCUMENTED -NOT FORMALLY ADJUDICATED

—— BACKGROUND ——

Anifa Mvuemba, Congolese-American founder of luxury brand Hanifa, is among the most
celebrated independent designers of her generation. Her designs have been worn by Beyoncé,
Zendaya, and Cardi B, and her pioneering use of 3D technology in fashion — including a
groundbreaking virtual runway show in 2020 — earned international recognition.

Fashion Nova is a U.S.-based fast fashion retailer known for rapid production of trend-led garments
at accessible price points, frequently at a fraction of the cost of the designs they are alleged to
resemble.

—— THE DISPUTE ——

In August 2022, Mvuemba publicly accused Fashion Nova of reproducing her “Jax Knit Gown”
from her Fall/Winter 2021 collection. The original retailed at $459; Fashion Nova’s version at
$49.99. Mvuemba stated the design had taken months to perfect.

In early 2024, Fashion Nova was again called out for reproducing Hanifa's “Taliah Knit Dress” —
retailing at $1,098 and worn by Cardi B — at $54.99. Following significant public backlash, the
company removed the dress from its website. Neither incident resulted in formal litigation.

—— LEGAL ISSUES RAISED — —

— Copyright protection for fashion design in the absence of formal registration under U.S. law.

— The limits of passing off and trade dress protection for independent designers against fast
fashion replication.

— Structural vulnerabilities of Black and African designers in global fast fashion supply chains.

—— SIGNIFICANCE ——

251



These incidents are among the most widely discussed examples of design appropriation involving
an African designer in recent years. They illustrate both the creative vulnerability of independent
designers and the growing reliance on public accountability — rather than formal legal remedy —
as ameans of IP enforcement in the digital age.

Mvuemba’s experience also highlights a systemic issue: the formal legal architecture for protecting
fashion design offers limited recourse against fast fashion copying that does not constitute
registered trademark infringement. Social media platforms have partially filled this enforcement
gap, but reputational pressure provides only ephemeral relief.

SEE ALSO
Desirée lyama and Marvey R the Brand (2022) - Kai Collective and Boohoo (2021)
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VEEKEE JAMES AND KING CORSET

2025
Parties: Veekee James Atere (Nigerian designer); King Corset (Senegalese designer)
Legal area: Copyright - Cross-border design appropriation - Moral rights
Forum: Public dispute via Instagram; no formal litigation commenced

INFORMALLY DOCUMENTED -NOT FORMALLY ADJUDICATED

—— BACKGROUND ——

Veekee James Atere is a Nigerian fashion designer who created a corset design worn by South
African media personality Bonang Matheba at the Miss South Africa 2024 pageant. The garment
gained widespread acclaim and became closely associated with Veekee’s design identity.

King Corset, a Senegalese designer, subsequently posted a video documenting the reproduction
of the same corset design without crediting Veekee James or seeking authorisation.

—— THE DISPUTE ——

Veekee James responded via Instagram, publicly denouncing King Corset’s actions as intellectual
property theft. Her callout attracted significant attention and commentary, with many voices
affirming the seriousness of the appropriation.

No formal legal proceedings were commenced. The dispute remained in the public domain and
was not resolved through any legal mechanism. Both Nigeria and Senegal are signatories to the
Berne Convention, which in theory provides reciprocal copyright protection — but cross-border
enforcement in practice remains a formidable challenge.

—— LEGAL ISSUES RAISED — —
— Copyright protection for fashion garments under Nigeria’s Copyright Act 2022, including
whether the sewn garment or only the underlying design drawings attract protection.

— Cross-border copyright enforcement between Nigeria and Senegal as Berne Convention
signatories.

— The practical barriers to enforcing IP rights across African jurisdictions, including litigation costs,
procedural complexity, and limited specialist legal expertise.

—— SIGNIFICANCE ——
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The Veekee James/King Corset incident is among the first high-profile cross-border design
disputes involving designers from two African countries on the continent. It exposes the gap
between the formal legal framework — which should provide reciprocal protection under the Berne
Convention — and the practical reality of enforcement.

For African designers, the case reinforces the need for proactive IP registration, timestamped
documentation of design creation, and access to legal counsel with cross-border expertise. It also
highlights the cultural imperative of attribution as a protection mechanism where legal enforcement
is impractical.

SEE ALSO
Hanifa and Fashion Nova (2022 & 2024) - Kadiju and Akira (2023)
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KAICOLLECTIVE AND FENDI

2021
Parties: Kai Collective / Fisayo Longe (British-Nigerian designer); Fendi (Italian luxury house)
Legal area: Copyright - Fabric print protection - Design appropriation
Forum: Cease and desist letter issued; no formal litigation filed

INFORMALLY DOCUMENTED -NOT FORMALLY ADJUDICATED

—— BACKGROUND ——

Kai Collective, founded by British-Nigerian designer Fisayo Longe, built its international identity on
the Gaia print — a swirling, marble-like pattern developed in 2020 that achieved cult status,
featured in Vogue and Forbes, and became emblematic of contemporary Black femininity and
design authorship.

In 2021, Fendi released its Resort 2022 collection under Kim Jones’s creative direction. Fashion
observers and Longe herself noticed striking similarities between Fendi’'s newly released robes
and Kai's Gaia print, particularly in colour palette, line movement, and abstract layering. The Gaia
print had been formally copyrighted.

—— THEDISPUTE ——

Longe issued a cease and desist letter citing copyright protection of the Gaia print. No formal
litigation was filed. Longe publicly stated the decision not to escalate was partly due to the
simultaneous burden of a separate IP dispute with a European fast fashion brand.

Longe turned to social media: “Gaia dropped, and the fashion industry just ran out of ideas?” Fendi
remained publicly silent. The collection was not recalled or altered, and no statement was issued.

—— LEGAL ISSUES RAISED — —

— Copyright protection for two-dimensional fabric prints as artistic works in the UK and
internationally.
— The standard for establishing infringement: access, substantial similarity, and intent.

— The practical limits of IP enforcement for emerging designers against multinational luxury
corporations with substantially greater legal and financial resources.

—— SIGNIFICANCE ——
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Kai Collective v Fendi is a landmark in contemporary fashion IP discourse precisely because it did
not reach court. It demonstrates the financial and strategic barriers that even legally protected
designers face when confronting major fashion houses, and the increasing role of social media and

public narrative as alternative enforcement mechanisms.

For Africa’s fashion ecosystem, the dispute is both cautionary and instructive: copyright your work,
build your audience, and understand that formal registration is necessary but not sufficient. Your

most effective leverage may sometimes lie outside the courtroom.

SEEALSO
Kai Collective and Boohoo (2021) - Hanifa and Fashion Nova (2022 & 2024)
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KAICOLLECTIVE AND BOOHOO

2021

Parties: Kai Collective / Fisayo Longe; Boohoo (UK fast fashion conglomerate)
Legalarea: Registered design rights - Copyright - Fast fashion enforcement
Forum: Formal enforcement action; resolved without litigation

INFORMALLY DOCUMENTED -NOT FORMALLY ADJUDICATED

—— BACKGROUND ——

Following the cult success of the Gaia print, Kai Collective registered design rights for the print
across the United Kingdom, the European Union, and the United States — a level of formal IP
protection that most emerging designers do not achieve.

Boohoo — a UK-based fast fashion conglomerate with revenues exceeding £1.5 billion — released
a summer 2021 collection containing a garment that Kai Collective publicly accused of copying the
Gaia print.

—— THE DISPUTE ——

Kai Collective confirmed it had secured registered design rights and issued formal enforcement
action against Boohoo. The matter was resolved without litigation: Boohoo reportedly removed the
infringing item. Longe confirmed the resolution publicly.

This outcome demonstrated that formal IP registration converts creative influence into enforceable
power, enabling a small brand to achieve meaningful redress against a large corporation without
the cost and risk of full litigation.

—— LEGAL ISSUES RAISED ——

— Enforcement of registered design rights against fast fashion replication in the UK and EU.

— The strategic value of multi-jurisdictional design registration for emerging designers operating
across global markets.

— Whether a cease and desist backed by registered rights is sufficient to secure removal of
infringing products without formal litigation.

—— SIGNIFICANCE ——
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Kai Collective v Boohoo is the instructive counterpart to the Fendi dispute: where the Fendi matter
showed the limits of enforcement without adequate resources, the Boohoo matter showed what
becomes possible when formal rights are properly secured. It is a rare and instructive example of
an emerging African-affiliated brand asserting its rights effectively against a far larger adversary —
and prevailing.

For African designers, the contrast between the two Kai Collective disputes provides a clear
strategic roadmap: register your work, across multiple jurisdictions if your market reach demands
it. The law becomes a meaningful tool rather than a theoretical aspiration only when backed by

formal rights.

SEE ALSO
Kai Collective and Fendi (2021) - Hanifa and Fashion Nova (2022 & 2024)
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KADIJU AND AKIRA

2023
Parties: Kadiju / Oyindamola Aleshinloye (Nigerian designer); Akira (U.S. fashion retailer)
Legalarea: Copyright - Design appropriation - Moral rights - Cultural authorship
Forum: Public dispute via Instagram; no formal litigation commenced

INFORMALLY DOCUMENTED - NOT FORMALLY ADJUDICATED

—— BACKGROUND ——

Kadiju, a maximalist Nigerian fashion brand founded by Oyindamola Aleshinloye, is known for
avant-garde, sculptural garments that blur the boundary between apparel and wearable art. Many
pieces draw on Aleshinloye’s Nigerian upbringing and cultural references, including her elementary
school uniform.

In early 2023, Akira — a Chicago-based fashion retailer known for fast-paced production and
accessible pricing — listed a plush denim dress bearing a striking resemblance to one of Kadiju's
signature checkered pieces, recognised for its geometric complexity and unusual fabric structure.

—— THE DISPUTE ——

Aleshinloye took to Instagram: “The original @kadijuofficial dress — the fabric pattern and colour
choice — is a direct inspiration from my elementary school uniform.” In a direct message to Akira:
“It is such a shame. Do better. Use your own brain.”

No formal legal action was taken. The dispute remained unresolved in the public domain. There is
no indication that the Kadiju piece was registered as a design patent or under registered design
rights, nor that it clearly met the threshold for copyrightable subject matter — leaving Aleshinloye
without a readily enforceable formal remedy.

—— LEGAL ISSUES RAISED — —
— Whether a conceptual, culturally rooted fashion garment qualifies for copyright protection, or
falls into the gap between functional article and artistic work.

— Whether the Kadiju piece met the threshold for registered design rights or trade dress protection
in the relevant jurisdictions.

— The role of moral rights in protecting cultural authorship in jurisdictions that narrowly construe
them, including the United States.
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— — SIGNIFICANCE — —

The Kadiju-Akira matter illustrates the structural inequality in global fashion: an artisanal African
label operating at the intersection of cultural heritage and contemporary design confronting a
mass-market retailer whose business model depends on rapid trend replication. The law, as
currently constructed, struggles to meaningfully mediate these power dynamics.

For students, practitioners, and policymakers, this case serves as a critical reminder: the future of
fashion law will be shaped not only by what is enforceable, but by what ought to be protected.
Cultural authorship, non-Western references, and narrative-led design are not yet adequately
recognised by most IP frameworks — and reforming those frameworks remains an urgent project.

SEE ALSO
Desirée lyama and Marvey R the Brand (2022) - Kai Collective and Fendi (2021)
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THE GRASS-FIELDS HOSTILE TAKEOVER
DISPUTE

2023
Parties: Christelle and Michelle Nganhou (founders); investor group (acquirers out of
administration)
Legal area: Corporate governance - Shareholder rights - Founder displacement - Insolvency
Forum: Corporate dispute; injunction proceedings and police investigation reported

INFORMALLY DOCUMENTED - NOT FORMALLY ADJUDICATED

—— BACKGROUND ——

Grass-Fields, a UK-based fashion brand co-founded by Cameroonian twin sisters Christelle and
Michelle Nganhou, achieved significant commercial success with reported sales exceeding $5
million in 2018. The brand’s ethos centred on culturally resonant, empowering designs, positioning
it as a symbol of African creativity in the global fashion market.

In early 2022, the company announced a temporary closure citing Michelle Nganhou’s prolonged
illness and the pressure of managing business and health crises concurrently. The business was
subsequently purchased out of administration by an investor group in September 2022.

—— THE DISPUTE ——

In 2023, Christelle Nganhou publicly alleged on TikTok that the investors had executed a hostile
takeover, locking the founders out of communication channels and company assets. The investors
issued a detailed rebuttal, alleging severe mismanagement, over £2.2 million in unpaid debts to
suppliers, employees, and customers, misappropriation of company funds, and continuing
acceptance of customer payments without ability or intent to fulfil orders.

The new management sought injunctions to prevent further alleged unlawful activities and
cooperated with police investigations. The founders allegedly retained control of key social media
accounts and threatened defamatory content unless financial demands were met. The new
management expanded the workforce by 40% and invested in manufacturing partnerships in
Nigeria and the UK.

—— LEGAL ISSUES RAISED — —

261



— The scope of investors’ rights to displace founder-operators upon acquisition of a business out
of administration.

— Whether retention of social media account access by the founders constituted a company asset
for corporate governance and injunction purposes.

— Criminal liability for continuing to accept customer payments without ability or intent to fulfil
orders.

— The importance of robust shareholder agreements, clear delineation of control rights, and
contingency planning in founder-operated fashion businesses.

— — SIGNIFICANCE — —

The Grass-Fields dispute is one of the most prominent corporate governance cases involving an
African fashion brand in recent years. It exposes the particular vulnerabilities of founder-operated
fashion businesses: the intertwining of personal and professional identity, the absence of robust
shareholder agreements, and the difficulty of maintaining continuity when founder-operators face
personal crises.

For African fashion entrepreneurs and investors alike, the case underscores the importance of
clear contractual frameworks governing investor rights, management authority, and exit
mechanisms — agreed before a crisis forces these questions into the public domain. It is a
cautionary reminder that the legal architecture of a fashion business matters as much as its

creative output.

SEEALSO
Mavundla v Frame Leisure Trading [2024] ZALCJHB 342 - Nutrichem (Pty) Ltd v SACTWU [2025] ZALAC 13
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CASE INDEX

No. Case Name Citation Country Legal Area
1 Strategic Industries Ltd v Rebecca Fashions (K)  [2011] KEHC 1647 (KLR) Kenya IP — Trademark
Ltd
2 Style Industries Limited v Sana Industries Co. [2018] KEHC 10050 (KLR) Kenya IP — Trademark
Limited
3  Kenya Union of Hair & Beauty Salon Workers v [2014] KEHC 6461 (KLR) Kenya Labour — Union
Black & Beauty Products Limited Access
4  Sleeklady Cosmetics Ltd v County Executive, [2023] KEHC 24714 (KLR) Kenya Constitutional
Transport, Infrastructure and Public Works
(Mombasa)
5 L.A Group (Pty) Ltd v Wardrobe Collections [2019] KEHC 12303 (KLR) Kenya IP — Trademark
6  BataBrands SA & Another v Umoja Rubber [2025] KEHC 5186 (KLR) Kenya Passing Off —
Products Limited — NEW Footwear
7 NDK Financial Services Limited v Kwashie 13 April 2018 (Ghana) Ghana Commercial —
Tailors & Dry Cleaners Limited & Others Loan Recovery
8  Swatch AG (Swatch SA) v Apple Inc. [2021] ZASCA 11 South IP — Trademark
Africa Opposition
9  Puma AG Rudolf Dassler Sport v Global [2009] ZASCA 89 South IP — Trademark
Warming (Pty) Ltd Africa
10  BataLtd v Face Fashions CC and Another [2000] ZASCA 192 South IP — Trademark
Africa
11 Adidas AG & Another v Pepkor Retail Limited [2013] ZASCA 3 South IP — Trademark /
Africa Passing Off
12 Mavundlav Frame Leisure Trading (Pty) Ltd [2024] ZALCJHB 342 South Labour — Racial
Africa Discrimination
13 Nutrichem (Pty) Ltd v SA Clothing & Textile [2025] ZALAC 13 South Labour —
Workers Union and Another Africa Retrenchment
14 PBHairdressing Organisation (Pty) Ltd t/a [2017] ZALCJHB 8 South Labour —
Carlton Hair Intl. v Vinciguerra and Another Africa Restraint of Trade
15  Mediterranean Textile Mills (Pty) Ltd v Marburg ~ [2012] ZAKZDHC 36 South Commercial —
Manufacturers (Pty) Ltd Africa Sale of Goods
16 SA Home Textile Manufacturers Employers’ [2024] ZALCD 28 South Labour — Wage
Africa Interpretation

Organisation (HOMETEX) v SACTWU and
Others
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17

18

19

20

21

22

23

24

25

26

Eagles Pride Hatchery (Pty) Limited v South
African Clothing and Textile Workers Union and
Others

LA Group (Pty) Limited v Stable Brands (Pty)
Limited and Another

Barel v Popular Trading CC (The Enrico Coveri
Case) — NEW

Dix v Calzanetto Sociedad Limitada — NEW

Laugh It Off Promotions CC v South African
Breweries International (Finance) BV — NEW

Keba Clothing v Konfidence Fashion Limited
(2013)

F.O. Ajibowo & Co. Ltd v Western Textile Mills
Ltd (1976)

Bell Sons & Co v Godwin Aka & Another (1972)

Vlisco B.V. v African Fabrics Depot & Another

Patkum Industries Ltd v Niger Shoes
Manufacturing Ltd (1988) — NEW

— Cases marked NEW were added in the 2026 edition.

[2024] ZALCJHB 531
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[2025] SCA (citation pending)

[2019] ZAGPJHC 499
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GLOSSARY OF TERMS

The following definitions are provided to aid readers unfamiliar with the legal terminology used
throughout this report. These are working definitions intended for accessibility and do not
constitute formal legal advice.

Bona Fide Use

Genuine use of a trademark in the course of trade, as distinguished from token or cosmetic use.
Under section 27(1)(b) of the Trade Marks Act 194 of 1993, a mark may be removed from the
register where no bona fide use is established during a continuous five-year period.

Cease and Desist Letter

A formal written demand that a party stop an allegedly infringing or unlawful activity. In fashion IP
disputes, cease and desist letters are frequently used as a first step before formal litigation, and
may be sufficient to secure compliance without court proceedings.

Counterfeiting

The production or sale of imitation goods bearing a trademark without authorisation, with the intent
to deceive consumers as to the source or authenticity of the goods. Counterfeiting is a criminal
offence requiring proof of fraudulent intent; it is distinct from civil trademark infringement.

Copyright

A legal right that arises automatically upon the creation of an original work, granting the creator
exclusive rights to its use and distribution. In fashion, copyright most readily protects fabric prints,
design drawings, and marketing content. It generally does not extend to functional garment shapes
or silhouettes.

Discrimination (Labour Law)

Unfair or unequal treatment of an employee based on a protected characteristic such as race,
gender, or disability, prohibited under the Labour Relations Act 66 of 1995 and the Employment
Equity Act 55 of 1998 in South Africa.

Industrial Design

The visual or aesthetic features of a product, including its shape, configuration, pattern, or
ornamentation. Industrial designs may be registered as distinct intellectual property rights,
separate from trademarks and copyright.

Infringement
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The unauthorised use of a protected intellectual property right. In trademark law, infringement
occurs when a mark is used without authorisation in a way that creates a likelihood of confusion
with a registered mark in the course of trade.

Intellectual Property (IP)

Legal protections for creations of the mind, including trademarks, registered designs, copyright,
and patents. IP rights give creators and owners exclusive rights to use and commercialise their
creations, subject to statutory limitations.

Interdict / Injunction

A court order requiring a party to refrain from, or in some cases to perform, a specified act. In
fashion IP disputes, an interlocutory injunction is frequently sought to halt ongoing infringement
pending final determination of the dispute.

Jurisdiction

The legal authority of a court to hear and decide a case. In this report, jurisdiction refers to both
geographic scope and subject-matter scope — for example, the division of the High Court with
competence over IP matters.

Labour Law

The body of law governing the rights of workers, conditions of employment, and
employer-employee relations, including the Labour Relations Act 66 of 1995, the Basic Conditions
of Employment Act, and the Employment Equity Act in South Africa.

Moral Rights

Rights protecting the non-economic interests of creators, including the right to attribution and the
right to object to derogatory treatment of a work. Recognised under Article 6bis of the Berne
Convention, but narrowly construed in many jurisdictions.

Parallel Importation

The importation of genuine goods bearing a trademark without the authorisation of the local
trademark holder, where those goods were placed on the market by or with the consent of the
trademark owner in another jurisdiction.

Passing Off

A common law tort committed where a party misrepresents its goods or services as being
associated with another, causing consumer confusion and harm to the latter’s goodwill. Passing off
protects unregistered marks and trade dress where sufficient goodwill is established.

Precedent
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A legal decision that establishes a rule or principle applied in subsequent cases raising similar
issues. Common law systems such as those in Kenya, Nigeria, Ghana, and South Africa rely heavily

on precedent as a source of law.

Protected Strike

A strike that complies with the procedural requirements of the Labour Relations Act 66 of 1995,
including proper notice and compliance with dispute resolution mechanisms. Employees
participating in a protected strike may not be dismissed for doing so.

Registered Design
A formally registered intellectual property right protecting the visual appearance of a product.
Registration confers exclusive rights to use the registered design on the registered goods.

Restraint of Trade
A contractual clause limiting an employee’s ability to work for competitors or solicit clients after
leaving employment. Enforceable only to the extent reasonable in scope, duration, and geographic

reach.

Trade Dress

The overall visual appearance of a product or its packaging that signifies its source to consumers.
May be protected as an unregistered mark under passing off principles where distinctive
appearance and goodwill are established.

Trademark

A recognisable sign, logo, name, or symbol that identifies and distinguishes the goods or services
of a particular source. Registered trademarks confer statutory protection; unregistered marks may
be protected under passing off principles.

Trademark Dilution

The weakening of the distinctiveness or reputation of a well-known trademark through
unauthorised association, even in the absence of consumer confusion. Protected against in South
Africa under section 34(1)(c) of the Trade Marks Act 194 of 1993.

Unfair Dismissal

Termination of employment without substantive justification or without following a fair procedure
as required under the Labour Relations Act 66 of 1995. Automatically unfair dismissals arise where
the reason for dismissal is a protected ground such as race or trade union membership.

Comparative Jurisprudence
The study and comparison of laws and legal systems across different countries to understand how
similar legal issues are treated elsewhere. This report draws on comparative jurisprudence across
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East, West, and Southern African jurisdictions.

Constitutional Rights

Fundamental rights and freedoms protected by a country’s constitution which may affect how
fashion businesses operate or are regulated. The Laugh It Off case demonstrates how
constitutional rights to freedom of expression can limit the reach of trademark law.
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